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THE IMPORTANCE OF IDENTIFICATION ABROAD* 
By Fitzhugh Granger** 


In this modern age of jet propulsion, orbiting and moon 
travel, we are still using horse and buggy thinking and approach 
to many international trade and promotion problems, especially 
in the tremendously important field of identification. We are 
one of the foremost countries on organization and management, 
yet we have lagged in our handling of identification abroad. I 
use the term “we” purposely because the responsibility is shared 
collectively by all of us—domestic business, foreign traders, ad- 
vertising and marketing interests at home and abroad, and those 
of you who are the legal counsel on identification, trademarks 
and trade names. 

Identification is even more important in American foreign 
trade than in domestic marketing—it is the passport link between 
our manufacturers and products, and the overseas consumers. 
Unfortunately it has not kept pace with the rapid expansion of 
our international business in the past decade and a half. Yet 
our world marketing continues to surge forward, and with the 
trends toward common markets in several world areas, our prob- 
lems will multiply in the immediate years ahead. 

We must take steps immediately to catch up with the present- 
day and future needs of American foreign trade. This may mean 
dramatic changes in our business relationships, our viewpoints, 
and our methods of operation. Incidentally similar changes have 
been and still are taking place in international advertising as 
well as in other fields of overseas business. 

Actually it is most appropriate to discuss the importance of 
identification abroad at this time because so much is being written 
and said about our American foreign trade due to the fact that 
the Reciprocal Trade Agreements Program is now before Con- 
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gress for renewal, and large and important groups all over the 
country are studying and working on it. In addition, during the 
past three to five years there has been increased interest in our 
foreign trade generally, and many organizations, such as the 
League of Women Voters, have developed annual programs 
around it. But possibly the most timely and important factor is 
the European Common Market, which came into effect the first 
of this year and which can have far reaching implications for 
American business. 

I do not want to bring in many statistics today, or to discuss 
in detail our over-all American foreign trade, but it does seem 
desirable to consider briefly its volume, national importance and 
impact on our economy. Although the final figures are not yet 
available, estimates are that our total international transactions 
last year were over 45 billions of dollars, or around 12% of our 
gross national product. Present estimates for 1958 continue opti- 
mistic, and the long term trends are excellent. The Secretary of 
Commerce has indicated that there are from 4% to 5 million 
people directly employed in American foreign trade, and this 
does not include many other millions that benefit indirectly from 
it. So, all in all, it is a tremendously important segment of our 
economy. 


Foreign trade has become such a generic term that we fre- 
quently do not give consideration to its three elements. The first 
of these, our import business, involves the importation of raw 
materials and goods from abroad and does not concern us today. 
The second, in which we are particularly interested, is our ex- 
port business which, including goods and services, is now running 
around 30 billions a year, and naturally has a great impact on 
our internal economic conditions; this production for overseas 
requirements has proven an invaluable supplement to our domestic 
manufacturing programs and has often meant continued high 
production and employment for our American labor. But the 
third and last element in our foreign trade—one which is rapidly 
expanding and is of great importance today—is our international 
trade—or goods that are manufactured or licensed abroad by 
American interests and sold in world markets. I have never seen 
consolidated figures on this, but they must run into fabulous sums. 
Therefore, this element also demands our attention this afternoon, 
as it involves identification as much as our export business— 
perhaps even more so. 
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So, our problem of identification includes not only production 
in this country by the parent companies, but also, and increasingly, 
production abroad by subsidiaries and licensees. We must bear 
in mind that in many, many cases, U. S. and foreign-made products 
of a particular firm may.be sold in the same world markets and 
by the same outlets, which immediately presents marketing prob- 
lems. 

Another very powerful factor in this equation that often is 
not given proper consideration is the tremendous circulation of 
U. S. magazines abroad and the promotion and appeal they 
develop. Even the strictly domestic publications have astonishing 
distribution overseas, and if we add the U. S. international edi- 
tions in English and foreign languages and then give due credit 
to multiple readership, the figures run into hundreds of millions 
circulation. The American advertising in these publications—even 
though in many instances originated to appeal to domestic mar- 
kets—has a tremendous impact overseas; reader tests have shown 
that the U. S. publications are valued as highly abroad for their 
advertising material as for their editorial content. So, American 
manufacturers and products have been gaining great recognition 
and identification throughout the world from advertising in our 
domestic and international press. 

There is no doubt that overseas, in most cases, identification 
of the company or organization may be as important to foreign 
trade as the identification of the products themselves. The prestige 
and standing of an American concern and its image in the local 
consumer mind, is usually as important in marketing overseas 
as product impact. In the eyes of most foreign consumers America 
stands for quality, integrity and service, and it is to our advantage 
to amplify and capitalize on that impression. 

It is practically impossible to generalize, or to set any hard 
and fast rules on identification abroad—or for that matter, in 
any area of foreign trade, inasmuch as conditions vary so greatly 
by company, by product and by country—and even these situa- 
tions are constantly shifting. So, it is necessary to stay alert to 
new trends, changes in market conditions and developments that 
may influence the movement of trade. 

But, most important, we must all become aware and under- 
standing of the need for proper identification abroad in all of its 
phases. We must think globally about business today and not 
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limit consideration solely to domestic issues of the moment, and 
then be obliged to resolve similar international ones later. 

On a basis of extensive experience in marketing the public 
relations here and overseas, I should like to state some ten firm 
personal beliefs about identification abroad today—fully realizing 
that they may not be applicable in all cases due to particular 
individual or local situations. 

Before launching into these, however, it may be best to ex- 
plain the marketing viewpoint or objective abroad of identification. 
Basically it is expected that this program will do four important 
jobs for marketing: 


One: It will identify the manufacturer and/or the market- 
ing concern. In other words, it will establish their 
seal of prestige and quality. 


Two: It will identify the products being sold. 

Three: It will identify specific models, types or categories 
of the products. 

Four: It will identify the components or features of the 
products. 


Thus, we have four phases of identification abroad: the in- 
stitutional, the product, the model or category, and the component 
or feature identification. 

It is also desirable to clarify the marketing thinking on the 
terms “trademarks” and “trade names” which are not identical. 
For today’s purposes, I would like you to consider trademarks 
as words, symbols, designs, or alphabetical combinations used by 
a manufacturer to identify his products; and trade names as in- 
dividual names, surnames, or firm names used to identify busi- 
nesses, vocations, or occupations. In many circumstances, the 
trade name or a part of it may also be used advantageously as 
a trademark. 


First: There is great continuing and lasting value in identi- 
fication of a company by means of trademarks and trade names— 
thereby creating in markets abroad within official and commercial 
circles as well as with consumers, a powerful, favorable image 
and prestige for the American company involved. This applica- 
tion of identification might be called institutional impact. In 
most cases this can be done using the standard U. S. trademarks 
and trade names without any translation or adaptation whatso- 
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ever. Their selection and usage will depend upon the long range 
program of each firm to capitalize to the maximum on recognition 
through identification. 

If you will pardon reference to my own company, in the past 
decade we were obliged to develop two such programs abroad: 
one to establish the new IH symbol, which many of you may 
recall replaced the old IHC, and to link it with International 
Harvester. This was done with a combined mark with the com- 
pany name underneath the symbol which has now become stand- 
ardized and used on all products and in all advertising throughout 
the entire world. The second involved standardization of name 
trademarks which have become so well-known that they might be 
called “housemarks.” Due to past selling conditions we were 
marketing farm equipment products under diffierent names in 
various areaS—DEERING, MC CORMICK and INTERNATIONAL—and vari- 
ous combinations of these. 

By means of a transitional program over several years these 
have been consolidated and we now market all farm tractors and 
machinery overseas under the names MC CORMICK INTERNATIONAL 
and these trademarks are always used on two lines as individual 
identification so that neither dilutes the other. 


Second: In the selection of a trademark symbol or design 
for use abroad, I would recommend very strongly the adoption 
of the established mark used in the United States, if one exists, 
unless (A) International research disclosed that there were a 
negative reaction to it in some areas overseas which is not highly 
probable; or (B) There is some marketing reason within a particu- 
lar company for not using it abroad. 

It is my personal opinion that the company which can use 
throughout the world the same trade names and trademarks to 
identify the company and the majority of its products has a 
tremendous advantage, in view of the world-wide dissemination 
of information and advertising which is practically impossible 
to control by area or by country; therefore, the best approach 
since you “can’t lick ’em” is “to join ’em” and to capitalize on the 
global circulation. 


Third: The situation varies in the selection of name trade- 
marks, as distinct from symbols, used for the sole purpose of 
marketing specific products overseas. This breaks down into three 
possibilities : 
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(A) The use of the domestic name trademarks without trans- 
lation or adaptation, because it is so well-known and 
established throughout the world. Examples of this 
might be coca-coLa, KLEENEX, FARMALL, KODAK, etc. 


The selection of a special name trademark for a product 
that might be manufactured and sold abroad but not in 
the United States. This could be either an English or 
a foreign language name appropriate to the product and 
probably recommended by the overseas marketing or- 
ganization. There are many instances of this to be found 
in the chemical industry as well as in the machinery 


field. 


Particularly in the pharmaceutical field as well as in 
many consumer goods items, it is found desirable to 
translate the English name trademark in the local idiom 
where this is possible, or to modify the English name so 
that it sounds and appears to be in the local language. 
There are already quite well established patterns that 
can be discerned in the selection of trademarks in this 
group used by both domestic and foreign companies, and 
to my mind it is well to be guided by these trends 
rather than to try to develop a new tangent which might 
be difficult to impose upon the buying public. 


Fourth: The question is frequently asked—How many trade- 
marks should be used on products abroad? Opinions vary widely 
on this, and many people feel that there should not be more than 
one or two. As an international marketer, I have no fixed ideas 
on this, but believe that there should be sufficient to give maximum 
help in selling the product abroad. However, very definitely there 
should not be too many used, so that the product is overloaded 
and confusion results. Therefore, in some instances one or two 
trademarks may be adequate and in other instances it may be 
desirable to have three or four because of their recognition by 
and impact upon the consumers. In our own case for example, all 
farm tractors and machines sold overseas carry the IH symbol 
trademark and our name trademarks Mc CORMICK INTERNATIONAL: 
in addition, they may also carry a product name trademark, such 
aS FARMALL and/or cus, which identify a particular type of 
tractor. Sometimes two and even three of these product name 
trademarks are used on a single machine because it is felt that 
such increased identification will help to market it, and, after all, 
that is the principal objective of the entire program. 
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Fifth: Here in the United States, particularly during the 
past decade, there has been a steady increase, for secondary usage 
for advertising and trademark purposes, of coined words usually 
developed to explain, identify and promote as a sales advantage 
certain components or units of a product or construction features 
and thereby enhance its over-all market appeal. Although you, 
the trademark counsellors, would doubtless consider these in the 
same category as other trademarks for legal and registration 
purposes, marketing men would consider them neither as institu- 
tional nor product identification but rather as specialized com- 
ponent or feature promotion requiring protection. While this 
type of identification has undoubtedly created a niche for itself 
in American marketing, and U. S. advertising men continue to 
lie awake nights dreaming up new names for particular applica- 
tions, we are very fortunate in the international field that the 
same trends are not as fully developed, and such procedures 
are not used abroad to the same extent as here. Therefore, it is 
well worth-while bearing in mind that trademarks of this type 
do not have much application overseas, and as a matter of fact, 
in some instances may produce negative reactions. Particularly 
in view of registration problems and the expense involved, the 
American manufacturer will do well to consider the method used 
to apply such trademarks to products marketed overseas as well 
as in the United States, so that they may be removed if neces- 
sary from products going abroad. In other words, these should 
not be cast or stamped into the product so that it is difficult and 
expensive to remove them, but rather applied with decalcomanias 
or other means which are easily eliminated if not required. 


Sixth: Although our foreign trade is frequently surrounded 
by an aura of mystery and the glamour of far distant lands, 
actually the selection of suitable trademarks and trade names for 
international marketing presents no major problems that are not 
found domestically. However, as our overseas business continues 
to expand rapidly, more and more U. 8. products will be sold 
abroad, and more companies will become interested and engaged 
in overseas business. Therefore, 1 recommend very strongly that 
in the selection of any trademarks or trade names for domestic 
usage, consideration be given to their suitability for the interna- 
tional field also, even though at the moment the products may 
not be sold abroad. 
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There are many instances where trademarks already well- 
known in this country were selected for products which were 
originally designed solely for the domestic market, but subse- 
quently were sold abroad also, and the question of trademark 
suitability has arisen. In practically all of the cases, I am positive 
that it has been found most advantageous to operate overseas 
with the established American mark, as undoubtedly it is already 
quite well-known there through domestic national advertising which 
has penetrated into many markets abroad. The only negative 
factor which might intervene would be if field research showed 
that the mark or the name had undesirable connotations or re- 
actions in certain areas. 

The case of new products to be introduced which would be sold 
in both domestic and foreign fields offers splendid opportunities 
for joint domestic and international marketing consideration and 
recommendation, which would, of course, vary appreciably by the 
product involved. 


Seventh: In my opinion it is always wise to use some trade- 
mark symbol or design on products sold overseas in addition to 
a name or product trademark, as frequently this has been found 
to be an invaluable means of quick identification in areas where 
the literacy ratings are low or where name trademarks may not 
be easily pronounced or as recognizable as a trademark symbol 
or diagram. 


Eighth: Generally speaking, I do not believe that it is de- 
sirable to attempt to market the same product under a different 
trademark in different countries but rather to standardize every- 
where insofar as possible on a unified international identification 
and naming program. With the world getting steadily smaller 
from the standpoint of transportation and communication—and 
with the increasing international exchange of information, publi- 
cations, radio and television it is almost impossible to limit ad- 
vertising and promotional coverage to restricted areas, and 
therefore, the use of different trademarks for the same product 
even when sold in separate countries tends toward confusion, 
which, of course, is never desirable in marketing. 

Nevertheless, as mentioned previously, the practice is suc- 
cessfully carried on in some fields, such as chemicals and pharma- 
ceuticals, where there are certain advantages to it due to the 
peculiar marketing problems found in these industries, 
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Ninth: International marketing and identification is some- 
what like education in that historical background is very useful 
for foundation purposes, but recent developments and trends are 
of great importance. Furthermore, as in education, it takes a 
long time to appreciate how little one knows. I should like to 
recommend very strongly that in addition to the investigations 
required for legal registration abroad of trademarks and trade 
names, there should be adequate international marketing research 
to determine the adaptability and acceptability of proposed identi- 
fication. Even with more than a century of foreign trade ex- 
perience, we and many other companies are constantly making 
surveys abroad to keep our marketing attuned to modern trends 
and consumer demands. Large concerns frequently do this through 
their own organizations, but there are excellent domestic and 
foreign international research facilities available to everyone. 


Tenth: Experience has shown that it is very important 
overseas where trademarks and trade names are displayed in 
well over 100 countries to police this program constantly in 
order to assure that the usage and the marks themselves are 
exactly in accordance with the original designs and are not de- 


faced or modified by local whims or ideas. This is very important 
from the legal standpoint for the full protection of the registration, 
as you know, and from the marketing standpoint in order to main- 
tain standardized identification and avoid dilution of the estab- 
lished trademarks and trade names. 

In addition, the entire international identification program in 
all of its phases should be reviewed periodically by all members 
of the team to assure that it is doing the full job expected of 
it in the marketing of American products abroad. Frequently it 
has been found that slight modifications are desirable in order 
to keep apace with modern trends. 

All of these observations, I believe, have considerable merit 
and may be helpful in international identification problems; how- 
ever, as I said at the beginning, too much “horse and buggy” 
thinking is still prevalent in this important international trade 
field, and what is urgently needed is modern, close, efficient and 
understanding cooperation among all of us who collectively share 
the responsibility for proper identification at home and abroad. 
Too often today domestic business may not at the moment con- 
sider the opportunities in foreign markets; the foreign traders 
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may not consider domestic problems and naturally may be mainly 
concerned with marketing their products with the greatest ease 
overseas; the advertising men within the companies and the 
agencies as well frequently fail to realize both domestic and in- 
ternational identification problems and overlook the legal aspects 
of proper trademark handling; and among those of you engaged 
in the legal problems, quite frankly, I feel that there may be a 
tendency to issue verdicts without guiding recommendations or 
without accepting your share of management responsibility. On 
the other hand, it must certainly be admitted that many companies 
requiring international trademark counsel for the first time, es- 
pecially those new ones seeking to tap the opportunities of over- 
seas markets, have often expected counsellors to be some strange 
and wonderful combination of trademark lawyers, international 
research specialists, and foreign trade market experts. 

On the basis of actual experience in several companies, large 
and small, I am convinced that the handling of these identifica- 
tion problems domestic and abroad can easily be streamlined by 
sound and logical cooperation among all of us who share the re- 
sponsibility, with each of us accepting our area of it and working 
together closely and efficiently. 

With your permission, I should like to tell you how it works 
in our case, which is quite typical of the practice followed by a 
number of other organizations. We have an Executive Product 
Identification Committee comprised of top management repre- 
sentatives of sales, advertising, engineering, manufacturing in- 
dustrial design, foreign operations and the legal trademark 
responsibilities. This committee discusses, reviews and approves 
all recommendations for identification which incidentally include 
symbol trademarks, name trademarks, product model designation, 
painting and decoration. Each representative considers his share 
of responsibility in the over-all recommendation, and adjustments 
or modifications are made when needed to form a compromise 
that will be satisfactory to all interests. Incidentally, the identifi- 
eation recommendations may originate with any of the groups 
represented on the Committee or with the Product Development 
people. 

All of our overseas manufacturing subsidiaries function on 
the same basis, and each has a Product Identification Committee 
of similar composition. Their considerations, of course, are based 
on the proper identification of products made locally for sale with- 
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in the country in which the subsidiary is located and also for 
world markets. Those committees submit their identification 
recommendations to the foreign operations group in the home 
office, which subsequently processes the requests through the Ex- 
ecutive Product Identification Committee. Thus, we have closely 
integrated world-wide identification procedures. This has resulted 
in an extraordinarily efficient standardized identification program, 
in all of its phases throughout the entire world, so that no matter 
where our products are manufactured or sold, even though on 
one show room floor, in Timbuctoo or Manila, there may be units 
from eight different countries, their identification, product names, 
trademarks, decalcomanias, safety instructions and painting pro- 
cedures are all uniform. 


It may be said that that is all right in large well organized 
companies such as yours, General Motors, Goodyear, and others, 
but how does it work with smaller groups. Actually, there is no 
problem in this other than the lack of over-all cooperation and 
understanding, with full consideration for the company’s best 
interests. Instead of conflicting domestic and foreign sales in- 
terests, we should have close cooperative understanding; instead 
of separate thinking on our domestic and foreign advertising and 
promotion programs, with the identification of company and prod- 
ucts inevitably involved, we should have unified and integrated 
thinking. Our advertising agencies handling both domestic and 
foreign business should fully understand all local as well as 
overseas identification, trademark and naming programs and 
problems. Instead of relatively isolated trademark counsel, is- 
suing edicts to foreign traders, working for them but not with 
them and guiding them, or on the other hand, lawyers expected to 
step completely out of their sphere into that of international 
marketing and research, we should have them as well integrated 
counseling members of our management identification team. 


It has already been proven that this principle can operate 
very successfully for businesses large and small, and it can be 
the answer to our modern age requirements. Our overseas busi- 
ness has expanded fabulously since 1940, and especially the inter- 
national trade area of it will undoubtedly continue to grow very 
rapidly in the immediate years ahead which in itself will bring 
new problems in identification abroad. Many of these will develop 
as a direct result of the European Common Market which officially 
came into being the beginning of this year in accordance with the 
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treaty which was signed in Rome last summer: Unfortunately 
the trademark procedures as well as many other important sub- 
jects have not yet been resolved and will therefore be the subject 
of subsequent meetings and negotiations. These and other identifi- 
cation problems on the horizon will demand the best operational 
and organizational procedures that we can establish to assure 
the full protection warranted by our over-all American foreign 
trade which is such an important part of our economy and our 
own national well-being. 
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TRADEMARK PROCEEDINGS IN FOREIGN COUNTRIES 


The following three papers are based on a Panel Discussion 
held during the 81st Annual Meeting of The United States Trade- 
mark Association in Atlantic City, N. J., April 10-11, 1958. 


CONTESTED PROCEEDINGS IN EUROPE 


By Norman St. Landau* 


To illustrate the very large differences in European trademark 
systems a brief printed summary of contested proceedings in 
Europe is presented in the annexed table. Systems vary all the 
way from British countries, Great Britain for instance where you 
may oppose or move for cancellation of a conflicting trademark 
freely if you have had either prior use or prior registration to sup- 
port your case to countries like Finland where only the prior 
registrant may move for cancellation and no opposition is available. 
Opposition proceedings in their usual sense are available only in 
Cyprus, West Germany, Great Britain, Greece, Ireland, Malta, 
Portugal, and Spain. In Denmark, Norway and Sweden a strict 
examination procedure usually screens new trademarks more thor- 
oughly than a would-be opposer would. In some of the countries 
having no opposition proceedings, the Registrar will sometimes 
practically invite you to oppose and in others you may resort to 
‘informal opposition” by calling the Registrar’s special attention 
to your trademarks. This latter practice is often responsible for 
the fact that you may find yourself in frequent need of obtaining 
consents from one and the same local firm no matter how diversified 
the trademarks you apply for may be. Some British countries 
require an applicant to send you a copy of the publication of his 
trademark if the Registrar sees a possible conflict to insure that 
you consider this possibility, and that you have an opportunity to 
decide whether to oppose. 

If there is one thing common to contested proceedings in the 
more industrialized countries of Europe that we notice less in other 
areas of the world, it is the tendency of the local manufacturers to 
try to obtain agreements that you will tolerate their trademark 
world-wide in return for their consent to your registration locally. 
Quite frequently the local manufacturer having obtained registra- 


* Assistant Secretary, Johnson & Johnson, New Brunswick, N. J.; member of 
District of Columbia Bar; member of Board of Directors and International Committee 
of U.S.T.A. 
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decide whether to oppose. 

If there is one thing common to contested proceedings in the 
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areas of the world, it is the tendency of the local manufacturers to 
try to obtain agreements that you will tolerate their trademark 
world-wide in return for their consent to your registration locally. 
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* Assistant Secretary, Johnson & Johnson, New Brunswick, N. J.; member of 
District of Columbia Bar; member of Board of Directors and International Committee 
of U.S.T.A. 
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tion of a trademark locally would like to trade your right to 
register locally for his own right to register a trademark that is 
similar to your own trademark world-wide including in the United 
States and in all the Americas. Sincere soul-searching on your 
part is necessary at that time to determine whether trademark 
rights in country X are worth having the conflicting trademark 
appear all over the Americas. 
Some of the factors in this poker game involve: 


1. The probability of the local man’s expanding a trademark 
he has registered but often not used locally into a trademark that 
could bother you on an international scale. 


2. The fact that local Registrars frequently grant to local 
people trademarks for fields as broad as to include e.g. all pharma- 
ceuticals while you as U. S. manufacturer may be limited by the 
detailed distinctions of his home registration office to a specific 
drug or a very specific group of pharmaceuticals. 


3. The relative expenses and chances of success of fighting 
the contested proceeding. 


On this last point your chances in many of the countries are 
not good if you are the second to apply for registration and you 
rarely have much chance if you have not either registered or used 
the trademark in the country concerned. This leads us to the con- 
clusion that you should register a trademark that you value early 
in any market where you value the trademark. In Europe as in 
other parts of the world, delay in applying for registration of a 
valuable trademark rarely pays. 

Once having registered your trademark, particularly if it is 
one of a family of similar trademarks or likely to be developed 
into such a related trademark family, it does not pay to sleep 
on your rights. In Germany and Switzerland particularly, you 
should usually demand so-called “undertakings” from later appli- 
cants and later registrants that they will not interfere with your 
own further registration efforts. Otherwise, you may create an 
attractive trademark, and find yourself barred later from using 
variations of the trademark. Someone whom you failed to oppose, 
may now oppose you to bar you from adding the additional trade- 
mark you desire. 

Oppositions, both in patent and trademark matters, are ex- 
tremely frequent in Germany and you must not necessarily give up 
hope when you learn that ten or more oppositions have been filed 
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against you in West Germany. This means simply that you are in 
for a long negotiating session. Some of the firms in Germany and 
elsewhere even have set-up procedures including fixed amounts 
that they regularly charge for consents to permit registration of 
your trademark without litigation. Not too rarely you may find 
that the fee demanded of you is considerable because you are “the 
rich American Company.” On the other hand, we have found lead- 
ing firms most cooperative in dealing with us who were strangers 
to them and in extending to us every consideration in issuing 
consents. 

Before you yourself oppose, based on a registered trademark, 
it pays to consider carefully whether your trademark has actually 
been used in the country involved. As shown in the remarks column 
of our outline of Kuropean oppositions there are countries where 
your non-use in the particular country may entitle your adversary 
to cancel your trademark. Do not be misled by your Latin Amer- 
ican experience that may have taught you that registration alone 
is important. As a matter of fact it may even be desirable to 
encourage use of your more valuable trademarks locally by your 
affiliates or licensees to prevent local loss of trademark rights and 
to avoid the difficulties of a local imitation riding with full legal 
justification upon your coat-tails. 

The tabular summary is a businessman’s outline written 
in concise form as of early 1958. The basic trademark laws of the 
European countries are complex and change frequently. Con- 
sultation with counsel is always advisable before any conclusions 
are drawn. 
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TRADEMARK OPPOSITIONS IN THE COUNTRIES OF 
LATIN AMERICA 


By Cyril Drew Pearson* 


I. 


In Latin-American Countries there are three main sources of 
trouble to United States nationals arising from the adoption or 
registration of trademarks, or both by third parties. 


First: A number of the Latin-American Republics will accept 
trademark applications for generic terms or purely descriptive 
expressions which under the U.S. practice would not be considered 
as functioning as trademarks. If such terms are granted registra- 
tion, the allowance of such registrations may seriously hamper the 
practical use of such terms or expressions by others. For example, 
the Argentine Trademarks Office recently published an application 
to register Motoroi for motor lubricants and fuels. In Argentina 
the registration of a trademark confers absolute ownership on the 
registrant. Suppose the registration had not been opposed and the 
registration of MorororL were granted. Assume thereafter, quart 
vans of “XYZ Motor Oil” bearing English language labels or per- 
haps large drums simply stencilled “Motor Oil” were exported to 
Argentina by a U. S. national who might be aware or unaware of 
the registration for mororort. Prima facie, such shipments into 
Argentina would constitute infringements of the registered trade- 
mark. In ease of an infringement suit, suppose we concede that the 
U.S. national or the Argentine re-seller of the U. S. products so 
branded, would prevail. Or if the registrant were to take action 
to impound the U. 8. products at an Argentine port, it might be 
the U.S. national or his Argentine representative would eventually 
prevail. However, persons in trade do not wish to be hampered 
or embarrassed by having to contest trademark registrations of 
this nature. Likewise, we recently successfully opposed the regis- 
tration of the generic word perro in Brazil to cover gasoline in 
Brazilian Class 47. In British countries and even elsewhere PETROL 
is the generie word for gasoline. 

Likewise in Brazil there was recently published an application 
to register a drawing of an oil filter for automobiles as a trademark 
for such oil filters. This application was successfully opposed. 








* Trademark Counsel, Esso Standard Oil Company. Member of the Bars of the 
Supreme Court of the United States and of the State of New York. 
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Suppose, instead, the registration had been granted and a U. S. 
national had thereafter sent into Brazil catalogues and prints 
showing pictures of actual oil filters for sale, or suppose oil filters 
of the design in question had actually been exported by the U. S. 
national into Brazil. Even if we concede that the registrant could 
not prevent such uses of pictures of oil filters or the sale of such 
oil filters exported to Brazil by the U. S. national, yet it is con- 
ceivable that the registrant on the basis of his alleged trademark 
rights might cause embarrassment or even damage to the U. S. 
national or those in Brazil concerned with distributing his wares. 

With items such as MororoIL, PETROL, and a picture of an oil 
filter, the situation may be rather obvious. However, in the U. S. 
there are such generic terms as “L.P.G.” signifying to the industry, 
liquefied petroleum gas, or “chlordane,” an ingredient of an in- 
secticide. Each of these terms, considered generic in the United 
States, was published for opposition in certain Latin-American 
countries but were successfully opposed. 

However, had registrations of such terms been granted, the 
U. S. exporters of “L.P.G.” and well-known branded insecticides 
with “chlordane” referred to on their labels, might have been in a 
difficult position. 


Second: Another source of trouble to U. S. nationals is that 
Latin Americans sometimes apply to register the housebrand or 
other important marks belonging to a U.S. national to cover items 
in a class in which the U. S. national does not have registration. 
For example: 


(a) In Bolivia, a Bolivian citizen’s two trademark applica- 
tions were published by the Bolivian Office to register our 
house mark Esso to cover wines and groceries. We were 
able to succeed in oppositions on the basis of the name of 
a small Delaware corporation—Esso Incorporated—pre- 
viously organized by us to carry on merchandising activi- 
ties and by citing the terms of Article 10 of the Pan- 
American Convention signed at Buenos Aires in 1910 and 
by persuading the Bolivian Court to rely on the principle 
that a trade name ought to be protected without registra- 
tion even though Bolivia was not a member of said Con- 
vention. 


(b) In Cuba, a Cuban national applied to register for cigars 
our mark gesso within the characteristic oval as it appears 
at gasoline service stations. Fortunately we won the 
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opposition on the basis of Sec. 1 of Art. 99 of the Cuban 
Industrial Property Law which forbids a third party from 
profiting by the credit built up by the proprietor of a 
registered mark. It may be of interest to note, however, 
we lost at the Trademarks Office level but won on appeal 
to the President. 


In Uruguay, a Uruguayan national applied to register Esso 
for electrical apparatus. We opposed on the basis of prior 
use of the un-registered mark and also the Pan-American 
Convention (1910) whereupon the applicant withdrew. 


Third: Sometimes Latin-American Republics will accept 
trademark applications— 


(a) In which the marks are confusingly similar to existing 


registered marks, and 


(b) Which cover goods of like classification to those covered 


by the earlier registered marks in (a). 


These trademark applications are largely the ones which find 
their counterparts published in the U. S. Patent Office Gazette. 
The general bases for opposition are similar to those in the U. S., 
confusing similarity of marks and goods. 


To sum up— 


(1) 


(2) 


(3) 


Those sufficiently interested ought to oppose the registra- 
tion of generic terms and symbols, and of completely 
descriptive terms and symbols which have no trademark 
significance. 


The owner of a valuable trademark would do well to 

register his trademark in: 

(a) The classes in which he uses his mark and closely 
related classes. 

(b) All classes possible in Argentina, Peru and other 
countries in which simple registration confers abso- 
lute ownership on the registrant, and 


If the value of the business of the U. S. national justifies 
it, on the basis of his registered mark or prior user (in 
those instances where prior user is enough), or on the 
basis of the Pan-American or Paris Convention, if pos- 
sible, or on all bases available, the U. S. proprietor should 
reasonably oppose all applications in which it appears 
the opposer has better than an even chance of success. 
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II. 


The chart shown below will give a United States national the 
basic information needed with respect to opposition and cancella- 
tion proceedings in each of the countries in Latin America as 
listed. In each instance it will be desirable for the U. S. national 
to consult his own trademark advisors regarding technical legal 
aspects pertaining to a proposed opposition or cancellation. 

For example, there are certain jurisdictions having a British 
law background in which only the owner of a basic registration in 
London is entitled to obtain a registration in the British possession 
in question and in which there are no statutory provisions for 
opposition or cancellation proceedings. However, it is quite certain 
that a bona fide prior user of a mark in the jurisdiction, with which 
the later registered mark is confusingly similar, would be in a posi- 
tion to take court action to cancel the registered mark on the basis 
of common law principles. 

Likewise, say, in Argentina, the registration of a mark in 
accordance with the trademark law there confers exclusive right 
of use on the owner. Nevertheless, the necessities of the situation 
have caused judges on occasion to go outside the trademark 
statutes and apply the law of unfair competition in cancelling 
such a registration in order to carry out justice. 

Furthermore, since the U. S. is a member of the Paris Con- 
vention (1883) and the Pan-American Convention (1910) at 
Buenos Aires, it is sometimes practicable for a U. S. national to 
take advantage of the provisions of one or both of these Conven- 
tions with respect to those countries in Latin America which 
adhere to one or both Conventions notwithstanding that local 
laws themselves do not provide remedies. I have noted above a 
ruling of the Bolivian Trademarks Office which followed the spirit 
of Article 8 of the Paris Convention and Article 10 of the Pan- 
American Convention (1910) at Buenos Aires even though Bolivia 
is not a member of either convention. 

Lastly, there are unique situations in individual countries 
that the U. S. national will have to take into account. In Argentina 
under recent rules the applicant has 365 days to go to court to set 
aside opposition unless both applicant and opposer agree to confer 
jurisdiction on the Patent Office. In Brazil, even after the 60 day 
period allowed for opposition, one who is aggrieved may appeal 
against the actual grant of the registration and if the appeal 
reasons are convincing, the registration will be denied. 
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BASIC REQUIREMENTS FOR TRADEMARK OPPOSITIONS 
AND CANCELLATIONS IN LATIN-AMERICAN COUNTRIES* 


Country 
ARGENTINA 


BAHAMAS 


BARBADOS 


Bo.ivia 


BRAZIL 


Opposition 


By Prior 
Registrant* * 


30 days from 
last publication 
One month from 
publication 

One month from 
publication 

50 days from 
first publication 


60 days from 
publication 


By Prior 
User 


None 


Same 


Same 


None 


_ Cancellation 


By Prior 
Registrant* * 


Within 10 years 
of registration 
7 years from 
registration 

7 years from 
registration 


6 months at Patent 


Office and 18 
months Court 
action from 


registration date 


If mark not used 
two consecutive 


y Prior 
User 


None 


Same 


Same 


None 


years or for other 
reasons five years 
from registration 


BRUNEI 
(BritTIsH 
HonpDurRAS) 

CHILE 


COLOMBIA 


Costa RICA 


CuBA 


Curacao 
DoMINICAN 
REPUBLIC 


ECUADOR 


GRENADA 
GUATEMALA 


GUIANA, BRITISH 


2 months from 
publication 


30 days from 
last publication 
30 days from 
publication 


2 months from 
last publication 
2 months from 
last publication 


No provision 
No provision 


During period 
of publication 
No provisions 
40 days from 
first publication 


Within one month 


from publication 


Same 


Same 


30 days from 
publication 
provided 
opposer 
shows 3 
years prior 
public use 
None 


None 
(Inter- 
American 
Convention) 
Same 
Same 


None 


Same 
Same 


Same 


date 
7 years from 
registration date 


2 years from 
registration date 
3 years from 
registration date 


3 years from 
registration date 
4 years from 
registration date 


9 months after 
publication 
Any time 


5 years from 
registration date 
No provisions 
Any time 


7 years from 
registration date 


None 
None 
(Inter- 
American 
Convention) 
Same’ 

3 years 


None 


Same 
Same 


Same 


* Prospective opposers ought to consult immediately their trademark attorneys. 
** “Registrant” here also includes person who has bona fide application on file. 
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Country 
HAITI 


HONDURAS 


JAMAICA 


LEEWARD ISLANDS 
(four presidencies) 
(a) ANTIGUA 
(b) St. Curisto- 
PHER-NEVIS- 
ANGUILLA 
(c) MONTSERRAT 
(d) Tue BritisH 
VIRGIN 
ISLANDS 
MEXxIco 


NICARAGUA 


PANAMA 


PARAGUAY 


Puerto Rico 
St. Lucta 


St. VINCENT 
SALVADOR 


SURINAM 
(DutTcH) 


TRINIDAD 


URUGUAY 


VENEZUELA 


VIRGIN ISLANDS 
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Opposition 
By Prior 
Registrant* 


By Prior 
User 


2 months from Same 
publication date 

15 days after 
publication 

1 month from 
publication or 
longer if 
Registrar allows 

1 month after pub- 
lication but up to 
3 months if exten- 
sion approved by 
Registrars 


Same 


Same 


Only on invitation None 
by Patent Office 
During period of 
publication 
Within three 
months of 
publication 
During 30 day 
period while 
application is 
published three 
consecutive times 
40 days from 

date of publication 


Same 


Same 


None 


None 
(Inter- 
American 
Convention) 
30 days after last Same 
date of publication 

3 months from 
publication 

No provision 

90 days from 
third publication 
No provision 


Same 


Same 
None 


Same 
3 months from Same 
publication 
Within 20 days 
of last publication 


Same 


Within 30 working Same 
days of publication 


No provision Same 


Cancellation 
By Prior 


By Prior 
Registrant* 


User 


5 years from Same 
registration date 
Any time Same 
7 years from Same 


registration date 


5 years from 
registration date 


3 years from 
publication 
Any time 


Any time 


Any time if regis- 
tration obtained 
in contravention 
of law 


None 
(Inter- 
American 
Convention) 
Same 


Any time if regis- 
tration obtained 
in contravention 
of law 

Any time 

7 years from Same 
registration 

No provision 
Within five years 
from registration 

9 months after 
publication 

7 years from 
registration 
Within 2 years 
from registration 
date 

Within 2 years 

of registration date 
No provision 


Same 
None 


Same 


Same 
Same 


Same 


Same 


* “Registrant” here also includes person who has bona fide application on file. 
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TRADEMARK OPPOSITIONS IN THE FAR EAST, ASIA, 
NEAR EAST AND AFRICA 


By Eric Waters* 


As in the United States many foreign countries make provi- 
sions by which trademarks filed in such countries may be opposed. 
The object of the opposition is generally to prevent the issuance 
of a registration for a trademark which is likely to be confusable 
with and possibly cause damage to the trademark rights of some- 
one else. For the purpose of this discussion the “someone else” 
will be considered to be the American owner of a trademark 
whether they be an individual, corporation or otherwise, and my 
area of discussion is limited to the countries of Asia, the Near 
East and Africa. It is a brief general resume of the situation and 
does not purport to be a thorough discussion of the subject. 

The provisions for who may oppose and on what basis op- 
positions may be filed vary from country to country. In many 
countries the general principles of common law and unfair com- 
petition form the basis for opposition, while in a few countries 
only the prior owner of a registered mark may oppose. Essentially 
the countries are divided into two general groups. In one group 
are the countries in which only the first registrant or application 
can oppose. This does not apply in any of the countries within the 
geographical area covered in my paper with the possible exception 
of Lybia. The second group of countries is that in which gener- 
ally the first one to use the mark in the country can oppose the 
application by another for the same or similar mark. This applies 
to each one of those in the area which I have under discussion. 
However, reliance should not be put upon first use unless it is 
absolutely necessary. In most of these countries the general basis 
for opposition can follow the British Act and the grounds. for 
opposition, while not specifically defined, generally include the 
following: 


1. That the mark is not one which can be distinctive of the 
goods of the applicant. 


2. That the mark is not a registrable mark within the meaning 
of the Act. 


* Senior partner, Haseltine, Lake & Co., New York; member of International 
Committee of U.S.T.A, 
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3. That the mark bears a deceptive or confusing resemblance 
to a mark used or registered or applied for by the opponent. 


4. That the applicant is not entitled to claim to be the pro- 
prietor of the mark. 


5. That the use of the mark applied for would cause confusion 
contrary to law or would be otherwise disentitled to protection in a 
Court of Justice. 


6. That the mark applied for is not distinctive of the appli- 
cant’s goods but is merely descriptive of the character or quality 
of the goods to which it is applied. 


7. That the mark is one which is common to the trade. 


The owner of a trademark in one class can successfully oppose 
the owner of a trademark in another class if there is the pos- 
sibility of confusion between the goods. There are other grounds 
depending upon the circumstances in a particular case and in some 
countries there are particular grounds not available in others. 

For example, in Hong Kong under Section 23 the Registrar 
has the power to refuse to register any trademark if it is proved 
by the person opposing the application for registration that such 
mark is identical with or so nearly resembles as to be calculated 
to deceive or cause confusion with a trademark already registered 
in respect of the same goods or description of goods in a country 
or place from which such goods originate providing (1) that the 
applicant does not show that he continuously used the trademark 
applied for from a date anterior to the date of registration of an- 
other mark in such country or place of origin and (2) that the 
opponent gives an undertaking that he will apply for registration 
of his mark in Hong Kong within three months from the giving 
of the notice of opposition and will take all steps necessary to 
complete the registration. In view of this it is not necessary for an 
opponent to prove prior use in Hong Kong if he owns a registra- 
tion in his own country and providing such registration was not 
obtained after the applicant started using the mark in Hong Kong. 
The difficulty of applying this section is, however, in determining 
where the goods did originate. 

In Japan an opposition can only be reasonably successful if 
extensive use has been made and the trademark has become well- 
known. 

In Siam the Criminal Code was recently revised to make it an 
offense to imitate or counterfeit another trademark whether regis- 
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TRADEMARK OPPOSITIONS IN THE FAR EAST, ASIA, 
NEAR EAST AND AFRICA 


By Eric Waters* 


As in the United States many foreign countries make provi- 
sions by which trademarks filed in such countries may be opposed. 
The object of the opposition is generally to prevent the issuance 
of a registration for a trademark which is likely to be confusable 
with and possibly cause damage to the trademark rights of some- 
one else. For the purpose of this discussion the “someone else” 
will be considered to be the American owner of a trademark 
whether they be an individual, corporation or otherwise, and my 
area of discussion is limited to the countries of Asia, the Near 
East and Africa. It is a brief general resume of the situation and 
does not purport to be a thorough discussion of the subject. 

The provisions for who may oppose and on what basis op- 
positions may be filed vary from country to country. In many 
countries the general principles of common law and unfair com- 
petition form the basis for opposition, while in a few countries 
only the prior owner of a registered mark may oppose. Essentially 
the countries are divided into two general groups. In one group 
are the countries in which only the first registrant or application 
can oppose. This does not apply in any of the countries within the 
geographical area covered in my paper with the possible exception 
of Lybia. The second group of countries is that in which gener- 
ally the first one to use the mark in the country can oppose the 
application by another for the same or similar mark. This applies 
to each one of those in the area which I have under discussion. 
However, reliance should not be put upon first use unless it is 
absolutely necessary. In most of these countries the general basis 
for opposition ean follow the British Act and the grounds. for 
opposition, while not specifically defined, generally include the 
following: 


1. That the mark is not one which ean be distinctive of the 
goods of the applicant. 


2. That the mark is not a registrable mark within the meaning 
of the Act. 


* Senior partner, Haseltine, Lake & Co., New York; member of International 
Committee of U.S.T.A, 
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3. That the mark bears a deceptive or confusing resemblance 
to a mark used or registered or applied for by the opponent. 


4. That the applicant is not entitled to claim to be the pro- 
prietor of the mark. 


5. That the use of the mark applied for would cause confusion 
contrary to law or would be otherwise disentitled to protection in a 
Court of Justice. 


6. That the mark applied for is not distinctive of the appli- 
cant’s goods but is merely descriptive of the character or quality 
of the goods to which it is applied. 


7. That the mark is one which is common to the trade. 


The owner of a trademark in one class can successfully oppose 
the owner of a trademark in another class if there is the pos- 
sibility of confusion between the goods. There are other grounds 
depending upon the circumstances in a particular case and in some 
countries there are particular grounds not available in others. 

For example, in Hong Kong under Section 23 the Registrar 
has the power to refuse to register any trademark if it is proved 
by the person opposing the application for registration that such 
mark is identical with or so nearly resembles as to be calculated 
to deceive or cause confusion with a trademark already registered 
in respect of the same goods or description of goods in a country 
or place from which such goods originate providing (1) that the 
applicant does not show that he continuously used the trademark 
applied for from a date anterior to the date of registration of an- 
other mark in such country or place of origin and (2) that the 
opponent gives an undertaking that he will apply for registration 
of his mark in Hong Kong within three months from the giving 
of the notice of opposition and will take all steps necessary to 
complete the registration. In view of this it is not necessary for an 
opponent to prove prior use in Hong Kong if he owns a registra- 
tion in his own country and providing such registration was not 
obtained after the applicant started using the mark in Hong Kong. 
The difficulty of applying this section is, however, in determining 
where the goods did originate. 

In Japan an opposition can only be reasonably successful if 
extensive use has been made and the trademark has become well- 
known. 

In Siam the Criminal Code was recently revised to make it an 
offense to imitate or counterfeit another trademark whether regis- 
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tered in Thailand or abroad. It has been argued in an opposition 
that as the use of a foreign registered trademark by another here 
would be a criminal offense, to allow such person to register such 
mark in his own name would be contrary to public policy. No ruling 
has been made by the Registrar on this but we have used this 
argument to force an applicant to agree to assign or cancel his 
trademarks in spite of the fact that the client was unable to obtain 
evidence of his prior use. 

In Ghana where an opposition was filed against a similar mark 
used on the same goods, the mark being applied for by a local 
concern although information indicated that it should have been 
in the name of a Swiss company, the opposition was based upon a 
prior registration but where no use of the client’s mark had been 
made in Ghana. No decision was made as in the face of the opposi- 
tion the applicant withdrew, probably realizing that he was not a 
proper applicant. 

In the Philippines an application was filed for exactly the same 
mark but for totally unrelated goods—watches on the one hand 
and cosmetics on the other. Because the mark was a relatively 
well-known trademark supported by evidence that the mark had 
been registered in a large number of countries, the opposition was 
successful. 

In my view it is almost always desirable to file opposition even 
in cases where there does not seem to be any valid grounds for 
opposing, as by opposing you may be able on behalf of a client 
to force a settlement. The applicant, for example, may decide 
not to contest the opposition and abandon the application or he 
may limit his description of goods to such an extent that the goods 
eovered by his mark would no longer be confusable with the 
opponent’s. In certain countries opposition should be filed wher- 
ever possible—for example, particularly notable in this are Japan, 
India and Hong Kong which are centers for imitative competition. 
It is best to oppose in the applicant’s home country wherever this 
can possibly be done, thus to try to pinch off competition at its 
source. If this cannot be done, then oppositions could be filed in 
a number of countries to show the applicant that his use of an 
“infringing mark” would be limited to a small area in which case 
he may be amenable to settlement on reasonable terms. 

Two questions that are asked frequently are answered here 
briefly : 
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1. How should one become aware of similar trademarks filed 
in foreign countries? 


Many of the principal organizations in the international 
trademark practice such as my own receive the Official Gazettes 
from a number of foreign countries or receive lists of applications 
filed in a number of foreign countries. These are examined and our 
clients are notified of similar trademarks filed, giving them an 
opportunity to oppose. There is, however, an organization set up 
with headquarters in England which provides a watch service 
through its correspondents in more than 100 countries throughout 
the world and reports on similar trademarks being filed. In my 
view this is very worthwhile and at reasonable expense particu- 
larly with reference to important trademarks such as house marks. 
Sales organizations and distributors should also be alerted to watch 
for “infringing marks” in publications in the foreign countries. 


2. Should a trademark owner rely on common law rights to 
protect his trademark in foreign countries and as a basis 
for opposition against others? 


In my opinion the only economically safe way of protecting 
trademark rights is to register the same and wherever possible to 
back up such registration by actual use. Registration is prima facie 
evidence of ownership. It is always a good basis for opposition 
without the necessity of having to prove use which is sometimes 
difficult to do or at least annoying to the client or sales organization. 
Secondly it puts the burden upon the applicant himself to show 
that the mark is not similar to the prior registration. The registra- 
tion further permits you to file actions for infringement against 
a trademark and against a user of a trademark, not merely one 
who filed an application. Even in countries where common law 
rights are presumed to prevail the owner of an unregistered mark 
only has recourse to a passing off action where it is necessary for 
the client to definitely prove that the other party actually passed 
off his goods as those of the client which is very difficult to prove. 
The cost of opposition or any suit for cancellation or passing off 
or unfair competition more than outweighs the cost of registration 
in a number of countries. Hence I do not hesitate in saying that 
wherever a trademark is used it should be registered if at all 
possible. 
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SUMMARY OF TERMS FOR OPPOSITION 
AND CANCELLATION ACTIONS IN 
AUSTRALIA, ASIA AND AFRICA 


Country 
AUSTRALIA 
BAHREIN ISLANDS 
BASUTOLAND 
BECHUANALAND 
BELGIAN CONGO 
BRITISH SOMALILAND 
BRUNEI 
BuRMA 
CAMBODIA 
CEYLON 


DutTcH GUIANA 


Ecypt 

ERITREA 

ETHIOPIA 

FEDERATION OF MALAYA 


FEDERATION OF 
RHODESIA & 
NYASALAND 


Fiy1 ISLANDS 
FoRMOSA 
GHANA 
Honc Kone 
INDIA 


INDONESIA 


IRAN 


IRAQ 
ISRAEL 
JAMAICA 
JAPAN 


JORDAN 


Opposition 
By Registrant By User 


Within Three Months 
Not Available 
Not Available 
Not Available 
Not Available 
Not Available 

Within Two Months 
Not Available 
Not Available 

Within Two Months 
Not Available 


Within Three Months 
Not Available 
Not Available 

Within Two Months 


Within Two Months 
Within Three Months 
Within Six Months 
Within Three Months 
Within Two Months 
Within Four Months 
Not Available 


While Application is 
Pending 


Within Six Months 
Within Three Months 
Within One Month 
Within Two Months 
Within Three Months 


Within Three Years 


Cancellation 


By Registrant By User 


Within Seven Years 
Not Available 
Within Seven Years 
Within Seven Years 
At Any Time 
Within Seven Years 
Within Seven Years 
Not Available 
At Any Time 
Within Seven Years 


Within Nine Months 
summarily; at any 
time judicially 


Within Five Years 
Not Available 
Not Available 


Within Seven Years 


Within Seven Years 


Within Seven Years 


Within Seven Years 
Within Seven Years 
Within Seven Years 


Within Nine Months 
summarily; at any 
time judicially 


Within Three Years 


Within Five Years 
Within Five Years 
Within Seven Years 
Within Five Years 
Within Five Years 
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Not Available 
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Country 
KENYA 
KorEA (SOUTH) 
Laos 
LEBANON 
LIBERIA 
LIBYA 
Morocco 


NETHERLANDS 
West INDIES 


New ZEALAND 
NIGERIA 

NortH Borneo ( Brit.) 
PAKISTAN 
PHILIPPINES 
SARAWAK 

SAupDI ARABIA 

SIERRA LEONE 
SINGAPORE 

SoutH WEstT AFRICA 
SUDAN 

SYRIA 

TANGANYIKA 
THAILAND 

UGANDA 

UNION oF SouTH AFRICA 
VIETNAM (SOUTH) 


ZANZIBAR 


Opposition 
By Registrant By User 


Within Three Months 
Not Available 
Not Available 
Not Available 
Not Available 

Within Three Months 
Not Available 
Not Available 


Within Three Months 
Within Three Months 
Within Two Months 
Within Four Months 
Within Thirty Days 
Within Three Months 
Within Six Months 
Within Three Months 
Within Two Months 
Not Available 
Within Six Months 
Not Available 
Within One Month 
Within Three Months 
Within Sixty Days 
Within Two Months 
Not Available 
Within Three Months 





At Any Time 


At Any Time 


At Any Time 
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Cancellation 
By Registrant 


Within Seven Years 
Within Five Years 
At Any Time 


At Any Time 
Within Five Years 


Within Nine Months 
summarily; at any 
time judicially 


Within Seven Years 
Within Seven Years 
Within Seven Years 
Within Seven Years 
At Any Time 
At Any Time 
Within Five 


Within Seven Years 


Years 


Within Seven Years 
Within Six Months 
Within Five Years 
Within Seven Years 
At Any Time 
Within Seven Years 
Within Seven Years 
At Any Time 


Within Seven Years 


By User 


565 


Within Five Years 


Within Five Years 


Within Five Years 
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PATENT OFFICE 


Trademark Statistics 


pS ee enenennnnnecee 


Registrations issued 
Principal Register ....................... 
Supplemental Register ................ 
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Cumulative 
January-April 


1958 


7,907 


4,286 
273 


4,599 


ia a ae 
See. 12(c), publications -.........0..22........ 
Sec. 8, affidavits filed ............................ 
Sec. 8, cancellations -....................---00-- 


Cancellations, other -.....0.....22202......222-0-- 


* Not available. 


955 
125 
4,127 
1,673 
71 


1957 


7,090 





0,460 
342 





5,802 


1,100 

268 
4,377 
2,624 


* 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Opposition Proceedings 


The following are holdings of the Registrar of Trade Marks 
in opposition proceedings: 


(a) 


(b) 


(c) 


MAGIC SLATE applied for in respect of toy and amusement 
apparatus for temporarily receiving written impressions, 
was opposed on two grounds: (1) that the applicant is 
not the person entitled to registration because of prior 
use in Canada of the trademark by persons other than the 
applicant and (2) the trademark is not registrable because 
it is descriptive. The Registrar dismissed the first ground 
of objection because the Canadian Trade Marks Act pro- 
vides that the only one who can raise that objection is the 
prior user himself. The Registrar dismissed the second 
objection holding that the mark is not clearly descriptive 
or deceptively misdescriptive. 


DATE MATES applied for in respect of shoes, was opposed 
by the owner of the trademark patesook registered in re- 
spect of shoes for women and children made of leather, 
fabric and combinations thereof. The Registrar upheld 
the opposition and decided that pare MaTEs and DATEBOOK 
are confusingly similar, paTEBooKk being the only regis- 
tered trademark containing the word pate as applied to 
shoes. 


ETHOPHYLLINE applied for in respect of pharmaceutical 
preparations was opposed by the owner of ETAPHYLLINE 
registered in respect of the same goods. The applicant 
had used its mark in Canada since 1942 and the opponents 
had used its mark in Canada since 1950. However, the 
opponent’s registration could not be attacked by the ap- 
plicant before the Registrar (expungement proceedings 
must go before the Exchequer Court) and in view of the 
existence of the ETAPHYLLINE registration, the Registrar 
held that ETHOPHYLLINE was not entitled to registration. 


HAMIL applied for in respect of jewelry and watches was 
opposed by the owner of the trademark HAMILTON regis- 
tered in respect of watches and watch movements. After 
considering the evidence and the arguments of the attor- 
neys for both sides, the Registrar held that Hamm and 
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HAMILTON are confusingly similar and refused the HamIL 
application. 

(e) RAVERON applied for in respect of pharmaceutical prepara- 
tions, was opposed by the owner of the registered marks 
REVLON, RAVEN RED and EvERON. The Registrar held that 
RAVERON is not confusingly similar to the three registered 
marks and dismissed the opposition. 


28 Canadian Patent Reporter 140-147 (Section II). 


Germany (Federal Republic) 


Confusing Similarity 


An application for panto was opposed on the basis of the 
prior registered mark paNToPpHYLL. The opposition was rejected 
by the Examiner on the basis that the Register contained several 
other marks composed of the element panto followed by a non- 
distinctive suffix. 

The Senate of Appeals reversed the Examiner, holding that 
the co-existence of a series of marks beginning with panto on the 
Register, or even in actual use, did not eliminate the danger of the 
consumer forming in his mind a connection between the trademark 
PANTO and any one of the marks beginning with panto, including 
PANTOPHYLL. 

Decision of Appeals Senate 2B—Case K 5080/26e Wz dated 
July 22, 1957. 


Liability for Costs in Capricious Appeal 


An application for LINosoL was opposed by the owners of a 
prior registration on tino. In rejecting the opposition, the Ex- 
aminer called attention to registration on LINOCEL, LINOLITT and 
LINozON, all of which were prior to LINo, and said: 


“It is a well-known principle that a registrant cannot demand 
of new marks that they keep a greater distance from his mark 
than he himself has kept from marks prior to his.” 


The Senate of Appeals upheld the Examiner and imposed lia- 
bility for costs on the appellants. It was stated that they were or 
should have been aware of the hopelessness of their case. 

Decision of Appeals Senate 2a—Case N 3011/13 Wz dated 
January 1958. 
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Germany (East) 


Pharmaceutical Reserve Marks 


The owners of a 1933 registration of conoprin brought an 
action to cancel a registration of Novoprin before the Cancellation 
Section of the East German Patent Office. In rejecting the action, 
the Patent Office held that, in the case of pharmaceutical prepara- 
tions such as NovopRIN which were available only on prescription, 
relatively small differences between trademarks are sufficient to 
eliminate the possibility of confusion. It was held, furthermore, 
that, while it was in the nature of the pharmaceutical industry that 
a mark should be registered long before it was possible to begin its 
active exploitation, the need for reserve marks could not be used to 
justify undue restriction of free competition. A mark like conoprin, 
which has been registered for twenty-four years without ever hav- 
ing been used, has therefore “virtually lost its claim to protection.” 

The decision is noteworthy because it indicates that Kast 
German practice differs from West German practice in recognizing 
the principle that trademarks used on prescription drugs need not 
preserve as large a distance from prior marks as those used on 
non-prescription drugs; while agreeing with West German practice 
in moving towards a kind of user requirement in evaluating the 
scope of protection of reserve marks. 

Decision of the Cancellation Section of the East German 
Patent Office dated August 19, 1957. 


Iceland 


Confusing Similarity of Combination Marks 


The Supreme Court of Iceland has affirmed a lower court deci- 
sion finding confusing similarity between two trademarks, each 
consisting of words superimposed on a device, despite the absence 
of any similarity between the distinctive words. 

Plaintiffs’ registered trademark consisted of a representation 
of a blue circular box top, with the words nrvea creme, followed by 
German words of a non-trademark character, appearing thereon 
within a narrow white circle. Defendants’ registration, granted 
two weeks after plaintiffs’, consisted of a solid blue circle and 
appearing thereon, within a narrow white circle, a stylized repre- 
sentation of a shining sun and the words rosou creme, followed by 
Icelandic words of a non-trademark character. Both marks were 
registered in respect of “skin care preparations.” 
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The lower court’s decision, which the Supreme Court subse- 
quently approved in its entirety, granted plaintiffs’ request for 
‘ancellation of defendants’ registration and for an injunction pro- 
hibiting defendants’ use of the mark. In reaching its decision, the 
court conceded that there was no similarity between the distinctive 
word marks nivEa and rosot, but held that the marks in their 
entirety were confusingly similar. 

Decision of the Supreme Court dated November 13, 1957. 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 


American Stores Co. 

The Private-Brand Challenge. (Modern Packaging, v. 31, no. 7, March 1958, 
pp. 125-129.) 

Argyle, Robert. 

Media Used in Selling and Invisible Product. (Media/Scope, v. 2, no. 5, May 
1958, pp. 42-43.) 

How Dow Corning Corporation sells SYL-MER, silicone water-repellent finish for 
fabries. 
Canada. 

Marking of Imported Goods. (Canadian Patent Reporter, v. 28, part 4, February- 
March, 1958, pp. 134-136.) 

Cardinale, Joseph A. 

Anti-Trust Prosecution a Threat to U. 8S. Business Overseas. (Export Trade and 
Shipper, April 14, 1958, pp. 6-7, 23; April 21, 1958, pp. 14-15, 29.) 

Corporate Image: How to Alter Symbols to Win New Attention from Consumers. 
(Printers’ Ink, April 25, 1958, pp. 37, 40-41.) 

Discussion of new trademarks and designs for U. 8. Steel, Schaefer Brewing Co., 
Underwood Corp., and Associated Spring Corp. 

Diamond, Sidney A. 

Copyright Law Becomes even More Confused by Split Decisions in Jack Benny 
“Gaslight” Parody Case. (Advertising Agency Magazine, April 11, 1958, p. 24.) 
Diamond, Sidney A. 

Wyatt Earp Rides High in Federal Court as TV Film Producer Wins Exclusive 
Right to Commercialize Historical Character. (Advertising Agency Magazine, May 
9, 1958, pp. 27-28.) 

General Foods Corp., Institutional Products Division. 

Bright Face for Institutionals. (Modern Packaging, February 1958, pp. 106-107.) 
General Foods program for MAXWELL HOUSE coffee as put up for the restaurant 
trade. 

Mead, Johnston & Co. 

Mead Campaign Will Promote “Flame in Square” Trademark. (Drug Trade 
News, April 7, 1958, p. 11.) 

Pape, G. A. 

Defence of Invalidity in Trade Mark Infringement Proceedings. (Australian 
Law Journal, v. 31, no. 7, November 15, 1957, pp. 528-529.) 

Pillsbury Mills, Ine. 

The Marketing Strategy Behind Seven New Products. (Tide, April 11, 1958, pp. 
17-21.) 

Reynolds Metals Co. 

Mickey Mouse and Snow White Are Getting Retailers to Order More Reynolds 
Aluminum. (Printers’ Ink, March 21, 1958, pp. 68-69.) 

Schramm, Frederic B. 

Leases of Machinery and the Antitrust Laws. (Journal of the Patent Office 
Society, v. 60, nos. 2 and 3, February and March 1958, pp. 110-147, 196-216.) 
Swanson & Sons, C. A. 

New Color and Design Unite Swanson’s Packaged Foods. (Printers’ Ink, May 
2, 1958, pp. 54-55.) 

U. S. Patent Office. 

Annua! Report of the Commissioner of Patents. Fiscal Year 1957. Washington, 

Gov’t Printing Office, 1958. Pp. 21. Price per copy 15 cts. 





* Copies of these articles are available for reference in the Association’s library. 
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ALUMINUM FABRICATING COMPANY OF PITTSBURGH 
et al. v. SEASON-ALL WINDOW CORP. 


No. 105-186 —D. C., S. D. New York — November 22, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY OF GOODS 
Plaintiff, manufacturer of aluminum storm doors and windows, sues to restrain 
infringement of its trademark SEASON-ALL. Defendant claims registration is invalid 
because descriptive, and that plaintiff is barred by laches and estoppel. Evidence 
shows SEASON-ALL to be arbitrary when applied to aluminum doors and windows and 
is a valid registration. Claim that defendant Kantor originated term immaterial 
since he signed documents which claimed ownership in plaintiff. 
TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 1(a) 
TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 45 
Claim that no use was made of mark on the goods prior to application to 
register is unavailing since the mark SEASON-ALL was used in connection with 
displays, and the goods were subsequently shipped in commerce. Defendant’s claim 
that it is entitled to use the mark concurrently in its area fails under proof of 
defendant’s knowledge of plaintiff’s prior use. 
REMEDIES—INFRINGEMENT—ESTOPPEL AND LACHES 
Plaintiff’s delay in bringing suit is excusable because of lack of competition 
between the parties when plaintiff first learned of infringement. 





Action by Aluminum Fabricating Company of Pittsburgh and Season- 
All Sales Corp. v. Season-All Window Corp. for trademark infringement 
and unfair competition. Defendant counterclaims under 15 U.S.C. 1119 
and 1120. Judgment for plaintiffs. 


Armand E. Lackenbach (Burton Perlman, of counsel), of New York, N. Y., 
for plaintiffs. 

I. J. Ginsberg (Edward Halle, of counsel), of New York, N. Y., for defen- 
dant. . 


CASHIN, District Judge. 

This is an action by related Pennsylvania corporations against a New 
York corporation for trademark infringement, unfair competition, trade 
libel and apparently a prima facie tort. Jurisdiction is based upon the 
Trademark Laws of the United States (15 U.S.C.A. 1061 et seq.) and 
diversity of citizenship. The defendant interposed defenses of invalidity 
of the trademark registration, statute of limitations, laches, acquiescence, 
estoppel, concurrent user and counterclaimed for cancellation of the regis- 
tration (15 U.S.C.A. 1119), injunctive relief, and for an accounting for 
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profits because of plaintiffs’ use of the mark and for damages resulting 
to defendant from the fraudulent registration of the mark (15 U.S.C.A. 
1120). 


FINDINGS OF Fact 


1. Plaintiff, Aluminum Fabricating Company of Pittsburgh (here- 
after “Aluminum’’) is a corporation duly organized under the laws of the 
State of Pennsylvania, having been incorporated on November 8, 1947 for 
the purpose of engaging in the manufacture and sale of aluminum storm 
doors and aluminum storm windows. This corporation is the successor of 
an unincorporated group which, since sometime in 1946, had carried on 
the same business. 


2. Plaintiff, Season-All Sales Corp., was organized under the laws of 
the State of Pennsylvania on March 25, 1951. Season-All Sales Corp. is 
wholly owned by the shareholders of Aluminum and both corporations 
have common officers and boards of directors. 


3. Defendant, Season-All Window Corp. was organized as a New 
York corporation on November 3, 1948 also for the purpose of manufac- 
turing and selling aluminum storm doors and aluminum storm windows. 


4. On April 5, 1951, Aluminum applied for registration of the mark 
SEASON-ALL under the Lanham Act (Act of July 5, 1946), alleging first 
trademark use and first use in commerce on July 5, 1947. Registration 
#556,390 was issued on March 18, 1952. At the time of the application, 
neither Gorell, who executed the application on behalf of Aluminum, nor 
anyone else connected with Aluminum, had knowledge of the use of the 
notation SEASON-ALL to identify similar products by any other entity. 


5. Frank Gorell, presently President and a principal stockholder of 
both plaintiff corporations, was a member of the group which originated 
the business and which later became the “Aluminum” corporation. At the 
outset of the business, Gorell, in an individual capacity, was the distributor 
for Aluminum in the New York area, conducting his business principally 
in Westchester County from an office in New Rochelle, New York. Gorell 
later incorporated under his own name and continued the business. 


6. During the time that Frank Gorell, under his individual and cor- 
porate capacity, was the New York distributor for Aluminum he contracted 
with a Kaytrim Moulding Corporation for the installation of the products 
which were sold. Bertram L. Kantor, president of the defendant herein, 
was the President and principal of Kaytrim and was an officer of Frank 
Gorell Co. Ine. In November of 1947, Frank Gorell changed his residence 
to Pittsburgh and Bertram L. Kantor assumed active control of the opera- 
tion of Frank Gorell Co. Ine. 
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7. In October of 1948 the Gorell corporation ceased operations. In 
connection with such cessation, Kantor resigned from the office of Treasurer 
of the corporation; the outstanding contracts of the Gorell corporation 
were assigned to Kantor, individually, and assumed by him; “title to the 
office furniture and equipment” in the office of the Frank Gorell Co. Ine. 
was transferred to Kaytrim Moulding Corporation, and Kantor and Kay- 
trim Moulding Corporation gave general releases to Frank Gorell, indi- 
vidually, and Frank Gorell Co. Ine. 


8. When Frank Gorell moved to Pittsburgh in November of 1947 he 
became active in the management of Aluminum, and has continued to be 
so active. 


9. The mark SEASON-ALL, when used to identify aluminum storm doors 
and storm windows which may be utilized throughout the year is not 
merely descriptive but rather is arbitrary and fanciful. 


10. Aluminum, prior to its application for registration of the mark 
SEASON-ALL, utilized it in displays associated with the goods identified by 
the mark and the said goods were sold or transported in interstate com- 
merce. The initial interstate transportation of the goods with which the 
mark had been associated in displays was at least as early as the time 
certified to in the application for registration, namely, September 25, 1947. 
Displays utilizing the mark in connection with the goods were conducted 
at least as early as October 1947. 


11. Bertram L. Kantor was aware of use of the mark SEASON-ALL by 
Aluminum prior to his incorporation of the defendant corporation on 
November 3, 1948. 


12. Frank Gorell, in 1949, was aware of the use by the defendant 
of the mark SEASON-ALL in connection with goods not emanating from 
Aluminum. 


13. Plaintiffs first attempted to reenter the New York, New Jersey, 
Connecticut market in 1950 or 1951. 


14. While Aluminum protested defendant’s use of the name SEASON- 
ALL in 1952, no further steps were taken to prevent defendant’s use of the 
name until the institution of this action in November of 1955. 


15. Defendant’s first attempt to become active outside of the New 
York, New Jersey, Connecticut area occurred in May of 1955 when defen- 
dant advertised in a national magazine under the name SEASON-ALL. 


16. Defendant, since 1952, has ceased utilization of the term SEASON- 
ALL as a trademark, but continues to use it in its corporate name and in 
its advertising. 

17. The utilization of the notation SEASON-ALL in the defendant’s cor- 
porate name and in the advertising of defendant’s products is likely to 
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cause confusion between plaintiffs’ and defendant’s goods in the minds 
of the average purchaser. 


CONCLUSIONS OF LAW 


I. The trademark SEASON-ALL is a valid technical trademark owned 
by Aluminum. 


II. Defendant should be enjoined from further utilization of the 
name SEASON-ALL and in connection therewith should effect a change in its 
corporate name, and deliver up for destruction all infringing material in 
its possession or control. 


III. Plaintiffs’ Third and Fourth causes of action should be dismissed. 
IV. Defendant’s counterclaims should be dismissed. 
V. An accounting for damages and profits is denied. 


VI. Plaintiffs are awarded costs but attorneys’ fees are denied. 


The first question raised for consideration is whether the notation 
SEASON-ALL is capable of appropriation as a valid technical trademark. 
The resolution of this question turns on whether the notation is merely 
descriptive of the article to be identified or whether it is fanciful and 
arbitrary so as to be capable of identifying the goods with which it is asso- 
ciated as emanating from a particular source. It is true that the notation 
suggests a desirable result to be obtained by the purchase of the product 
being purveyed, i.e., the use of the product throughout all of the seasons 
of the year. The mere suggestion of such desirable result does not deprive 
the notation of the requisite fancifulness in the manner in which it is used. 
So, e.g., the notation STRONGHOLD for nails has been held a valid trademark 
when used in connection with nails, (Independent Nail & Packing Co. Inc. 
v. Stronghold Screw Products Inc. (7 Cir. 1953) 205 F.2d 921, 98 USPQ 
172, 44 TMR 46) and a’LURE as applied to brassieres has been held simi- 
larly valid. The Warner Brothers Company v. Jantzen, Inc. (SD NY 
1956), 150 F.Supp. 531, 112 USPQ 429 (47 TMR 607), aff’d (2 Cir. 1957) 
249 F.2d 353, 115 USPQ 258 (48 TMR 337), decided November 12, 1957. 
It would serve no purpose to cite numerous cases with similar holdings. 
Suffice it to say, paraphrasing the words of the Court in Independent Nail 
& Packing Co. Inc. v. Stronghold Screw Products Inc., 98 USPQ at 175 
(44 TMR at 50), supra, that— 


“Although the word [SEASON-ALL] is suggestive of one of the 
attributes of plaintiffs’ [storm doors and storm windows], it is not 
descriptive of [a storm door or a storm window], let alone that type 
[of storm door or storm window]. A person unaware of the partic- 
ular product or the manufacturer, upon seeing or hearing the name 
[SEASON-ALL] would find it virtually impossible to identify the product 
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to which it might have been applied. The label [SEASON-ALL] on a 
carton, with no other words to designate the contents, would never 
reveal that such contents were [storm doors or storm windows] of a 
particular type.” 


Since the notation in issue is not merely descriptive of the products 
of the plaintiffs and is, therefore, capable of identifying their source, it 
is capable of appropriation as a technical trademark. 

Since it has been determined the notation SEASON-ALL is capable of 
appropriation as a trademark, the next question is whether Aluminum so 
appropriated it and properly registered it. The arguments raised against 
its proper appropriation and registration are that the mark was originally 
coined by Bertram L. Kantor and that no valid trademark use was made 
of the mark prior to its registration. It is unnecessary to determine which 
of the conflicting claimants to the authorship of the name, Bertram L. 
Kantor or Clarence Garber, is, in fact, entitled to pride of authorship. 
Even if it were determined that Kantor originated the idea of identifying 
the products of Aluminum with the name SEASON-ALL, there can be no 
doubt, in the circumstances under which any such authorship might have 
occurred, that the coining of the term was for the benefit of Aluminum. 
Kantor, at the time, was in the business of installing products manufac- 
tured by Aluminum. He later was connected with displays in which the 
mark was used as Aluminum’s. He signed documents as an officer of Frank 
Gorell Co. Inc., which made it clear that the name was utilized by Alumi- 
num. The only conclusion that can be drawn from these facts is that 
Kantor, even if he had authored the term, nevertheless, had done so on 
behalf of Aluminum. 

Defendant argues that no trademark use of the notation was made 
prior to application for registration. It is true that the only proof of 
the affixation of the mark to the goods themselves, or their containers, 
prior to application for registration was the testimony of Frank Gorell, 
unsupported by any documentary evidence, and the application for regis- 
tration itself. It was conclusively shown, however, that the mark was used 
in connection with displays of Aluminum’s products. Defendant contends 
that the display use is not a valid trademark use since no sales resulted 
directly from such displays. Thus, defendant argues the display use is 
tantamount to advertising and thus not a trademark use in connection with 
goods as distinguished from services. 

The words of the Statute and the realities of business operations do 
not, however, support so strained a construction. A trademark is entitled 
to registration if used in commerce. (15 U.S.C.A. 1051.) It is used in 
ecommerce “on goods when it is placed in any manner on the goods or their 
containers or the displays associated therewith and the goods are sold or 
transported in commerce * * *.” (Emphasis supplied.) (15 U.S.C.A. 1127.) 
The use of the conjunction “and” implies that the display and sale need 
not be contemporaneous. In businesses such as the one involved herein, 
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the usual relationship between the seller and consumer entails not only a 
contract of sale but also of installation. Thus, the requirement argued for 
by defendant where the display is “so closely associated with sale of the 
goods that it indicates the origin of the goods as, for example, a counter 
display at a point of retail sale where the purchaser would purchase a 
product out of a box on which the trademark of the manufacturer was 
imprinted,” would be impossible in such a situation as here presented. 
Displays were presented for the purpose of inducing prospective customers 
to purchase plaintiffs’ goods. The notation SEASON-ALL was used in connec- 
tion therewith. Sales subsequently took place where the goods sold moved 
in commerce. This literal compliance with the statutory provisions is a 
valid trademark use and entitled the mark to registration. Direct proof 
that any sale was induced by the display is no more necessary than direct 
proof of inducement by an affixed mark would have been prior to the 
Lanham Act. While the interpretation is not necessarily adopted, it might 
be well to note that one commentator reads the Lanham Act to authorize 
registration of a mark even though goods in connection with which it is 
used are not sold at all but merely transported across state lines. (Com- 
mentary on the Lanham Trademark Act by Daphne Robert, 15 U.S.C.A. 
265, 268-269). 

A further argument raised by the defendant is that whatever rights 
existed in the trademark were assigned to it or to Bertram L. Kantor at 
the time Frank Gorell Co. Inc. ceased operations. Not only does the docu- 
mentary evidence submitted in support of an inference of such an assign- 
ment fail utterly to effect that result, but the fact that the trademark was 
owned not by Gorell, individually, or the Gorell corporation, but rather 
by plaintiff, Aluminum, renders impossible any such assignment. 

Defendant’s right to use the mark in its own area of operations con- 
eurrent with plaintiffs’ right to use the mark in other areas, recognized 
at common law (United Drug Company v. Theodore Rectanus Company, 
248 U.S. 90, 9 TMR 1; Hanover Star Milling Company v. Metcalf, 240 U.S. 
403, 6 TMR 149) and codified in the Lanham Act (15 U.S.C.A. 1051(a) (1) ; 
1067 ; 1115(b) (5)) cannot be recognized under the circumstances existing 
in this case. Both prior to and under the Lanham Act the party seeking 
to limit the registered owner’s rights must have adopted the mark prior 
to the publication of the registered mark and without knowledge of the 
registrant’s prior use. As has been previously indicated, Bertram L. 
Kantor well knew of Aluminum’s prior use of the mark. Thus, the defense 
of concurrent user is unavailable. 

Remaining only for consideration is whether the equitable defenses 
of acquiescence, estoppel and laches should bar the relief otherwise avail- 
able to plaintiffs because of the existence of technical trademark rights. 
A mere statement of the essential facts will indicate that the equities 
herein are all in favor of plaintiffs. Aluminum adopted and utilized the 
mark SEASON-ALL not only to the knowledge of the defendant’s principal 
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but with his personal participation. Although Aluminum discontinued 
operations in the New York area in October of 1948, it did not go out of 
business completely. It can hardly be doubted that Bertram L. Kantor 
knew that some business operations of Aluminum were to continue. He 
must similarly have been aware of the fact that, if those operations were 
successful, it would attempt at some future date to reenter the lucrative 
New York market. In adopting as a corporate name the mark previously 
utilized by Aluminum, defendant was taking a calculated risk that Alumi- 
num would not later reenter the New York market and compete. The aid 
of the court of equity should not be invoked on behalf of one who lost 
such a gamble. 

Even though it has been found that Frank Gorell knew of the use 
of the mark SEASON-ALL on goods not emanating from plaintiffs as early 
as 1949, this finding will not defeat plaintiffs’ right to injunctive relief. 
Plaintiffs’ delay in bringing suit is excusable because of lack of competi- 
tion between the parties at the time knowledge of infringement first came 
to Gorell. As a matter of fact, at least three District Court decisions have 
held that relief is not available under the Lanham Act against one who, as 
the defendant herein for most of the period of delay, was engaged in a 
local business, even though the local business might, to some extent, affect 
interstate commerce. Libby, McNeill & Libby v. Libby et al., (D.C. Mass. 
1952), 103 F.Supp. 968, 93 USPQ 358 (42 TMR 644); R. P. Hazzard Co. 
v. Emerson’s Shoes, Inc., et al. (D.C. Mass. 1950), 89 F.Sup. 211, 84 
USPQ 336 (40 TMR 228) ; Samson Crane Co. v. Union National Sales, Inc., 
et al. (D.C. Mass. 1949) 87 F.Supp. 218, 883 USPQ 507 (40 TMR 33), aff’d 
180 F.2d 896, 96 USPQ 454. To hold plaintiffs guilty of laches for failing 
to institute a suit which the courts have held would have been futile, 
would produce a ludicrous result. 

Plaintiffs were not competing with the defendant at the time within 
defendant’s area of operations. Therefore, there appears to be no need 
for an accounting. 

Plaintiffs introduced no substantial evidence in support of the Third 
and Fourth causes of action and so must be deemed to have abandoned 
them. Since damages are not being granted, the defense of the statute of 
limitations is not available. 


Settle decree. 
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AMERICAN LUGGAGE WORKS, INC. et all. v. 


UNITED STATES TRUNK CO., INC. et al. 

No. 57-159-W — D. C. Mass. — December 6, 1957 
REMEDIES—U NFAIR COMPETITION—BASIS OF RELIEF—PACKAGES AND CONFIGURATIONS 
REMEDIES—UNFAIR COMPETITION—SURVEYS 

Plaintiff seeks an injunction based on unfair competition by defendant in its use 
of a suitcase design similar to that used by plaintiff. Plaintiff claimed its suitcase 
design had acquired a secondary meaning, and offered the expert testimony of a 
designer and the results of a public poll which was directed solely to retail dealers. 
The persons conducting the survey testified regarding the reaction of the dealers 
when shown photographs of suitcases of the parties and a third party. Proof that 
the design had acquired secondary meaning with dealers does not prove secondary 
meaning with ultimate consumers, particularly where the photographs at times 
failed to show the label, and plaintiff’s proof fails on this issue. 

Survey fails in proving likelihood of confusion where confined to casual ob- 
servers and not prospective purchasers. Survey evidence is admissible to show 
state of mind of person interviewed as an exception to the hearsay rule. While 
survey shows evidence of secondary meaning among dealers, it is not persuasive, 
since such experts buy only after careful inspection. Therefore complaint will be 
dismissed. 


Action by American Luggage Works, Inc., et al. v. United States 
Trunk Co., Inc., et al. for unfair competition. Judgment for defendants. 


Richard L. Johnston, Lloyd C. Root, John 8. O’Brien, and Marzall, John- 
ston, Cook & Root, of Chicago, Illinois, and Herbert P. Kenway, of 
Boston, Massachusetts, for plaintiffs. 

Isador 8. Levin, of Fall River, Massachusetts, and Herbert B. Barlow, of 
Providence, Rhode Island, for defendants. 


WYZANSKI, District Judge. 

Defendant, United States Trunk Co., moved for judgment against 
plaintiff, American Luggage Works, Inc., at the close of plaintiff’s evidence 
on its cause of action alleging unfair competition. The issue turns to some 
extent on two questions; first, the admissibility and second, the persuasive- 
ness of experts’ testimony relating to a poll they designed and conducted 
to determine consumer attitudes. 

Stated liberally, plaintiff’s claim is that it has developed a design for 
suitcases; that this design has acquired a secondary meaning, so that the 
public associates the design with a particular source, to wit, the plaintiff; 
that defendant copied this design; and that customers are likely to be 
confused by defendant’s wares into purchasing them when they intend 
to purchase plaintiff’s products. To succeed plaintiff must establish, among 
other elements, that its suitcase design had acquired a secondary meaning 
and that defendant’s product would be likely to produce confusion. General 
Time Instr. Corp. v. United States Time Corp., 2nd Cir., 165 F.2d 853, 76 
USPQ 211 (38 TMR 172). Moreover, plaintiff’s burden is to show that 
this secondary meaning and this risk of confusion exist in the same poten- 
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tial market. This point is of special importance in this case since there 
is a wholesale market catering to retail dealers in luggage and a retail 
market catering to ultimate consumers. 

To meet its burden of proof, plaintiff offered the goods manufactured 
by the opposing parties, the testimony of a design expert who showed the 
marked resemblance of the goods, and the testimony of those who designed 
and conducted a poll of retail dealers of luggage. 

Without the poll, plaintiff clearly cannot prevail. For without the 
poll there is no evidence whatsoever that plaintiff’s design had acquired a 
secondary meaning in any market. This by itself would be a fatal flaw, 
Algren Watch Findings Co. v. Kalinsky, 2nd Cir., 197 F.2d 69, 72, 93 USPQ 
490, 492. Moreover, without the poll there is on the issue whether there 
was a likelihood of confusion between plaintiff’s and defendant’s products 
only the evidence of the appearance of plaintiff’s and defendant’s merchan- 
dise together with an analysis of that appearance by plaintiff’s design 
expert. 

Perhaps because they were not adequately instructed by counsel as 
to the precise scope of the issues in this litigation, the experts who laid the 
groundwork for the poll design a survey directed exclusively at indepen- 
dent retail dealers of luggage. In that “universe” as the statisticians call 
it, [see Note on “Public Opinion Surveys As Evidence: The Pollsters Go 
to Court” 66 Harv. L. Rev. 498, 499], the experts took a “sample” from 
the independent luggage dealers listed in the yellow classified telephone 
books for Manhattan County, New York and for Metropolitan Boston. 
For present purposes we may assume that the process of selection from 
the telephone books was fair and that the division of those selected among 
the three investigators was also fair. To those selected for the sample, the 
experts sent one of three investigators,—each of whom came to court pre- 
pared to testify. Each investigator would have testified that when he saw 
a retail dealer he had with him one but only one of these three photographs: 
one was a photograph of one of plaintiff’s bags; another, of one of defen- 
dant’s bags; and the last, of a third company’s bags. Showing the one 
photograph to the person polled, the investigator asked each selected retail 
dealer the following questions: 


1. Have you ever seen the luggage shown in this photograph? 
Yes No Don’t know 


2. Can you tell me what brand of luggage it is? 
Yes Brand of luggage ——- No—— 


3. If “no” on 2, from this list can you identify the brand name 
of this luggage? 
TRI TAPER 
SOCIALITE 
EMERALD 
HARTMANN 
SEYWAY 
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SAMSONITE 
Don’t know 
Other name 


4. What brands of luggage do you carry? 


When the investigators had completed the survey they reported their 
results to a Boston University professor. He tabulated and analyzed the 
results. He testified that of the 29 retailers shown the photograph of plain- 
tiff’s bag, 23 correctly identified it, 3 thought it was defendant’s bag, and 
3 made other errors. Of the 51 retailers shown defendant’s bag, 16 cor- 
rectly identified it, 15 thought it was plaintiff’s, and 20 made other errors. 
Of the 35 persons shown the third type of bag, 31 correctly identified it. 

In considering the admissibility of this survey, the first point is to 
note its limited relevance. Those who designed the survey apparently did 
not fully appreciate the legal consequences of the point that there were 
at issue in this case two markets,—one wherein retailers were customers 
and the other wherein ultimate consumers were customers. Of course, the 
fact that a dealer associates a particular design with a particular source 
does not tend to show that the same association is made by an ordinary 
consumer unfamiliar with the intricacies of the trade. Indeed one of the 
advantages men in a particular business have over the rest of us is that 
the former are experts in distinguishing the sources from which goods in 
that field come. The survey, having been limited to retailers, is inadmis- 
sible to show that in the market of ultimate consumers the plaintiff’s design 
had acquired a secondary meaning. There being no other evidence that 
plaintiff’s design had in the ultimate consumers’ market an established 
connotation, plaintiff has not borne its burden on that aspect of its case. 
This conclusion makes it unnecessary for this Court to decide whether 
plaintiff has borne its burden of proving that ultimate consumers are likely 
to be confused by the similarity of plaintiff’s and defendant’s bags. General 
Time Instr. Corp. v. United States Time Corp., 2nd Cir. 165 F.2d 853, 854- 
855, 76 USPQ 211, 212 (38 TMR 172). Lucien Lelong Inc. v. Lander Co., 
2nd Cir., 164 F.2d 395, 396, 75 USPQ 302 (38 TMR 57). 

So far as concerns the retail dealer market, the problem is more sophis- 
ticated. We must bear in mind that the result of the poll was offered for 
two purposes: to show both secondary meaning and likelihood of confusion. 
It is by no means clear that for these two problems it was appropriate to 
take the same universe, or to take the same sample. Nor is it clear that in 
this case the exclusions and inclusions were all defensible. By way of 
illustration, it may be noted that the universe included retail dealers who 
never carried plaintiff’s bags, or defendant’s bags, or any other type of 
plastic bag; it excluded those who sold luggage at retail in department 
stores and chains. Put another way, there were included retailed dealers 
whose likelihood of confusion was unimportant because they were not 
shown to be potential customers, and there were excluded a whole type 
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tial market. This point is of special importance in this case since there 
is a wholesale market catering to retail dealers in luggage and a retail 
market catering to ultimate consumers. 

To meet its burden of proof, plaintiff offered the goods manufactured 
by the opposing parties, the testimony of a design expert who showed the 
marked resemblance of the goods, and the testimony of those who designed 
and conducted a poll of retail dealers of luggage. 

Without the poll, plaintiff clearly cannot prevail. For without the 
poll there is no evidence whatsoever that plaintiff’s design had acquired a 
secondary meaning in any market. This by itself would be a fatal flaw, 
Algren Watch Findings Co. v. Kalinsky, 2nd Cir., 197 F.2d 69, 72, 93 USPQ 
490, 492. Moreover, without the poll there is on the issue whether there 
was a likelihood of confusion between plaintiff’s and defendant’s products 
only the evidence of the appearance of plaintiff’s and defendant’s merchan- 
dise together with an analysis of that appearance by plaintiff’s design 
expert. 

Perhaps because they were not adequately instructed by counsel as 
to the precise scope of the issues in this litigation, the experts who laid the 
groundwork for the poll design a survey directed exclusively at indepen- 
dent retail dealers of luggage. In that “universe” as the statisticians call 
it, [see Note on “Public Opinion Surveys As Evidence: The Pollsters Go 
to Court” 66 Harv. L. Rev. 498, 499], the experts took a “sample” from 
the independent luggage dealers listed in the yellow classified telephone 
books for Manhattan County, New York and for Metropolitan Boston. 
For present purposes we may assume that the process of selection from 
the telephone books was fair and that the division of those selected among 
the three investigators was also fair. To those selected for the sample, the 
experts sent one of three investigators,—each of whom came to court pre- 
pared to testify. Each investigator would have testified that when he saw 
a retail dealer he had with him one but only one of these three photographs: 
one was a photograph of one of plaintiff’s bags; another, of one of defen- 
dant’s bags; and the last, of a third company’s bags. Showing the one 
photograph to the person polled, the investigator asked each selected retail 
dealer the following questions: 


1. Have you ever seen the luggage shown in this photograph? 
Yes No Don’t know 


2. Can you tell me what brand of luggage it is? 
Yes Brand of luggage No—— 


3. If “no” on 2, from this list can you identify the brand name 
of this luggage? 


TRI TAPER 
SOCIALITE 
EMERALD 
HARTMANN 
SEYWAY 
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SAMSONITE 
Don’t know 
Other name 


4. What brands of luggage do you carry? 


When the investigators had completed the survey they reported their 
results to a Boston University professor. He tabulated and analyzed the 
results. He testified that of the 29 retailers shown the photograph of plain- 
tiff’s bag, 23 correctly identified it, 3 thought it was defendant’s bag, and 
3 made other errors. Of the 51 retailers shown defendant’s bag, 16 cor- 
rectly identified it, 15 thought it was plaintiff’s, and 20 made other errors. 
Of the 35 persons shown the third type of bag, 31 correctly identified it. 

In considering the admissibility of this survey, the first point is to 
note its limited relevance. Those who designed the survey apparently did 
not fully appreciate the legal consequences of the point that there were 
at issue in this case two markets,—one wherein retailers were customers 
and the other wherein ultimate consumers were customers. Of course, the 
fact that a dealer associates a particular design with a particular source 
does not tend to show that the same association is made by an ordinary 
consumer unfamiliar with the intricacies of the trade. Indeed one of the 
advantages men in a particular business have over the rest of us is that 
the former are experts in distinguishing the sources from which goods in 
that field come. The survey, having been limited to retailers, is inadmis- 
sible to show that in the market of ultimate consumers the plaintiff’s design 
had acquired a secondary meaning. There being no other evidence that 
plaintiff’s design had in the ultimate consumers’ market an established 
connotation, plaintiff has not borne its burden on that aspect of its case. 
This conclusion makes it unnecessary for this Court to decide whether 
plaintiff has borne its burden of proving that ultimate consumers are likely 
to be confused by the similarity of plaintiff’s and defendant’s bags. General 
Time Instr. Corp. v. United States Time Corp., 2nd Cir. 165 F.2d 853, 854- 
855, 76 USPQ 211, 212 (38 TMR 172). Lucien Lelong Inc. v. Lander Co., 
2nd Cir., 164 F.2d 395, 396, 75 USPQ 302 (38 TMR 57). 

So far as concerns the retail dealer market, the problem is more sophis- 
ticated. We must bear in mind that the result of the poll was offered for 
two purposes: to show both secondary meaning and likelihood of confusion. 
It is by no means clear that for these two problems it was appropriate to 
take the same universe, or to take the same sample. Nor is it clear that in 
this case the exclusions and inclusions were all defensible. By way of 
illustration, it may be noted that the universe included retail dealers who 
never carried plaintiff’s bags, or defendant’s bags, or any other type of 
plastic bag; it excluded those who sold luggage at retail in department 
stores and chains. Put another way, there were included retailed dealers 
whose likelihood of confusion was unimportant because they were not 
shown to be potential customers, and there were excluded a whole type 





582 THE TRADEMARK REPORTER Vol. 48 T. M.R. 


of potential customers who may do far more than a trivial percentage of 
the business in the Borough of Manhattan and in the Greater Boston com- 
munity. 

More serious than these objections, the survey was conducted by show- 
ing the interviewee not the bags themselves but photographs. The photo- 
graphs were not true representations of the bags. Two of them entirely 
failed and one of them partially failed to show the manufacturer’s name 
tags which are prominent in several places on the bags themselves. These 
distortions are fatal to the proffer of the evidence on the issue of confu- 
sion of retail dealers. For the fact that a retail dealer does not recognize 
an unlabeled bag is no indication that he would not recognize a labeled 
bag. 

Furthermore, another and most significant reason why the evidence 
of the poll is inadmissible on the issue of confusion is that under the 
substantive law the issue is not whether the goods would be confused by 
a casual observer, (trained or untrained, professional or lay), but the 
issue is whether the goods would be confused by a prospective purchaser 
at the time he considered making the purchase. If the interviewee is not 
in a buying mood but is just in a friendly mood answering a pollster, his 
degree of attention is quite different from what it would be had he his 
wallet in his hand. Many men do not take the same trouble to avoid con- 
fusion when they are responding to sociological investigators as when they 
spend their cash. 

There remains the question of the admissibility and value of the 
results of the poll when offered to show that the design of plaintiff’s bag 
has a secondary meaning among retail dealers. The investigators who 
conducted the poll are available to testify that a number of persons when 
shown plaintiff’s bag did identify it as coming from plaintiff. But defen- 
dant has argued that the testimony that they are prepared to give, and 
the tabulations derived therefrom, are excludable under the hearsay rule. 

It is, of course, clear that the testimony of the investigators as to 
what interviewee said is offered to show not the truth of what the inter- 
viewees said but to show their state of mind. Some authorities have, there- 
fore, concluded that the testimony is not hearsay. United States v. 88 Cases, 
More or Less, 3rd Cir., 187 F.2d 967; 6 Wigmore, Evidence (3rd ed.) 
§ 1776; Note 66 Harv. L. Rev. 498, 501, 503, note 34. Others, however, 
have noted that the proffered evidence has some of the dangers of hearsay. 
See Note 66 Harv. L. Rev. 498, 501-502; Morgan, Hearsay Dangers and 
the Application of the Hearsay Concept, 62 Harv. L. Rev. 177, 185, 202- 
203, 206; McCormick, The Borderland of Hearsay, 39 Yale L.J. 489, 491. 
So long as the interviewees are not cross-examined, there is no testing of 
their sincerity, narrative ability, perception, and memory. There is no 
showing whether they were influenced by leading questions, the environ- 
ment in which questions were asked, or the personality of the investigator. 
But where a court is persuaded that in a particular case all these risks 
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have been minimized, that the answers given by the interviewees are, 
on the whole, likely to be reliable indicia of their states of mind, that the 
absence of cross-examination is not prejudicial, and that other ways of 
getting evidence on the same point are either impractical or burdensome, 
the testimony should be admitted. See Note 66 Harv. L. Rev. 498, 503. In 
this case these conditions have been met. Accordingly, the hearsay objec- 
tion is overruled and the testimony of the results of the poll is admitted 
to show whether retail dealers recognized plaintiff as the source of plain- 
tiff’s design for suitcases. 

The testimony is not only admissible but is to some degree persuasive 
on the issue that the plaintiff’s design has acquired among dealers a secon- 
dary meaning. Of course, it is not exceptionally persuasive because there 
is no evidence as to what fraction of the dealer market does make that 
identification. Only 29 persons were asked about plaintiff’s bag and those 
29 not only were a small sample but were selected from a universe designed 
by experts inadequately informed of the problem and hence arbitrarily 
making exclusions and inclusions. 

This, then, is the situation: there is some evidence that retail dealers 
do associate plaintiff’s design for a suitcase with plaintiff, but the only 
evidence that retail dealers are likely to be confused by defendant’s product 
consists first of the very bags manufactured by the parties and second of 
the testimony of plaintiff’s design expert. This evidence of likelihood of 
confusion on the part of dealers is far from persuasive. Dealers would 
never be misled by the general design of defendant’s bag. They would look 
at the manufacturer’s label on the bag. They would buy only after detailed 
talk with a manufacturer’s salesman or careful inspection of a manufac- 
turer’s catalog or both. Presumably they would execute with a particular 
manufacturer a written contract specifying in minute detail not one but 
many bags, each of a particular type. Under such conditions the risks of 
confusion as to source of goods are so small as to be virtually non-existent. 
It follows that plaintiff has failed to bear its burden of proof on the unfair 
competition case and judgment on that count of the complaint 57-159 must 
be entered for defendant. 

It may be helpful for this Court to make certain additional observations 
for guidance in future cases. In every case where the results of a poll or 
similar survey are offered, there arise as preliminary problems the pro- 
priety of the universe, the choice of the sample, the qualifications of the 
experts and investigators, the manner of interviewing, the questions asked 
by the investigators, and the scope of freedom of the interviewee to frame 
an answer in his own terms. Ordinarily if the parties have not agreed 
between themselves as to these matters, it would be desirable to have them 
discussed at a pre-trial hearing at which the Court can enter appropriate 
orders. An adversary party, of course, has the right to object to the form, 
manner, and content of questions put by interrogators to interviewees; and 
it would usually be more convenient and economical to have the Court 
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rule on such objections before the poll is taken rather than at the full trial. 
Had this procedure been followed in the case at bar there would have been 
a considerable saving of money and time, and perhaps plaintiff could have 
filled gaps in its proof. 





S. A. HIRSH MANUFACTURING COMPANY v. 
LOUIS CHILDS, doing business as CHILDS 
EQUIPMENT COMPANY et al. 


No. 13924 —D. C., W. D. Pennsylvania — December 27, 1957 


REMEDIES—UNFAIR COMPETITION—BaSIS OF RELIEF—IN GENERAL 
Courts—CostTs 
Action for copyright infringement and unfair competition in which the court 

made a partial judgment for plaintiff and denied defendant’s counterclaim. De- 
fendant moves to modify judgment with regard to the affixing of the labels on the 
goods pursuant to the order of the court, and for the modification of the awarding 
of costs to plaintiff. While plaintiff did not prevail in all respects judgment was 
entered in his favor and, therefore, as the prevailing party it is entitled to recover 
its costs notwithstanding that its copyright action was unsuccessful. 


Action by 8. A. Hirsh Manufacturing Company v. Louis Childs, doing 
business as Childs Equipment Company and Lou Childs for unfair compe- 
tition. Judgment for plaintiff at 47 TMR 831. Defendant moves to modify 
judgment. Motion granted in part and denied in part. 


Karl B. Lutz, of Pittsburgh, Pennsylvania, and Watson D. Harbaugh, of 
Chicago, Illinois, for plaintiff. 

William H. Parmelee, Elmer S. Utzler, and Marcus Susman, of Pittsburgh, 
Pennsylvania, for defendant. 


McILVAINE, District Judge. 

After judgment was entered in this case, the defendant filed a motion 
for modification of the order for judgment. Argument was held on this 
motion and it was understood at the time of argument that the require- 
ments of the order calling for a label to be secured by waterproof glue 
would be amended so as to permit other adequate adhesive to prevent 
accidental removal. It was also agreed that the order was to be amended 
in respect to the shelving and uprights to which said labels would be 
applied. Such a proposed amended order has been submitted by defen- 
dant’s counsel to the Court with the consent of the plaintiff’s counsel. 


The other matter which was argued was the Court’s allowance of costs. 
The awarding of costs is governed by Rule 54(d) of the Federal Rules of 
Civil Procedure, which rule provides that costs shall be allowed as of 
course to the prevailing party unless the Court otherwise directs except 
when express provision, therefor, is made by statute. The plaintiff here 
made two claims, one for copyright infringement and one for unfair com- 
petition. 
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The defendant asserted a counterclaim. 

This Court found for the plaintiff, but not on all of its claims. It 
found that the defendant had committed unfair trade practices for which 
the plaintiff was entitled to relief; however, it found that the defendant 
was not guilty of any copyright infringement. However, it was found that 
the defendant did not prevail in its counterclaim and found against the 
defendant on this issue. Had this suit been based strictly on the copyright 
issue, the defendant would have been the prevailing party; however, the 
suit was based on more than this one issue. The question then for deter- 
mination by the Court and on which the Court based its allowance of the 
costs was who was the prevailing party. There have been many cases 
written on the allowance of costs and most of them peculiar to their own 
circumstance. A few of these have been cited to the Court. The simplest 
definition that we have found is that: 


“The prevailing party is the one in whose favor judgment is 
entered, and he need not have recovered his entire claim.” Vol. 10, 
Cyclopedia of Federal Procedure, § 38.05, p. 351 (8rd Ed.). See also 
6 Moore’s Federal Practice § 54.70 [4]. 


Very simply, the plaintiff here had judgment entered in its favor. It did 
not recover its entire claim. It is the prevailing party and is entitled to 
recover its costs, notwithstanding the fact that in its copyright action 
it was unsuccessful. 

Defendant’s primary objection to the levying of the costs against him 
is plaintiff’s assertion of what costs it seeks to recover. Whether all its 
claims may be legally taxable or not is not before the Court at this time. 
Therefore, we do not express any opinion as to which costs that the plain- 
tiff incurred may be legally taxed and recovered. 


ORDER 


And now, to wit, this 27 day of December, 1957, it is Ordered and 
Directed that defendant’s Motion for Modification of the Order of Court, 
entered May 2, 1957, is granted to the following extent: 


“The second part of the Order heretofore entered is changed to 
read as follows: 

It is further Ordered and Directed that the Defendant Louis 
Childs place a label of a size at least 1” x 2” carrying the name CHILDS 
in prominent type, and secured by waterproof or other good quality 
glue adequate to preclude peeling or self-detachment to the following 
items which are made by or for Childs: 


(a) All shelving uprights. 
(b) All parts for uprights sold separately. 


It is required that the labels be affixed in such manner as to be 
retained on the products so marked throughout expected periods of 
storage and handling until such parts reach the hands of the ultimate 
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purchaser, but the same need not be so permanently affixed that the 
parts be marred or the paint thereon mutilated when the purchaser 
to whom they are sold erects them in the premises in which they are 
to be used.” 


In all other respects the motion is denied. 





CIRCUS FOODS, INC. v. WATSON, Com'r of Patents et al. 
No. 13830—C. A., D. C.—January 8, 1958 


CouRTS—APPELLATE PROCEDURE 
COURTS—PLEADING AND PRACTICE 
Applicant for registration in former opposition proceeding in which opposition 

was dismissed but registration denied by Patent Office sued Commissioner in District 
Court for review, but action was dismissed by District Court for lack of jurisdiction. 
On appeal, it appearing that no review of the Commissioner’s denial of registration 
was had within the appeal period, the complaint is moot, and since another suit 
is pending in the District Court directly challenging the action of the Patent Office 
that court should not be influenced by dicta statements of Commissioner. 


Action by Circus Foods, Inc. vy. Robert C. Watson, Commissioner of 
Patents, Frank Herfort Canning Co., Inc. and Circus Fruit Corporation 
under 35 U.S.C.; trademark application, Serial No. 611,179 filed March 12, 
1951. Plaintiff appeals from District Court for District of Columbia from 
judgment dismissing complaint. Judgment vacated with directions to 
dismiss complaint as moot. 

See also 46 TMR 1567, 47 TMR 83. 


Henry Gifford Hardy, of San Francisco, California, and William E. Rollow 
and Noble McCartney, of Washington, D. C., for appellant. 
Clarence W. Moore, for appellees. 


Before FAHY, WASHINGTON, and BurGER, Circuit Judges. 


PER CURIAM. 

Whereas, the complaint herein seeks review of the dismissal by appellee 
Watson, Commissioner of Patents, of appellant’s opposition to an applica- 
tion (T.M. Serial No. 611,179) for registration of a trademark by appellee 
Circus Fruit Corporation ; and 

Whereas, it appears that registration of said trademark was denied 
by appellee Watson, and, no review of such denial having been sought 
within the time allowed therefor, the denial has become final; and 

Whereas, by reason of the foregoing it appears to the court that the 
complaint herein is moot ;? and 


1. See Dunlap § Co. v. Bettmann-Dunlap Co., 57 App. D.C. 351, 23 F.2d 772 
(1927) (18 TMR 46); Frigidaire Corp. v. Nitterhouse Bros., 63 F.2d 123, 16 USPQ 
372 (C.C.P.A. 1933) (23 TMR 163); Frankfort Distilleries, Inc. vy. Dextora Co., 103 
F.2d 924, 41 USPQ 664 (C.C.P.A. 1939) (29 TMR 329); Pabst-Ett Corp. v. Dr. W. J. 
Ross Co., 120 F.2d 390, 49 USPQ 649 (C.C.P.A. 1941) (31 TMR 338); The Pep Boys 
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Whereas, the statements by appellee Watson of which appellant com- 
plains? appear to the Court to be dicta, unnecessary to appellee’s decision 
and of no binding effect ; and 

Whereas, another suit is now pending in the District Court (C.A. 
4099-56) in which the decision of the Patent Office denying the application 
of appellant Circus Foods, Inc., for registration of a trademark, it is 
directly challenged, and this court considers that said suit can and should 
be adjudicated without reliance on or prejudice from the statements above 
mentioned ; 

Now, therefore, it is ordered by the Court that this cause be, and it is 
hereby, remanded to the District Court, with directions to vacate the order 
of dismissal and to dismiss the complaint as moot. 





CITY MESSENGER OF HOLLYWOOD, INC., doing business 
as CITY MESSENGER AIR EXPRESS v. CITY BONDED 
MESSENGER SERVICE, INC. et al. 


No. 12046—C.A. 7 — January 9, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
CourRTS—J URISDICTION 
Court follows ruling that Lanham Act does not create independent ground for 
federal jurisdiction, nor sanction claim for damages for unfair competition in 
United States between American citizens; claims under facts of case are governed 
by state law. 
CourTs—CostTs 
REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—ACCOUNTING 
There is no basis under Illinois law for assessment of treble damages or pay- 
ment of attorneys’ fees based on unfair competition claims. If finding of unfair 
competition is made, it does not necessarily follow that prevailing party is entitled 
to monetary award or accounting of profits; injunction may suffice. 


Action by City Messenger of Hollywood, Inc., doing business as City 
Messenger Air Express v. City Bonded Messenger Service, Inc., by change 
of name from City Bonded Messenger and Trucking Service Inc., City 
Bonded Trucking Company, Inc., The Illinois Bell Telephone Company, 
and The Reuben H. Donnelley Corporation for unfair competition. Defen- 
dants counterclaim for unfair competition, fraud, trademark infringement, 
and breach of contract. Plaintiff appeals from District Court for Northern 


v. Fisher Bros. Co., 94 F.2d 204, 36 USPQ 262 (C.C.P.A. 1938) (28 TMR 91); Misha- 
waka Rubber Co. v. Bradstone Rubber Co., 109 F.2d 219, 44 USPQ 371 (C.C.P.A. 1940) 
(30 TMR 155); Baxter Laboratories, Inc. v. Don Baxter, Inc., 186 F.2d 511, 88 USPQ 
287 (C.C.P.A. 1951) (41 TMR 234); Hat Corp. of America v. John B. Stetson Co., 223 
F.2d 485, 106 USPQ 200 (C.C.P.A. 1955) (45 TMR 1343). 

2. Namely, the statements in 110 USPQ 501 at 502 (46 TMR 1567) that as to 
registrations No. 260,343 and No. 360,756, “Circus Foods has abandoned such rights as 
it may have acquired in the mark(s) and registration(s)”, and as to registration No. 
424.245, since it was “ * * * obtained as a result of a conspiracy * * * Circus Foods may 
not rely on such registration for any purpose, either in this proceeding or otherwise.” 
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District of Illinois from judgment for defendants on counterclaim. Re- 


versed. 
Case below reported at 47 TMR 813. 


Harry G. Fins and Normand A. Cohen, of Chicago, Illinois, for appellant. 
Eli Mullin and James E. 8. Baker, of Chicago, Illinois, for appellees. 


Before Durry, Chief Judge, and FINNEGAN and HastTinos, Circuit Judges. 


Durry, Chief Judge. 

Asserting jurisdiction by reason of diversity of citizenship, plaintiff 
filed a complaint in the District Court for the Northern District of Illinois, 
alleging unfair competition. After answer, certain defendants filed a 
counterclaim which eventually contained four counts. Each count was filed 
on a different date. 

Count I of the counterclaim filed June 28, 1955, alleged unfair compe- 
tition. Count II alleged fraud and deceit, and was filed June 28, 1955, but 
was later withdrawn. Amended Count II also alleged fraud and deceit, 
and was filed September 27, 1955. Count III was filed August 12, 1955 and 
alleged an infringement of trademark, the registration of which had been 
issued a few days previous thereto, to wit: on July 26, 1955. The defendant- 
ecounterclaimants rested their case on February 7, 1957, and Count IV 
alleging a breach of contract was filed the following day. 

The District Court denied any relief to plaintiff and entered judgment 
in favor of the defendants on all four counts of the counterclaim. The 
judgment provided for an injunction restraining plaintiff and its officers 
and agents from using certain words in its name and advertising. The 
judgment also provided for an accounting of profits and damages, and a 
reference was made to a special master for determination of (a) defendant- 
counterclaimants’ damages; (b) plaintiff’s profits. The judgment also 
provided that defendant-counterclaimants were entitled to punitive dam- 
ages and an award of treble profits and damages. The judgment further 
provided that defendant-counterclaimants were entitled to an award of 
damages for breach of contract and fraud and deceit, and were also entitled 
to recover $1,526.83 in repayment for services rendered and advances made 
by defendant corporation. There was also a provision that defendant- 
counterclaimants recover their attorney fees from plaintiff as well as their 
costs and disbursements. 

In view of the award of punitive damages, treble damages and the 
assessment of attorney fees, it is necessary to analyze each count of the 
counterclaim to determine the applicable law. For reasons hereinafter 
stated, we hold that Counts I, II and IV are governed by the applicable 
law of Illinois; but that a part of Count III does state a federal claim. 

Defendant-counterclaimants insist that Count I of the counterclaim 
asking damages for unfair competition is a federal cause of action governed 
by the Federal Trademark Act (Lanham Act) 15 U.S.C.A. §§ 1051-1127. 
Apparently, at the time that Count was prepared and filed, the attorneys 
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for defendant-counterclaimants were not of this view. An examination of 
the Count shows that it was based expressly upon diversity of citizenship. 
The first three paragraphs of Count I assert the diversity of citizenship of 
the parties to this action and that the matter in controversy exceeded, 
exclusive of interest and costs, the sum of Three Thousand Dollars. Fur- 
thermore, Count I was filed before claimants had a registered service mark. 
Count I expressly alleged an infringement of defendant-counterclaimants’ 
“common law rights by using * * * a service mark dominated by the word 
City * * *.” We hold that Count I does not assert a federal cause of action. 

This Court is committed to the view that the claim set forth in Count I 
of the counterclaim for damages caused by unfair competition is governed 
by the law of Illinois. Independent Nail & Packing Co., Inc. v. Stronghold 
Screw Products, Inc., 7 Cir., 205 F.2d 921, 926, 98 USPQ 172, 176 (44 TMR 
46) ; Jewel Tea Company, Inc. v. Kraus, 7 Cir., 187 F.2d 278, 282, 88 USPQ 
14, 16 (41 TMR 134) ; Radio Shack Corporation v. Radio Shack, Inc., 7 Cir., 
180 F.2d 200, 202, 84 USPQ 410, 412 (40 TMR 211); Wilhartz v. Turco 
Products, 7 Cir., 164 F.2d 731, 733, 76 USPQ 82, 84 (38 TMR 195) ; Time, 
Inc. v. Viobin Corporation, 7 Cir., 128 F.2d 860, 862, 54 USPQ 13, 15 (32 
TMR 422). We do not think that the Lanham Act changed this rule. We 
have been cited to no court authorities’ that have held the Lanham Act 
has changed the rule long established and followed in this Circuit. On the 
contrary, the contention that the Lanham Act creates an independent 
ground for federal jurisdiction, and that a claim for damages for unfair 
competition in the United States between American citizens is governed 
by the Lanham Act, as argued by defendant-counterclaimants, has been 
expressly overruled in American Automobile Association, Inc., et al. v. 
Spiegel, 2 Cir., 205 F.2d 771, 775, 98 USPQ 1, 4 (43 TMR 1071) ; L’Aiglon 
Apparel, Inc. v. Lana Lobell, Inc., 3 Cir., 214 F.2d 649, 654, 102 USPQ 94, 
97; Royal Lace Paper Works, Inc., et al. v. Pest-Guard Products, Inc., 5 
Cir., 240 F.2d 814, 818, 112 USPQ 154, 157 (47 TMR 363). We agree with 
these decisions. 

Counts II and IV of the counterclaim seeking recovery for fraud and 
deceit and breach of contract, respectively, are common law causes of 
action. These claims are governed by the law of Illinois. 

There is no basis under Illinois law for the assessment of treble dam- 
ages or the payment of attorney fees based on claims contained in Counts 
I, II and IV of the counterclaim. In Patterson v. Northern Trust Company, 
286 Ill. 564, 122 N.E. 55, 57, the court said: “At common law costs were 
never recoverable, and they can be recovered only in cases where there is 
statutory authority therefor. Any party claiming a judgment for his costs 
against his adversary must bring himself within the operation of some 


1. Defendant-counterclaimants did cite Steele v. Bulova Watch Company, Inc., 344 
U.S. 280, 95 USPQ 391 (43 TMR 57). The claims there asserted were for acts of 
trademark infringement and unfair competition consummated in Mexico. The case is 
not applicable to the situation we are here considering. 
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statutory provision, and courts have no power to adjudge costs against 
anyone on merely equitable grounds.” 

In the later case of Ritter v. Ritter, 381 Ill. 549, 46 N.E. 2d 41, 43, the 
Court said: “The allowance and recovery of costs rests entirely upon 
statutory provisions and no liability for costs exists in the absence of statu- 
tory authorization.” In Trust Company of Chicago v. National Surety 
Corporation, 7 Cir., 177 F.2d 816, after quoting from Patterson and Ritter, 
we held that under Illinois law attorney fees could not be assessed against 
the losing party. See also Danville Building Association, etc. v. Gates, et al., 
66 F.Supp. 706. The opinion in that case was written by Judge Lindley, 
and he stated at page 709: “I think it clear that the inevitable effect of 
this decision is that a federal court may no longer grant an equitable remedy 
in a diversity action where that relief is not available in the courts of the 
ma? >>” 

Disregarding for the moment Count III, we hold that there was no 
authority in the District Court to assess treble damages or to award attorney 
fees as to the claims contained in Counts I, II and IV, and in doing so, 
the Court committed reversible error. 

Count III of the counterclaim was filed August 12, 1955, eleven weeks 
after the commencement of the instant suit, and seventeen days after the 
date of the registration of defendants’ mark. Paragraph 1 thereof re-alleged 
paragraphs, 1, 2 and 3 of Count I of the counterclaim. By such reference 
diversity of citizenship of the parties was set forth and also the amount 
in controversy. Paragraph 2 of Count III then alleges an additional juris- 
dictional ground as follows: 


“2. As an additional ground for jurisdiction of this Court, Defen- 
dant alleges that it is based upon infringement of its service mark 
used in commerce among the several states of the United States and 
upon infringement of said service mark duly registered in the United 
States Patent Office in accordance with the Trademark Act of July 
5, 1946.” 


This paragraph can properly be construed as asserting jurisdiction under 
a federal law. 28 U.S.C. § 1338(b) provides: “The district courts shall 
have original jurisdiction of any civil action asserting a claim of unfair 
competition when joined with a substantial and related claim under the 
copyright, patent and trademark laws.” 

Count I alleges unfair competition by plaintiff with reference to defen- 
dant’s unregistered mark, and the principal emphasis of Count III is as 
to the registered trademark. With such overlapping of claims we hold 
that the allowance for damages, if any, under Count I should extend no 
further than July 26, 1955, the date of the registration of defendants’ 
mark. A cut-off at this point is necessary to prevent a duplication of com- 
pensatory damages, if any are awarded. On the other hand, damages, if 
any, for the infringement of defendants’ registered trademark, and the 





wet ce 


ene ee eee 


iat 





g 
4 
* 








Vol. 48 T.M.R. CITY MESS. OF HOLLYWOOD v. CITY BONDED MESS. 591 





related claim for unfair competition, cannot extend further back than 
July 26, 1955. 

In Strey v. Devine’s, Inc., 7 Cir., 217 F.2d 187, 189, 103 USPQ 289, 290 
(44 TMR 1422), we said: “Thus, the District Court’s jurisdiction of 
plaintiff’s claim of unfair competition existed to the limited extent that it 
is ‘related’ to his claim of trademark infringement. Federal jurisdiction 
was only obtained in this case by reason of the registration of plaintiff’s 
trademark. The principle involved is well stated in Landstrom v. Thorpe, 
8 Cir., 189 F.2d 46, 51, 89 USPQ 291, 294 (41 TMR 575). “* * * For such 
a claim to be ‘related’ to a case arising under the trademark law within 
the meaning of the statute, ‘it must appear that both federal and nonfederal 
eauses (of action) rest upon substantially identical facts.’” In the same 
case, we also said at page 189, 103 USPQ at 290 (44 TMR 1422, 1424): 
“It follows that the District Court did have jurisdiction as to any acts of 
the defendant which may have constituted unfair competition providing 
that same occurred on or after September 9, 1952, the date of the registra- 
tion of plaintiff’s trademark.” 

Upon a retrial of this case, consideration should be given to 15 U.S.C.A. 
§ 1117, which provides: 

“When a violation of any right of the registrant of a mark regis- 
tered in the Patent Office shall have been established in any civil 
action arising under this chapter, the plaintiff shall be entitled, subject 
to the provisions of sections 1111 and 1113 (1) (b)? of this title, and 
subject to the principles of equity, to recover (1) defendant’s profits, 
(2) any damages sustained by the plaintiff, and (3) the costs of the 
action. The court shall assess such profits and damages or cause the 
same to be assessed under its direction. In assessing profits the plaintiff 
shall be required to prove defendant’s sales only ; defendant must prove 
all elements of cost or deduction claimed. In assessing damages the 
court may enter judgment, according to the circumstances of the case, 
for any sum above the amount found as actual damages, not exceeding 
three times such amount. If the court shall find that the amount of 
the recovery based on profits is either inadequate or excessive the court 
may in its discretion enter judgment for such sum as the court shall 
find to be just, according to the circumstances of the case. Such sum 
in either of the above circumstances shall constitute compensation and 
not a penalty.” 


Also pertinent on the question of damages is 15 U.S.C.A. § 1111, which 
provides that unless a registrant gives notice that his mark is registered, 
no proceeds or damages shall be recovered unless the alleged infringer had 
actual notice of the registration. 

If, on a retrial of this cause, a finding of unfair competition is made, 
it does not necessarily follow that the prevailing party is entitled to a 
monetary award or an accounting of profits. An injunction may satisfy 
the equities of the case. Radio Shack Corporation v. Radio Shack, Inc., 7 


2. So in original. Probably should read “1114(1) (b).” 
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Cir., 180 F.2d 200, 207, 84 USPQ 410, 416 (40 TMR 211); Consumers 
Petroleum Co. v. Consumers Co. of Illinois, 7 Cir., 169 F.2d 153, 163, 78 
USPQ 227, 235-236 (38 TMR 861). 

Count IV of the counterclaim was filed the day after defendant- 
counterclaimants had concluded their testimony. Leave to file this count 
was granted by the District Judge on the theory the amendment was to 
conform to the evidence. Rule 15 (b) Federal Rules of Civil Procedure. 
Apparently, no opportunity was afforded to the plaintiff to answer Count 
IV nor is it clear that any request to file or present an answer was made. 
Also, there was no request for a continuance upon the part of plaintiff. 

In substance, Count IV alleged that on or about September 7, 1954, 
at Los Angeles, defendant City Bonded Messenger Service, Inc. and City 
Bonded Trucking Company, Inc. “* * * offered to purchase for $12,500.00 
an undivided one-half interest in all of the assets owned by and in the 
name of the Plaintiff * * * including the good will of the business attaching 
thereto and the right to engage in the business of an air freight forwarder 
under Civil Aeronautics Board letter of registration No. 163.” * The Count 
alleged acceptance by the plaintiff of the offer to purchase but that there 
was a failure to deliver to defendants a one-half interest in all of plaintiff’s 
assets “including the good will * * * and the right to engage in the busi- 
ness as an air freight forwarder under Civil Aeronautics Board Letter of 
registration No. 163.” Defendant-counterclaimants alleged damages of 
$16,526.83. 

Although amendments to conform to the evidence may properly be 
allowed under many situations, we think the issues in Count IV should 
be determined only after pleadings defining the issues have been filed and 
the parties have had adequate opportunity to offer evidence pertaining 
thereto. 

One other matter pertaining to Count IV may properly be decided at 
this time. Plaintiff contends that the procedure whereby the trial court 
allowed a new cause of action after defendant-counterclaimants had rested 
their case, deprived plaintiff of his right to a trial by jury as guaranteed 
by the Seventh Amendment to the Constitution of the United States. We 
do not agree. Plaintiff could have asked a jury trial on Counts II and III 
but did not do so. The evidence which was the basis of the later-filed 
Count IV was pertinent in some respects to the other Counts. When 
defendant-counterclaimants asked leave to file Count IV, plaintiff made 
no objections that it was being deprived of a jury trial. Under all the 
circumstances, we think that the right to have a jury trial on the issues 
raised by Count IV of the counterclaim was waived by the plaintiff. 

Over objections by plaintiff, the trial court received testimony concern- 
ing a claim of $1,526.83, “for services rendered and advances made on 
behalf of Plaintiff by Defendants.” This claim was not set forth in the 


3. The letter of registration from the Civil Aeronautics Board to plaintiff was 
dated May 21, 1954, effective May 22, 1954, and by its terms was not transferable. 








Vol. 48 T.M.R. CITY MESS. OF HOLLYWOOD v. CITY BONDED MESS. 593 





pleadings. Nevertheless, the District Court made Finding of Fact 35 
favorable to the defendants on this point and the judgment provided that 
$1,526.83 should be recovered by defendant-counterclaimants. This partic- 
ular controversy was the subject of a separate suit between the parties 
herein which was commenced in the Municipal Court of Chicago by the 
defendants herein, and was identified as Case No. 55 M 2286. On the first 
day of the trial in Municipal Court the parties negotiated a settlement and 
the action was dismissed by consent with the proviso it was subject to rein- 
statement in the event the terms of the settlement were not fulfilled. 
Although it is here suggested the settlement terms were not carried out, 
we see no justification for further complicating the issues herein by inter- 
jecting into this suit issues which were the subject of a separate lawsuit. 
If defendant-counterclaimants were entitled to relief as to those issues, it 
should have proceeded in the Municipal Court. Finding of Fact 35 has 
no proper basis in this record, and paragraph 5 of the judgment order is 
reversed with directions that same be vacated. 

The trial court found that the institution of this suit was vexatious 
and for the purpose of harassment. For some reason, plaintiff did not 
appeal from the judgment dismissing its claim. We, therefore, do not 
comment upon the merits of plaintiff’s suit except insofar as the claimed 
vexatious conduct may be the basis on which the trial court awarded puni- 
tive and treble damages and assessed attorneys’ fees. We have hereinbefore 
decided there was no authority in the trial court to award such damages 
and to assess attorney fees as to Counts I, II and IV. We now decide that 
no such damages should have been awarded as to any Count of the counter- 
claim, even if it might be held that Illinois law permitted such procedure 
as to Counts I, II and IV. 

It would over-extend this already lengthy opinion to set out in detail 
why we think plaintiff was entitled to its day in court without risking 
punitive damages and assessment of attorney fees. After a reading of the 
extensive record before us, we are unable to ascertain any basis for the 
finding that the suit was vexatious and brought for the purpose of harass- 
ment. 

Under all the circumstances of this case, we think the interest of jus- 
tice will best be served by reversing the judgment as to all four Counts 
of the counterclaim, and remanding the cause for a new trial. We are also 
of the view that there should be no occasion to refer any of the issues to 
a master. 

FINNEGAN, Circuit Judge, concurs in the result. 
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Cir., 180 F.2d 200, 207, 84 USPQ 410, 416 (40 TMR 211); Conswmers 
Petroleum Co. v. Consumers Co. of Illinois, 7 Cir., 169 F.2d 153, 163, 78 
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Count IV of the counterclaim was filed the day after defendant- 
counterclaimants had concluded their testimony. Leave to file this count 
was granted by the District Judge on the theory the amendment was to 
conform to the evidence. Rule 15 (b) Federal Rules of Civil Procedure. 
Apparently, no opportunity was afforded to the plaintiff to answer Count 
IV nor is it clear that any request to file or present an answer was made. 
Also, there was no request for a continuance upon the part of plaintiff. 

In substance, Count IV alleged that on or about September 7, 1954, 
at Los Angeles, defendant City Bonded Messenger Service, Ine. and City 
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thereto and the right to engage in the business of an air freight forwarder 
under Civil Aeronautics Board letter of registration No. 163.” * The Count 
alleged acceptance by the plaintiff of the offer to purchase but that there 
was a failure to deliver to defendants a one-half interest in all of plaintiff’s 
assets “including the good will * * * and the right to engage in the busi- 
ness as an air freight forwarder under Civil Aeronautics Board Letter of 
registration No. 163.” Defendant-counterclaimants alleged damages of 
$16,526.83. 

Although amendments to conform to the evidence may properly be 
allowed under many situations, we think the issues in Count IV should 
be determined only after pleadings defining the issues have been filed and 
the parties have had adequate opportunity to offer evidence pertaining 
thereto. 

One other matter pertaining to Count IV may properly be decided at 
this time. Plaintiff contends that the procedure whereby the trial court 
allowed a new cause of action after defendant-counterclaimants had rested 
their case, deprived plaintiff of his right to a trial by jury as guaranteed 
by the Seventh Amendment to the Constitution of the United States. We 
do not agree. Plaintiff could have asked a jury trial on Counts II and III 
but did not do so. The evidence which was the basis of the later-filed 
Count IV was pertinent in some respects to the other Counts. When 
defendant-counterclaimants asked leave to file Count IV, plaintiff made 
no objections that it was being deprived of a jury trial. Under all the 
circumstances, we think that the right to have a jury trial on the issues 
raised by Count IV of the counterclaim was waived by the plaintiff. 

Over objections by plaintiff, the trial court received testimony concern- 
ing a claim of $1,526.83, “for services rendered and advances made on 
behalf of Plaintiff by Defendants.” This claim was not set forth in the 
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pleadings. Nevertheless, the District Court made Finding of Fact 35 
favorable to the defendants on this point and the judgment provided that 
$1,526.83 should be recovered by defendant-counterclaimants. This partic- 
ular controversy was the subject of a separate suit between the parties 
herein which was commenced in the Municipal Court of Chicago by the 
defendants herein, and was identified as Case No. 55 M 2286. On the first 
day of the trial in Municipal Court the parties negotiated a settlement and 
the action was dismissed by consent with the proviso it was subject to rein- 
statement in the event the terms of the settlement were not fulfilled. 
Although it is here suggested the settlement terms were not carried out, 
we see no justification for further complicating the issues herein by inter- 
jecting into this suit issues which were the subject of a separate lawsuit. 
If defendant-counterclaimants were entitled to relief as to those issues, it 
should have proceeded in the Municipal Court. Finding of Fact 35 has 
no proper basis in this record, and paragraph 5 of the judgment order is 
reversed with directions that same be vacated. 

The trial court found that the institution of this suit was vexatious 
and for the purpose of harassment. For some reason, plaintiff did not 
appeal from the judgment dismissing its claim. We, therefore, do not 
comment upon the merits of plaintiff’s suit except insofar as the claimed 
vexatious conduct may be the basis on which the trial court awarded puni- 
tive and treble damages and assessed attorneys’ fees. We have hereinbefore 
decided there was no authority in the trial court to award such damages 
and to assess attorney fees as to Counts I, II and IV. We now decide that 
no such damages should have been awarded as to any Count of the counter- 
claim, even if it might be held that Illinois law permitted such procedure 
as to Counts I, II and IV. 

It would over-extend this already lengthy opinion to set out in detail 
why we think plaintiff was entitled to its day in court without risking 
punitive damages and assessment of attorney fees. After a reading of the 
extensive record before us, we are unable to ascertain any basis for the 
finding that the suit was vexatious and brought for the purpose of harass- 
ment. 

Under all the circumstances of this case, we think the interest of jus- 
tice will best be served by reversing the judgment as to all four Counts 
of the counterclaim, and remanding the cause for a new trial. We are also 
of the view that there should be no occasion to refer any of the issues to 
a master. 

FINNEGAN, Circuit Judge, concurs in the result. 





594 THE TRADEMARK REPORTER Vol. 48 T. M.R. 





SIMMONDS AEROCESSORIES, LTD. v. ELASTIC STOP 
NUT CORPORATION OF AMERICA 


No. 259-57 —D.C., N.J.— January 10, 1958 


TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 38 
REGISTRATION PROCEDURE—APPLICATION 
As used in section 38 of Lanham Act, “false” and “fraudulent” are used in 

mutually exclusive sense, and damages are recoverable where registration is procured 
either by declaration which was incorrect or by declaration which was wilful attempt 
to mislead and where injury has resulted as a consequence thereof; claim of puni- 
tive damages for unfair competition under section 38 is not sustainable under 
circumstances. 


Action by Simmonds Aerocessories, Ltd. v. Elastic Stop Nut Corpora- 
tion of America for unfair competition and violation of 15 U.S.C. 1120. 
Defendant moves to dismiss complaint and to strike amendment thereto. 
Motion to dismiss denied; motion to strike granted in part and denied in 
part. 

Case below reported at 47 TMR 1503. 

Weisman & Freedman and Sanford Freedman, of Newark, New Jersey, for 
plaintiff. 

Riker, Emery & Danzig and Theodore McCurdy Marsh, of Newark, New 
Jersey, Hamilton Hicks, of New York, N. Y., Curtis F. Prangley, of 
Chicago, Illinois, and Arthur Prangley, of Union, New Jersey, for 
defendant. 

WoRTENDYKE, District Judge. 

Upon my decision in this case reported in 154 F.Supp. 615, 114 USPQ 
393 (47 TMR 1503), and with leave granted in order of October 23, 1957 
entered thereon, plaintiff filed an “Amendment to Complaint,” which has 
evoked defendant’s motions to strike the amendment and to dismiss the 
(remaining) second count of the complaint. These motions have been 
briefed and argued. 

The first count of the original complaint (for a declaratory judgment) 
was dismissed by the order of October 23, 1957. That order, however, 
granted leave to amend paragraph 16 of the first count which, together 
with the other allegations of that count, was incorporated by reference in 
the second count (for damages for false or fraudulent registration of defen- 
dant’s claimed trademark and for unfair competition). The amendment 
of paragraph 16 was required because, as originally phrased, its allegation 
of fraud failed to conform with Rule 9(b) of the Federal Rules of Civil 
Procedure. Defendant contends, upon its pending motions, that paragraph 
16 as amended still fails to meet the requirements of the Rule because its 
allegations do not state with particularity “the circumstances constituting 
(the) fraud” relied on to sustain the cause of action under 15 U.S.C. § 1120 
pleaded in the surviving (second) count of the complaint. 
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Section 1120 of Title 15 U.S.C. creates civil liability for damages in 
favor of a person who shall be iujured in consequence of the procurement 
of registration of a trademark “by a false or fraudulent declaration or 
representation, oral or in writing, or by any false means.” Similar language 
was embodied in § 25 of the Trademark Act of 1905. See, Walworth Co. v. 
Moore Drop Forging Co., 1 Cir. 1927, 19 F.2d 496, 499 (17 TMR 255). The 
contest between the parties in the pending motion to strike revolves about 
the adjectives “false or fraudulent” in the foregoing section (1120). Defen- 
dant contends they are essentially synonymous; plaintiff argues to the 
contrary. I adopt plaintiff’s view. It must be presumed that the Congress 
sought to avoid tautology, and intended the common meaning of the lan- 
guage which it employed. Use of the disjunctive “or” renders the respec- 
tive connotations of “false” and “fraudulent” mutually exclusive. In the 
authoritative words of Judge Prettyman in Rick v. United States, D.C.Cir. 
1947, 161 F.2d 897, 898: 


“Under well-established principles of law ‘fraudulent’ includes an 
intent and involves a subject matter of which someone is to be de- 
prived * * *. Thus, we are unable to find any real difference between 
a ‘fraudulent’ return and a wilful attempt to evade a tax. A ‘false’ 
return may be merely incorrect, due to negligence or some other cause 
lacking intent or not involving a tax, and thus such a return is not 
necessarily wilful or an attempt to evade a tax.” 


In using the foregoing language Judge Prettyman was contemplating the 
phrase “false or fraudulent return” as used in a penal tax statute. 

I conclude that “false” and “fraudulent” as used in 15 U.S.C. §1120 
are not synonymous, and that damages are recoverable thereunder where 
the registration is procured either by a declaration which was incorrect 
or by a declaration which was a wilful attempt to mislead and injury has 
resulted as a consequence thereof. 

Defendant’s present attack on paragraph 16 as amended springs from 
Rule 12(b) or 12(f), in conjunction with 9(b), of the Federal Rules of 
Civil Procedure. Upon the motions to strike and to dismiss, all well-pleaded 
allegations are deemed admitted. United States v. New Wrinkle, Inc., 1952, 
342 U.S. 371, 92 USPQ 158. Paragraph 16, as amended, of the complaint 
in this case charges that defendant’s trademark registration was procured 
“by false and fraudulent” (elsewhere therein “false or fraudulent’) decla- 
rations consisting of eleven specifically particularized factual statements 
and four conclusions of law (subdivisions (b), (¢), (d) and (o)). Assum- 
ing that the foregoing conclusions of law may not accord with the standards 
prescribed for pleading by Rule 8(a) and 8(e), if they are objectionable 
they may be treated as surplusage. The factual statements particularizing 
the falsity or fraudulent character of the declarations relied upon suffice, 
in my opinion, to immunize paragraph 16 as amended from successful attack 
upen the pending motions. If plaintiff relies upon the falsity of the 
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registration declarations, it has unnecessarily particularized them. If, 
on the other hand, plaintiff charges that the declarations were fraudu- 
lently made, the amendment meets the requirements of Rule 9(b). 
Whether such charges will be supported by the proofs on the trial remains 
to be seen. Meanwhile, for the purpose of the motions to strike and to 
dismiss, the truth of the factual allegations must be assumed. 

Insofar as plaintiff contemplates relying upon “divers other false or 
fraudulent declarations, representations or means * * * used by the defen- 
dant in procuring the aforesaid registration” as indicated in the amend- 
ment to its complaint, plaintiff will be limited in its proof to the particulars 
of falsity or fraud which it has expressly set forth in its amended pleading. 
The last sentence of the amended paragraph, in which plaintiff states its 
belief, will therefore be stricken. 

Defendant argues that plaintiff’s prayer for punitive damages upon 
the second count (under 15 U.S.C. § 1120 and for unfair competition) is 
not supportable under the allegations of the pleadings as amended. “Dam- 
ages resulting from the wrongful registration of the trademark and for 
unfair competition must necessarily be proven by the same evidence. * * * 
Exemplary damages are not the direct and proximate result or effect of 
such wrongful registration.” Landstrom v. Thorpe, 8 Cir. 1951, 189 F.2d 
46, 51 and 52, 89 USPQ 291, 294, 295 (41 TMR 575), cert. denied, 342 U.S. 
819, 91 USPQ 383. The second count equates the alleged wrongful regis- 
tration with unfair competition. The claim of punitive damages is not 
sustainable thereunder. 

An order may be presented in accordance with the views herein 
expressed. 





WYATT EARP ENTERPRISES, INC. v. SACKMAN, INC. et al. 
No. 127-165—D. C., S. D. N. Y.— January 10, 1958 


CoMMON LAW TRADEMARKS—SECONDARY MEANING—BURDEN OF PROOF 
CoMMON LAW TRADEMARKS—LICENSES 
Suit for unfair competition, violation of Lanham Act, General Business Law 
and Section 964 of Penal Law. Plaintiff, producer of popular TV series, “Life of 
Wyatt Earp,” seeks preliminary injunction restraining defendant from use of the 
mark WYATT EARP on children’s playsuits. Defendant moves for stay to compel 
arbitration in accordance with contract. Evidence shows plaintiff licensed use of 
mark WYATT EARP to defendant for year, but failed to renew and granted license 
to another manufacturer. Defendant has refused to discontinue use of mark WYATT 
EARP. Plaintiff claims WYATT EARP has acquired secondary meaning, but defendant 
claims WYATT EARP is an historical figure that is free to use. Where symbol is 
not fanciful but merely descriptive, plaintiff bears heavy burden of proving likeli- 
hood of confusion. If plaintiff can show at trial that it has invested WYATT EARP 
with commercial significance and defendant’s acts are likely to result in consumer 
confusion, plaintiff is entitled to relief. Plaintiff’s program is televised weekly 
coast to coast, producing income of more than $2,000,000 per year. Evidence indi- 
cates that name and characterization of WYATT EARP as televised has become identified 
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in minds of consuming public with merchandise bearing mark. Defendant is selling 
WYATT EARP playsuits because of demand for merchandise identified with program 
and plaintiff but has omitted name from playsuits and has made minor changes 
in suits since expiration of its license, but boxes bear WYATT EARP and “official 
outfit.” 
CoMMON LAW TRADEMARKS—SECONDARY MEANING—EVIDENCE 
Test of secondary meaning is likelihood of consumer confusion. Plaintiff has 
established likelihood that public would believe defendant’s playsuits sponsored by 
plaintiff. Lack of direct competition not fatal, since when secondary meaning is 
established, use of a trade name, even upon non-competing goods, may be enjoined. 
Customers purchasing defendant’s goods are diverted from plaintiff’s licensee to its 
direct pecuniary injury as well as injury to its reputation. Plaintiff entitled to 
preliminary injunction. 
COURTS—PLEADING AND PRACTICE—ARBITRATION ACT 
License agreement provided for arbitration of any dispute “arising out of or 
relating to” the licensing contract, but the issue here is unfair competition, sounding 
in tort, not contract, and requires consideration of acts beyond the contract, and 
therefore the motion to stay plaintiff is denied. 


Action by Wyatt Earp Enterprises, Inc. v. Sackman, Inc., also known 
as Sackman Brothers Company, and Sackman Brothers Company, also 
known as Sackman Brothers Company, Inc., for unfair competition and 
trademark infringement. Plaintiff moves for injunction pendente lite. 
On motion by Sackman Brothers Company for stay and to compel arbitra- 
tion. Plaintiff’s motion granted ; defendant’s motion denied. 


Abraham K. Weber, of New York, N. Y., for plaintiff. 
Strasser, Spiegelberg, Fried & Frank, Leon Silverman, and Edwin Heller, 
of New York, N. Y., for defendants. 


EDELSTEIN, District Judge. 

In a suit for an injunction based upon alleged unfair competition* the 
plaintiff moves for an injunction pendente lite to restrain the defendant** 
from manufacturing and merchandising children’s playsuits under the 
name, mark and symbol of wyatt EaRP. After the service of the complaint 
and the motion for a preliminary injunction, the defendant in that suit 
petitioned for a stay of proceedings and to compel arbitration, under the 
United States Arbitration Act, 9 U.S.C. §§3 and 4. Both matters were 
brought on to be heard by orders to show cause, and were heard together. 

Plaintiff is a producer of motion pictures for television and is the 
proprietor of a very successful series entitled “The Life and Legend of 
Wyatt Earp,” nationally and internationally televised over the facilities 


* Plaintiff also claims violations of provisions of the Lanham Trademark Act, 15 
U.S.C. §§ 1051 et seq., of the provisions of § 368-c(3) of the General Business Law of 
New York and of the provisions of § 964 of the Penal Law of New York. 

** Of the several defendants mentioned in the style of the case, the one referred 
to in the opinion as the defendant, is Sackman Brothers Company, a Pennsylvania cor- 
poration qualified to do business in the State of New York. It is a wholly owned 
subsidiary of Sackman, Inc., a New York corporation whose sole activity is that of a 
real estate management and holding company. These two parties defendant are the 
only parties mentioned in the caption that have any existence. The plaintiff is a cor- 
poration organized and existing under the laws of the State of California. 
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of the American Broadcasting Company. The defendant has been in the 
business of manufacturing children’s playsuits for many years, and, after 
the commencement of the wyaTT EARP television program by the plaintiff, 
entered into a license agreement with it purporting to grant the right to 
defendant to use “the name and likeness of Hugh O’Brian in the charac- 
terization of Wyatt Earp,” O’Brian being the star of the program, portray- 
ing the title character. The agreement was not renewed by the plaintiff 
upon its expiration, another manufacturer having been licensed in place 
of defendant. The defendant has, after the expiration of its rights under 
the agreement, continued to manufacture and market children’s playsuits 
under the name, mark and symbol of wyaTr EarRP, although without using 
the name and likeness of Hugh O’Brian and without specific reference to 
“ABC-TV.” 

The plaintiff seeks to enjoin the defendant’s use of the name, mark 
and symbol WYATT EARP on its playsuits on the ground that, by plaintiff’s 
efforts, the name has come to have a secondary meaning indicative of 
origin, relationship and association with the television program; and that 
the public is likely to attribute the use of the name WYATT EARP by the 
defendant to the plaintiff as a source of sponsorship and buy defendant’s 
merchandise in this erroneous belief. The defendant denies the possibility 
of secondary meaning attaching to the name, arguing that it belonged to 
a living person out of the nation’s history, and hence has become a part of 
the public domain not subject to commercial monopolization by anyone. 
Such a contention, I believe, overstates the law. Certainly the defendant, 
along with the plaintiff and everyone else, has some interest in a name 
out of history, as they have in words of common speech. “The only pro- 
tected private interest in words of common speech is after they have come 
to connote, in addition to their colloquial meaning, provenience from some 
single source of the goods to which they are applied.” Adolph Kastor & 
Bros. v. Federal Trade Commission (2 Cir.), 188 F.2d 824, 825, 60 USPQ 
154, 155. The question is, in determining whether there is a protected 
private interest, whether the name WYATT EARP has come to have such a 
connotation of provenience. If it has, the plaintiff has a cognizable interest 
in preventing the likelihood of consumer confusion, and it is such an inter- 
est as the law will protect against an opposing interest no greater than that 
of all persons in the use of the names in history. It is true that where a 
symbol is not fanciful but merely descriptive, the plaintiff bears a very 
heavy burden of proving confusion is likely. See dissenting opinion of 
Judge Frank in Triangle Publications v. Rohrlich (2 Cir.), 167 F.2d 969, 
974, 976, 77 USPQ 196, 200, 201 (38 TMR 516). Or it may be that a non- 
fanciful, real name is such a part of the national fabric that all have a 
measurable interest in its use, to the extent that it acquires no secondary 
meaning extending into a defendant’s field so as to cause a likelihood of 
confusion. Durable Toy & Novelty Corp. v. J. Chein & Co. (2 Cir.), 133 
F.2d 853, 56 USPQ 339 (33 TMR 186), cert. den. 320 U.S. 211, 57 USPQ 
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568. “* * * [E]jach case presents a unique problem which must be an- 
swered by weighing the conflicting interests against each other.” Id. at p. 
855, 56 USPQ at 341. Although wyatt Earp is the name of an historical 
person, the defendant’s interest in it is, I feel, not so strong as was the 
defendant’s interest in the name UNCLE SAM in the toy case, nor is the possi- 
bility of a secondary meaning attaching to WYATT EARP so unlikely. If the 
plaintiff can show that it is likely to succeed, at trial, in proving that it 
invested the name of WYATT EARP with a commercial significance and good 
will that is attributable to itself and that is likely to be appropriated by 
the defendant by way of consumer confusion, it will be entitled to the 
relief it seeks. 

It is perhaps not too much to say, even at this preliminary stage of the 
proceedings, that the name of wyaTT EARP has been battered into the public 
consciousness by the television program to an extent far beyond any fame 
or notoriety ever previously attached to the marshall’s name. Between 
September of 1955 and the end of November, 1957, 102 motion picture 
films have been produced under the general title, “The Life and Legend 
of Wyatt Earp,” which is also a service mark owned by the plaintiff and 
registered in the United States Patent Office. The films have been televised 
each week, 52 weeks a year, on the transcontinental release facilities of the 
American Broadcasting Company. More than $3,000,000 has been spent 
by the plaintiff in producing the films, and more than $3,500,000 has been 
received by the television network for its time and facility charges during 
the two year period commencing in September of 1955 and ending in 
August of 1957. Such charges continue to be made and received at the 
rate of more than $2,000,000 per year. By reason of the popularity of the 
production, enormous publicity has been generated in other media of mass 
communication. Popularly known as the “Wyatt Earp Program,” it has 
from its inception been among the most popular television entertainments 
in the nation, viewed weekly on millions of television receivers by additional 
millions of persons. As an indication of the public acceptance of the pro- 
gram, there has been a great and increasing nation-wide demand for arti- 
cles and products sponsored by the plaintiff and bearing the name, mark 
and symbol of wyaTr EaRP. It has been asserted without denial or other 
comment that goods and merchandise marketed under the name of WYATT 
EARP were unheard of prior to the first telecast of the show. The finding is 
nearly inescapable that the commercial value now enjoyed by the name is 
attributable almost entirely to the program. The plaintiff, as a result, has 
entered into the business of licensing merchandise rights in connection with 
the program under agreements controlling the nature and quality of the 
goods licensed so as to maintain high standards and to preserve the integrity 
of its good will. Under these agreements the royalties to be received for 
the year 1957 will exceed $100,000. The merchandise so promoted, in no 
way unique aside from its program identification, obviously sells much more 
readily than the same merchandise would sell without the program identifi- 
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cation, as borne out by the fact that manufacturers pay and seek to pay 
substantial sums of money for the privilege of sponsorship, by way of 
licensing agreements. It can be found preliminarily, therefore, that the 
name and characterization of Wyatt EARP as televised by the plaintiff has 
become identified in the mind of the consumer public with merchandise 
upon which the name has been imprinted; that this identification and good 
will has extended to the field of children’s playsuits sold and distributed 
under the name, mark and symbol wyatt EARP; and that defendant is 
merchandising WYATT EARP playsuits because of a popular demand for 
merchandise identified with the program and the plaintiff. 

Since the expiration of its privileges under the licensing agreement 
with the plaintiff, the defendant has marketed its play clothes without the 
name and likeness of the star of the television program and without specific 
reference to “ABC-TV.” It further has made certain modifications in the 
design of its suits. Samples of suits made by the defendant under its license 
and made after the expiration of its license, as well as a sample made by 
the current licensee, together with their boxes, were handed up to the 
court as exhibits. Defendant’s present outfit, despite the changes, appears 
to bear a striking resemblance to the outfit it previously made under license 
and to the one made by the present licensee; and these costumes, approxi- 
mating the one worn by the television WYATT EARP, indeed seem to be mark- 
edly different from other “western” costumes. The defendant continues 
to mark on its boxes the name wyYaTT EARP together with the legend “official 
outfit.” Moreover, in its catalogue, the WYATT EARP outfit is advertised in a 
context with three “TV personality” western outfits, all of them being 
characterized as “official,” but with the “TV personality” designation 
omitted from the wyatt EaRP display. The text and layout are presented 
in such a manner as to convey the impression of an identification of defen- 
dant’s WYATT EARP playsuit with the WyaTr EaRP television program. 
Indeed, it is so difficult to understand how any other impression could be 
conveyed that the finding of an intent to convey an erroneous motion of 
association with the program is highly probable. Unless the word “official” 
is passed over as sheer gibberish, the idea of sponsorship is inescapably 
implied. 

The “critical question” in a case of secondary meaning “always is 
whether the public is moved in any degree to buy the article because of 
its source and what are the features by which it distinguishes that source.” 
Charles D. Briddell, Inc. v. Alglobe Trading Corp. (2 Cir.), 194 F.2d 416, 
419, 92 USPQ 100 (42 TMR 207), 102. For under the common law of 
unfair competition, as well as under the Lanham Act, the likelihood of 
consumer confusion is the test of secondary meaning. Id. at p. 421, 92 
USPQ at 104 (42 TMR 207, 211). I find that, for the purposes of prelimi- 
nary injunctive relief, plaintiff has met the burden of proving the likeli- 
hood of consumer-confusion. The public is moved to buy merchandise 
because of an identification with the name wyaTT EARP as developed by the 
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plaintiff’s television program. The defendant’s use of the name created 
a likelihood that the public would believe, erroneously, that its playsuits 
were licensed or sponsored by the plaintiff, to the injury of the plaintiff’s 
good will and to the hazard of its reputation. There is a high probability 
that, upon the trial of the issues, plaintiff will be able to establish that the 
name, mark and symbol wyaTr EARP has acquired a secondary meaning in 
the minds of the public as identified and associated with the television pro- 
gram and the plaintiff, and extending into the field of children’s playsuits. 

It is true that the plaintiff and defendant are not direct competitors in 
the same field of endeavor. The plaintiff does not manufacture children’s 
playsuits. But where secondary meaning and consumer confusion are 
established use of a trade name even upon noncompeting goods may be 
enjoined. See Triangle Publications v. Rohrlich (2 Cir.), 167 F.2d 969, 972, 
77 USPQ 196, 198 (38 TMR 516). And as held by the Court of Appeals in 
that case, the same principle applies to the situation of confusion about 
sponsorship. “In either case, the wrong of the defendant consisted in im- 
posing upon the plaintiff a risk that the defendant’s goods would be asso- 
ciated by the public with the plaintiff, and it can make no difference whether 
that association is based upon attributing defendant’s goods to plaintiff or 
to a sponsorship by the latter when it has been determined that plaintiff 
had a right to protection of its trade name.” Id. at p. 973, 77 USPQ at 199. 
See also, Hanson v. Triangle Publications (8 Cir.), 163 F.2d 74, 74 USPQ 
280 (37 TMR 645), cert. den. 332 U.S. 855, 76 USPQ 621; Adolph Kastor 
& Bros. v. Federal Trade Commission, supra; Esquire, Inc. v. Esquire Bar, 
37 F.Supp. 875, 49 USPQ 592 (31 TMR 308). Furthermore, in the case at 
bar, it would seem that something more than mere sponsorship is involved, 
something that very closely approaches direct competition. The plaintiff 
does not manufacture children’s playsuits, but it licenses another to do so 
on a royalty basis. Any customers purchasing from the defendant on the 
strength of the WYATT EARP name are customers diverted from plaintiff’s 
licensee, to its direct pecuniary injury, in addition to any danger to its 
reputation. 

While there is little doubt that the violation of plaintiff’s rights by a 
diversion of purchasers to the defendant could readily be compensated for 
in a judgment for money damages, it also appears that a denial of prelimi- 
nary injunctive relief would work irreparable and serious injury to the 
plaintiff by jeopardizing the entire licensing system it has built at great 
effort and expense. On a balance of the harms, the plaintiff stands to suffer 
much greater injury by a denial of injunctive relief than any which can 
befall defendant by granting such relief. Accordingly, the motion for a 
preliminary injunction will be granted. 

In its motion for a stay and to compel arbitration, the petitioner- 
defendant takes the position that what is involved in the respondent- 
plaintiff’s action is the rights of the latter under the agreement between 
the parties and alleged violations of those rights by the former. Breach of 
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the agreement is denied and the contention is made that the contract created 
no rights in the licensor (respondent-plaintiff) that entitled it to the protec- 
tion of this court. It is demanded that the suit for an injunction be stayed 
and arbitration be compelled of the question of the violation of the licens- 
ing agreement and any rights created thereby. 

Section 3 of Title 9 U.S.C. authorizes the court to grant a stay “upon 
being satisfied that the issue involved * * * is referable to arbitration.” The 
written agreement between the parties provides for the arbitration of any 
dispute or disagreement between the parties “arising out of or relating to” 
the licensing contract. But the controversy between the parties, certainly 
the claim of the plaintiff, is one involving the issue of unfair competition. 
The action sounds not in contract but in tort, and the issue is not defined 
by the question of the rights of the parties under the agreement. If the 
dispute were confined to issues of whether or not the contract was violated, 
it would be referable to arbitration. But “the issue involved,” see Inter- 
national Union etc. v. Benton Harbor Malleable Industries (6 Cir.), 242 
F.2d 536, 545, is much broader in scope, requiring a consideration of facts 
and factors beyond the contract. Even if any existing subordinate contract 
issues were resolved by arbitration, “the isswe involved” would remain. 
Indeed, in the absence of a license agreement and of defendant’s operation 
under it, the broad issue would remain. No arbitration decision interpreting 
the contract could determine the controversy at bar. To delay the suit for 
injunctive relief and require arbitration would merely add to the “costli- 
ness and delays of litigation” it was the purpose of the Arbitration Act to 
eliminate. 68 Cong., Ist Sess., House of Rep. Report No. 96. For the con- 
troversy between the parties would still have to be decided by this court. 
Whether or not defendant has competed unfairly with the plaintiff presents 
an issue far transcending one merely “arising out of or relating to” the 
contract between the parties, and it is inconceivable that they intended 
such a dispute to be settled by arbitration. While the parties have made 
an agreement to arbitrate, the filing of suit for injunctive relief does not 
constitute a failure, neglect or refusal of the respondent-plaintiff to perform 
its agreement under 9 U.S.C. § 4. The motion for a stay and to compel 
arbitration will be denied. 


THE GUARDIAN LIFE INSURANCE COMPANY OF AMERICA 
v. GUARDIAN NATIONAL LIFE INSURANCE COMPANY 


No. 7110 — D. C., E. D. Louisiana, New Orleans Div. — January 17, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—CONFUSINGLY SIMILAR MARKS 
Plaintiff seeks temporary injunction against use by defendant of corporate 
name GUARDIAN NATIONAL LIFE INSURANCE COMPANY, but court holds that there is 
little likelihood of confusion. Evidence shows Louisiana Secretary of State may 
refuse to issue corporate charter if confusingly similar to name of a domestic. or 
foreign corporation, and therefore his issuance of charter to defendant is entitled 
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to weight by court on motion for preliminary injunction. Fact that there was some 
confusion in mail deliveries is not persuasive and temporary injunction is refused 
since temporary injunction would wreak serious damage to defendant if defendant 
eventually prevails. 


Action by The Guardian Life Insurance Company of America v. 
Guardian National Life Insurance Company for unfair competition. Plain- 
tiff moves for temporary injunction. Motion denied. 


Montgomery, Barnett, Brown & Read and Peter H. Beer, of New Orleans, 
Louisiana, for plaintiff. 

Henican, James & Cleveland and C. Ellis Henican, of New Orleans, 
Louisiana, for defendant. 


Wricut, District Judge. 

Plaintiff, a large life insurance company doing business throughout 
the United States, brings this action against defendant, an industrial life 
insurance company qualified to do business only in the State of Louisiana, 
charging unfair competition in that defendant is using a name deceptively 
similar to that long used by the plaintiff. The matter is before the court 
on application for temporary injunction prohibiting the defendant from 
using the word GUARDIAN in its name. The Court, having considered the 
evidence, the argument and briefs of counsel, now makes the following 
Findings of Fact and Conclusions of Law: 


FINDINGS OF Fact 


1. (a) The Guardian Life Insurance Company of America, Plaintiff, 
is a corporation organized under the laws of the State of New York under 
the name of Germania Life Insurance Co., but in 1918 its name was 
changed to its present name. 


(b) The Guardian Life Insurance Company of America has been 
qualified to do business in the State of Louisiana for approximately thirty- 
eight years. 


(ec) The Guardian Life Insurance Company of America is engaged 
in selling life insurance and accident and health insurance throughout 
the United States, including the State of Louisiana. 


2. (a) The Guardian National Life Insurance Company, Defendant, 
is a Louisiana corporation with its domicile in the City of New Orleans, 
having been organized in June, 1955. 


(b) The Guardian National Life Insurance Company operates only 
within the State of Louisiana and holds a certificate from the Insurance 
Commissioner of the State of Louisiana, authorizing it to write industrial 
life insurance under the provisions of La. R.S. 22 :251 et seq. 


(ec) According to the Louisiana Insurance Code (La. R.S. 22:1 et seq.), 
a domestic industrial insurer is authorized to write life insurance for which 
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premiums are regularly payable and collectible and the policies or benefit 
certificates for which: 


(1) Do not exceed $1,250.00 on a single life; or 


(2) Provide a weekly cash benefit for disability caused by sickness or 
accident, of not over $40.00 per week; or 


(3) Provide for hospitals, drugs and general physician and surgical 
costs; or 


(4) Provide for a funeral. 


3. At the time that this suit was instituted and from about January, 
1957, the Guardian National Life Insurance Company issued its own poli- 
cies (a) of diminishing term and level term life insurance insuring the 
lives of borrowers from finance companies throughout the State of Louisiana 
for not more than $1,250.00 each on forms approved by the Louisiana 
Insurance Commissioner; and (b) its own non-cancellable health and 
accident policies on forms approved by the Louisiana Insurance Commis- 
sioner for a domestic industrial insurer. 


4. The Secretary of the State of Louisiana accepted the charter of 
the Guardian National Life Insurance Company, knowing of the existence 
of The Guardian Life Insurance Company of America, because he did not 
consider that the names of the two corporations were deceptively similar 


within the meaning of the Louisiana Insurance Code. 


5. There is no evidence at this time to the effect that Guardian National 
Life Insurance Company was either organized or has been operated for 
the purpose of unfairly using the name of THE GUARDIAN LIFE INSURANCE 
COMPANY OF AMERICA, or of any of its signs, symbols, insignia, slogans or 
methods of doing business for the purpose of diverting business to GUARDIAN 
NATIONAL LIFE INSURANCE COMPANY which otherwise might be received by 
The Guardian Life Insurance Company of America. There is likewise no 
evidence at this time to show that any person has ever been misled or 
deceived by the defendant into believing that the Guardian National Life 
Insurance Company was in fact The Guardian Life Insurance Company of 
America. 


6. Prior to November, 1955, there was some confusion by the United 
States Post Office authorities in New Orleans as a result of which mail 
addressed to the Guardian National Life Insurance Company (the address 
of which was not then listed in the local telephone directory) was delivered 
to the office of The Guardian Life Insurance Company of America (the 
name of which was and is listed in the New Orleans Telephone Directory). 
On two occasions of very recent date, a letter containing a request for 
settlement form apparently not intended for Guardian National Life 
Insurance Company was sent by mail by the Northwestern National Life 
Insurance Company of Green Bay, Wisconsin, in an envelope addressed 
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to the Guardian National Life Insurance Company, 510 Maritime Building, 
New Orleans, Louisiana, and this letter was delivered to its addressee. 
Another instance where there might have been some confusion in the use 
of the mails was when the Hardware Mutuals Insurance Company addressed 
a form to The Guardian Life Insurance Company of America, “c/o Paul 
N. Wogan, Maritime Building, New Orleans, La.” The name of neither 
The Guardian Life Insurance Company of America nor of Paul N. Wogan 
appeared on the Tenants’ Directory of the Maritime Building. Since the 
Guardian National Life Insurance Company has its office in the Maritime 
Building, the postman delivered the letter to that office. 


7. There is no evidence at this time that the Guardian National Life 
Insurance Company competes, directly or indirectly, with The Guardian 
Life Insurance Company of America and there is no evidence at this time 
to show that the Guardian National Life Insurance Company ever suc- 
ceeded in obtaining or made any effort to obtain any customers of The 
Guardian Life Insurance Company of America. 


8. In addition to plaintiff and defendant, there are two other insur- 
ance companies that employ the name of GUARDIAN, namely, GUARDIAN 
UNDERWRITERS INSURANCE COMPANY OF DALLAS and THE NATIONAL GUARDIAN 
LIFE INSURANCE COMPANY OF MADISON, WISCONSIN. 


9. The Guardian National Life Insurance Company has never had 
and does not now have any salesmen or solicitors, its only agents being 


the managers or some other persons employed by the finance companies 
with which it does business throughout the State of Louisiana. 


10. The Guardian National Life Insurance Company has delivered 
its policies directly to members of the public for approximately twelve 
months, and since there have apparently not been instances where the 
defendant has secured its business through unfair means and through 
the use of the reputation, good will and selling methods of the plaintiff, 
the plaintiff has not had and is not threatened at this time with irreparable 
damage. 


11. There is no evidence at this time to support the claim that the 
plaintiff has suffered loss as a result of the alleged deceptive similarity of 
the corporate names of the plaintiff and the defendant. 


12. The defendant presently has outstanding approximately 15,000 
insurance policies throughout the State of Louisiana; and the granting 
of a preliminary injunction herein will involve the defendant in consider- 
able expense, effort and loss of time before a hearing on the merits is had. 


CONCLUSIONS OF LAW 


1. Under the Louisiana Insurance Code, the Secretary of State may 
refuse to issue a certificate of authority to a domestic insurer if its name 
is the same as or deceptively similar to the name of any other domestic or 
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foreign insurance company. La. R.S. 22:32; see Continental Ins. Co. v. 
Martin, 213 La. 147, 34 So.2d 405. 


2. The acceptance by the Secretary of State of the State of Louisiana 
of the defendant’s corporate name as not being deceptively similar to 
plaintiff’s corporate name is entitled to weight by this Court. Standard 
Acc. Ins. Co. v. Standard Surety & Casualty Co., 53 F.2d 119, 121, 10 
USPQ 86, 88-89 (21 TMR 551). 


3. The mere confusion in the delivery of the United States mail 
carries very little, if any, weight in showing that the two corporate names 
are deceptively similar. Vick Chemical Co. v. Thomas Kerfoot & Co., 80 
F.2d 73, 76, 27 USPQ 393, 397 (26 TMR 29); Continental Ins. Co. v. 
Martin, supra. 


4. A motion for a temporary injunction is addressed to the sound 
discretion of the Court, and where damage to the defendant would be 
substantial were the temporary injunction granted and the permanent 
injunction eventually denied, while injury to plaintiff would be inconsid- 
erable were the temporary injunction denied and the permanent injunc- 
tion eventually granted, the Court should maintain the status quo and 
deny the application for the temporary injunction. Ohio Oil Co. v. Conway, 
279 U.S. 8138. 


Motion for temporary injunction denied. 


SUN DROP SALES CORPORATION OF AMERICA v. 
SEMINOLE FLAVOR COMPANY 


Nos. 2981, 3019 -—D. C., E. D. Tenn., S. Div. — January 17, 1958 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 

CourRTS—MOTIONS 

COURTS—PLEADING AND PRACTICE 

Actions for trademark infringement of plaintiff’s mark SUN DRoP by defen- 

dant’s use of marks SNOW DROP and SKI DROP. Defendant’s motions to dismiss met 
by plaintiff’s motions to dismiss portion of each counterclaim and for summary judg- 
ment. Defendant asserts that it has made no sales in commerce or use of the mark 
SNOW DROP. Plaintiff, by its motion for summary judgment, seeks a determination 
that defendant is not entitled to registration of SKI DROP or SNOW DROP. Where 
Court has jurisdiction, it can determine as a subsidiary issue ownership of the 
mark, but in instant case Court should defer action until remedies in Patent Office 
are exhausted. Motions denied. 


Two actions by Sun Drop Sales Corporation of America v. Seminole 
Flavor Company for trademark infringement. Proceedings suspended. 


John Charles Brezina, John F. Brezina, and Brezina & Buckingham, of 
Chicago, Illinois, and Joseph F. DiRisio and Kelley & DiRisio, of Chat- 
tanooga, Tennessee, for plaintiff. 
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Warren C. Horton, Malcolm McCaleb, and Horton, Davis & McCaleb, of 
Chicago, Illinois, and Robert N. Chambliss and Taber, Chambliss & 
Stophel, of Chattanooga, Tennessee, for defendant. 


Darr, Chief Judge. 

These cases came on for hearing on several motions, some of which 
were passed upon at the oral hearing, but the defendant’s motion to dis- 
miss in Civil Action No. 2981 and the plaintiff’s motions to dismiss a por- 
tion of each counterclaim and for summary judgment in both cases were 
taken under advisement by the Court. 

These are suits involving alleged infringement of the trademark, suN 
DROP, by the Seminole Flavor Company, in that they have used the terms 
SNOW DROP and SKI DROP in violation of the plaintiff’s (i.e. Sun Drop’s) 
rights. The motion to dismiss is accompanied by an affidavit of an officer 
of Seminole showing that (1) there have been no sales in commerce under 
the questioned trademark, SNow pDRoP, and (2) the trademark SNOW DROP 
has not been applied to any goods, labels or advertisements intended to 
be used upon or in connection with the sale in commerce of any goods or 
services. 

These facts as set out in this affidavit are not disputed, but are relied 
upon by the plaintiff in its motion for summary judgment in that case. 
The motions for summary judgment are not directed to the suits for 
infringement, but ask the Court to determine as a preliminary matter that 
the defendant is not entitled to registration of the trademark SKI prop and 
SNOW proP because they have never been used to the extent required by the 
Lanham Act, 15 U.S.C.A., sections 1051 et seq. 

These are infringement suits. When the Court has jurisdiction of 
such a suit it can determine, as a subsidiary matter, whether or not the 
trademark which is the basis of the suit (that is, the trademark alleged 
to be owned by the plaintiff) is owned by the plaintiff and hence is regis- 
terable. Title 15, U.S.C.A., section 1119. Perhaps the Court may take 
jurisdiction merely to pass upon a question of registerability where no 
infringement is involved, but it appears advisable, and perhaps manda- 
tory, in the present cases to defer action until the remedies available in the 
Patent Office have been exhausted. The Commissioner of Patents and his 
assistants are, being experts in this field, far better equipped to pass upon 
that question than this Court. The plaintiff here has already initiated 
actions before the Commissioner and thus has elected to have determina- 
tions made before that tribunal. 

All motions will be denied, and further action in these suits will be 
suspended until the two adversary actions pending before the Commis- 
sioner have been adjudicated, after which, upon motion of either party, 
these suits may be reactivated. 
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WILLIAMSON-DICKIE MANUFACTURING COMPANY v. 
DAVIS MANUFACTURING COMPANY et al. 


No. 12237—C. A. 3— January 20, 1958 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
Parties are both clothing manufacturers and plaintiff claims trademark in- 
fringement of its mark DICKIE’S by defendant’s use of mark DICKIE DAVIS for similar 
goods. Plaintiff had previously successfully opposed defendant’s application to 
register its mark, but defendant continued to use mark. Plaintiff sued and defendant 
counterclaimed for cancellation on the ground that plaintiff’s mark was descriptive 
and is primarily merely a surname. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY OF GOODS 
DICKIE DAVIS is confusingly similar to DICKIE’s when used on similar goods. 
Fact that plaintiff makes play clothes and defendant makes tailored clothes does 
not bar injunction, since trademark owner will be protected in allied fields. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 
Accounting is a form of equitable relief and does not necessarily follow mere 
showing of infringement. But where infringement is shown and competition is 
present, then burden is on infringer to show that profit was not attributable to 
infringing mark, but costs will be denied in the absence of fraud. 


Action by Williamson-Dickie Manufacturing Company v. Davis Manu- 
facturing Company, Solomon Davis, Joseph R. Davis, and David Davis for 
trademark infringement in which defendants counterclaim for cancellation 
of trademark registration. Defendants appeal from District Court for 
Eastern District of Pennsylvania from judgment for plaintiff. Affirmed. 

Case below reported at 47 TMR 624. 


Maxwell L. Davis and Zachary T. Wobensmith II, of Philadelphia, Penn- 
sylvania, for appellants. 

William E. Schuyler, Jr., of Washington, D. C., and Robert B. Frailey, of 
Philadelphia, Pennsylvania (Francis C. Browne and Andrew B. 
Beveridge, of Washington, D. C., and Paul & Paul, of Philadelphia, 
Pennsylvania, of counsel), for appellee. 


Before Maris, KALODNER, and STALEY, Circuit Judges. 


STALEY, Circuit Judge. , 

Two clothing manufacturers are involved in this appeal which pre- 
sents for our consideration the issue of whether the mark DICKIE DAVIS 
infringes the trademark DICKIE’s, and if it does, the subsidiary question of 
whether the infringer should be required to account to plaintiff for the 
profits derived from the wrongdoing. 

The plaintiff is a Texas corporation which manufactures men’s and 
boys’ clothing, including jackets, slacks, coats, and dungarees. These 
products have been sold under the trademark pDICKIE’s, which was registered 
on March 1, 1949, under the provisions of the Lanham Trademark Act, 
15 U.S.C. § 1051 et seq. Defendants are partners in Philadelphia also in 
the business of manufacturing boys’ clothing, some articles in direct com- 
petition with those of plaintiff corporation. In 1951, defendants applied 
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for registration of the mark DIcKig Davis. Plaintiff thereupon opposed the 
registration, and upon defendants’ failure to answer the notice of opposi- 
tion, default judgment was entered against defendants on June 24, 1952. 

Upon advice of counsel, defendants continued to use the mark DICKIE 
DAVIS, and plaintiff brought this infringement action. Defendants counter- 
claimed for cancellation of plaintiff’s registration. 

The district court found that plaintiff’s trademark had been infringed, 
and further that defendants’ counterclaim for cancellation of plaintiff’s 
mark should be dismissed. 

The counterclaim by defendants for cancellation was based upon two 
allegations predicated upon Section 2(e) 1 and 3 of the Trademark Act 
of 1946, 15 U.S.C. § 1052(e); namely, that plaintiff's mark DICKIE’s, is 
(1) merely descriptive or deceptively misdescriptive of the goods, and 
(2) is primarily merely a surname. The objections were adequately an- 
swered by the district court. It said first that there is small likelihood that 
anyone would be deceived by plaintiff’s mark into believing that plaintiff 
manufactured “dickies,” a once-popular false shirt front. Next, the dis- 
trict court properly observed that the name DICKIE is primarily a diminu- 
tive of the given name Richard, rather than a family name. Thus, although 
Dickie was the surname of one of plaintiff’s founders, it was not “primarily 
merely a surname” within the meaning of the statute prohibiting its use 
as a trademark. 

Defendants further question the propriety of registering plaintiff’s 
mark in view of the fact that the word DiIcKEy or a likeness of it may be 
found in other registered marks. It should be noted that those marks 
pointed out by defendants were either expired or applied to women’s 
clothing, certainly not in the same market as the clothing bearing plain- 
tiff’s mark. See Restatement, Torts § 717(2)(c) (1938). 

On the question of the confusing similarity of DICKIE DAVIs to DICKIE’S, 
taking into account the fact that defendants manufactured primarily 


tailored garments, we need add nothing to the excellent discussion of the 
district court, which follows, 112 USPQ 383, 384-385 (47 TMR 624, 626) : 


“In the nature of things, no general principles relating to this 
fact question of confusing similarity can very well be laid down. The 
marks that come before the couris from time to time are practically 
all different, and yet it would not be unhelpful to compare a few cases 
in which judgments have been based upon findings of the likelihood of 
confusion between the trademarks involved. For example, DIANA DEANE 
was held to infringe p1aNa (Bunte Bros. v. Standard Chocolates, Inc., 
45 F.Supp. 478, 53 USPQ 668, 32 TMR 349), c. 1. pavips infringed 
pavips (Thaddeus Davids Co. v. Davids, 233 U.S. 461, 4 TMR 175), 
ERNEST coTy infringed coty (Coty, Inc. v. Parfums de Grande Luze, 
Inc., 298 F. 865, 14 TMR 185, cert. den. 266 U.S. 609) * * * and in the 
Third Circuit DIXIANA and DIXI£ DEW infringed DIXIE BELLE and DIXIE 
BEAU (Century Distilling Co. v. Continental Distilling Co., 196 F.2d 
486, 42 USPQ 348, 29 TMR 457). In this court NEW HOLLAND was held 
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to infringe HOLLAND (Holland Furnace Co. v. New Holland Machine 
Co., 24 F.2d 751). 

“There are, of course, some decisions which are not easy to recon- 
eile with the foregoing. However, a great many of the cases cited by 
the defendants have to do with the effect upon the issue of confusing 
similarity of the fact that the alleged infringer is manufacturing or 
selling goods claimed not to be in actual competition with those of the 
trademark owner. In the present case, there need be little difficulty on 
that score. The plaintiff and the defendants are both manufacturing 
boys’ clothing. True, the defendants confine their line almost entirely 
to what they designate ‘tailored’ garments—a more expensive and 
better quality of clothing than the play suits, work suits, dungarees, 
ete., which constitute the larger part of the plaintiff’s line. However, 
there is some overlapping and, even if there were not, it was held in 
National Dryer Manufacturing Corp. v. The National Drying Ma- 
chinery Co., 228 F.2d 349, 108 USPQ 54 (46 TMR 314), that the trade- 
mark owner will be protected in a field so closely allied to his business 
that he may reasonably be expected to enter into it. If the use of a 
mark by a school for driving instruction infringes it as used by a 
seller of automobile parts or an insurance company (Sears, Roebuck 
and Co. v. Johnson, 219 F.2d 590, 104 USPQ 280, 45 TMR 46) or if hot 
air hand driers are close enough to large specially constructed driers 
for laundries and industrial plants (National Dryer Manufacturing 
Corp. v. The National Drying Machinery Co., supra) or if gin competes 
with bourbon whiskey (Century Distilling Co. v. Continental Distilling 
Co., supra), certainly the manufacturer of one kind of boys’ clothing 
cannot escape a charge of infringement because the plaintiff is prin- 
cipally engaged in manufacturing another kind.” 


There can be no serious question about the confusing similarity of 
defendants’ mark to that of the plaintiff, and the issuance of the permanent 
injunction by the district court was entirely proper. 15 U.S.C. §§ 1114, 
1116. 

It was further ordered by the district court that “defendants account 
to plaintiff for that portion of defendants’ profit attributable to the infring- 
ing use of the trademark DICKIE Davis.” This accounting is strenuously 
opposed by defendants, who contend that the equities of this case do not 
demand that remedy. 

The statutory sanction for ordering an accounting in a suit for in- 
fringement of a trademark registered under the Act is Section 1117 of 
Title 15 of the United States Code: 


“* * * the plaintiff shall be entitled, subject to the provisions of 
sections 1111 and 1114(1) (b) of this title, and subject to the principles 
of equity, to recover (1) defendants’ profits, (2) any damages sus- 
tained by the plaintiff, and (3) the costs of the action.” 


An accounting for profits is a form of equitable relief, and it does not 
follow as a matter of course upon the mere showing of an infringement. 
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It will be denied where an injunction satisfies the equities of a case, as for 
example, where there is a clear showing that no profit was made. Q-Tips v. 
Johnson & Johnson, 206 F.2d 144, 98 USPQ 86 (44 TMR 39) (C.A. 3, 
1953), cert. denied, 346 U.S. 867, 99 USPQ 491 (1953). But the mere fact 
that there is no showing by the plaintiff of actual confusion of source will 
not defeat an accounting. Century Distilling Co. v. Continental Distilling 
Corp., 205 F.2d 140, 98 USPQ 43 (C.A. 3, 1953), cert. denied, 346 U.S. 
900, 99 USPQ 490 (1953). The infringement having been proved, and the 
competitive sales of defendants’ goods bearing the infringing mark having 
been shown, the burden is then upon defendants to demonstrate, if they 
can, that profits were not derived from the infringing use. “The burden 
is the infringer’s to prove that his infringement had no cash value in sales 
made by him.” Mishawaka Rubber & Woolen Mfg. Co. v. 8S. 8. Kresge Co., 
316 U.S. 203, 206-207, 53 USPQ 323, 325 (1942) ; Century Distilling Co. v. 
Continental Distilling Corp., supra, 205 F.2d 140, 98 USPQ 43. Thus the 
defendants here properly have the burden of proving by an accounting 
that there was no profit attributable to the use of the infringing trademark. 
It must also be remembered that defendants are not unwitting or innocent 
infringers. They continued to use their mark even after default judgment 
in the Patent Office was entered against them in 1952. They gambled on 
the advice of counsel that an infringement suit would not be brought 
against them. They lost. Under the circumstances of this case, we cannot 
say as a matter of law that an accounting should not have been ordered. 
Century Distilling Co. v. Continental Distilling Corp., supra, 205 F.2d at 
page 144, 98 USPQ at 46-47. See Restatement, Torts § 747 (1938). 

In the absence of fraud on the part of defendants, the district court 
properly denied plaintiff recovery of litigation expenses. Century Distill- 
ing Co. v. Continental Distilling Corp., supra, 205 F.2d at page 149, 98 
USPQ at 50-51. 

Other points raised by defendants do not require discussion. 

The judgment of the district court will be affirmed. 


UNITED STATES v. FIRST TRUST COMPANY 
OF SAINT PAUL et al. 


No. 15744—C. A. 8—January 23, 1958 


CoPYRIGHTS—TITLE—EVIDENCE 
Action to quiet title to certain historical documents written by William Clark 
of the Lewis and Clark Expedition. Whereabouts of documents unknown for 150 
years, found in attic of Mrs. Foster in desk of General Hammond, and documents 
are claimed by various heirs. Minnesota Historical Society asserts claim for work 
done in arranging, editing and preserving documents, and United States intervenes, 
claiming documents as part of the work product of a military expedition. Trial 
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court held documents to be rough notes of Clark made by him for his own personal 
use and not official papers to which the United States could claim paramount title. 

Since papers were in possession of General Hammond, a presumption of 
ownership arises which government must overcome. 

Letter of instruction of President Jefferson to Lewis indicates that Lewis was 
to keep official records. Also letter of Lewis to Jefferson refers to Clark’s “private 
journal.” Evidence shows that other members of Expedition kept private journals 
to which government made no claim. Decision of trial court based upon substantial 
evidence which is controlling. Affirmed. 


Action by First Trust Company of Saint Paul, as Executor of the Last 
Will and Testament of Sophia V. H. Foster, Deceased v. Minnesota Histor- 
ical Society, Ogden H. Hammond, as Executor of the Last Will and Testa- 
ment of Sophia W. Hammond, Deceased, Ogden H. Hammond and Clarence 
V. S. Mitchell, as Trustees for Margaret Van S. H. Starr, and Harriet K. 
Hammond to quiet title to literary property in which Minnesota Historical 
Society filed third party complaint against Elizabeth F. Vytlacil, Harriet 
F. Bunn, and Roger Sherman Foster and in which United States inter- 
vened. Intervener appeals from District Court for District of Minnesota 
from judgment against United States. Affirmed. 


George Cochran Doub (George E. MacKinnon, Melvin Ritcher, Samuel D. 
Slade, and Marcus A. Rowden, on the brief), for appellant. 

W. Dermot H. Stanley, of New York, N. Y. (McNeil V. Seymour, of St. 
Paul, Minnesota, and Donald F. Hyde and Frederic H. Poor, Jr., on 
the brief), for Hammond, et al. 

David W. Raudenbush and Morgan, Raudenbush, Morgan, Oehler & Davis, 
of St. Paul, Minnesota, for plaintiff. 


Before GARDNER, Chief Judge, and WooprRouGH and VOGEL, Circuit Judges. 


VoGEL, Circuit Judge. 

This action was commenced in Minnesota State District Court to quiet 
title to certain historical documents written in the main by William Clark, 
of the famed Lewis and Clark Expedition. The documents, herein referred 
to as the res, and whose whereabouts were unknown for approximately 150 
years, were found in the attic of the St. Paul, Minnesota, home of a Mrs. 
Sophia V. H. Foster after her death in 1952. They were discovered in 
a desk formerly owned by General John Henry Hammond, Mrs. Foster’s 
father, who died in 1890. The First Trust Company of St. Paul brought 
the action originally as executor of the last will and testament of Mrs. 
Foster, naming the Minnesota Historical Society, the then custodian of 
the papers, and certain descendant and collateral relatives of Mrs. Foster 
as defendants. Some of the individual defendants claimed interest in the 
res through the estate of Mrs. Foster’s mother, Mrs. Sophia W. Hammond. 
The remaining individual defendants claim interests in the res directly 
a defendant because it could claim a lien on the res for labor expended by 
its collating and transcribing the contents of the 67 documents comprising 
through Mrs. Foster’s estate. The Minnesota Historical Society was named 
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the res. This claim of lien was duly asserted in the Society’s answer to the 
original complaint. 

After due notice, the United States intervened in the action, claiming 
paramount title to the res as being a part of the work product of the Lewis 
and Clark Expedition. All of the parties agree that the res is a series of 
original writings on miscellaneous scraps of paper of various sizes and 
that they describe the Expedition’s winter encampment at Camp Dubois, 
near the mouth of the Missouri River, within territorial United States in 
1803-4 and a part of the Expedition’s subsequent exploratory journey 
upon the Missouri River in 1804-5. The documents are almost entirely in 
the handwriting of Captain William Clark, second in command to Captain 
Meriweather Lewis. 

The case was removed from the state court to the United States Dis- 
trict Court for the District of Minnesota on motion of the United States. 
By order of the District Court, a separate trial was first had on the sole 
issue of the Government’s claim of paramount title to the res. In an 
erudite opinion and order, Chief Judge Nordbye, before whom the case was 
tried without a jury, held that the documents in question were rough 
notes of Captain Clark, made by him for his personal use in subsequently 
preparing his own private diary and hence were not an official work 
product of the Lewis and Clark Expedition to which the United States 
could claim paramount title. First Trust Co. of St. Paul v. Minnesota 
Historical Society, D.C. Minn., 1956, 146 F.Supp. 652, 116 USPQ 191. The 
United States has appealed to this court from the findings and judgment, 
making all of the original parties to this action appellees herein. 

If Clark’s notes are the written records of a government officer exe- 
euted in the discharge of his official duties, they are public documents and 
ownership is in the United States. The government concedes that posses- 
sion of the res by General Hammond and his heirs affords a presumption 
of ownership and that the burden of proof is upon the Government to 
establish a superior title. Accordingly, if the Government established that 
these were the written records of a public official made in the discharge 
of the duties of his office, the Government should have prevailed. The 
court held that the Government failed to carry its burden. Whether the 
District Court was clearly erroneous in so concluding is the only issue 
presented on this appeal. Other issues in the case await the outcome hereof. 

The exact nature and historical significance of the documents involved 
and the probable circumstances by which they came into the possession of 
the original parties to this action are fully explained in Judge Nordbye’s 
opinion. First Trust Co. of St. Paul v. Minnesota Historical Society, supra. 
It would be a needless duplication to attempt a complete redelineation of 
these numerous facts. They therefore will be referred to only to the extent 
necessary to reach a determination of this appeal. 

On June 20, 1803, President Thomas Jefferson appointed Meriweather 
Lewis, an army captain on detached service, who was serving as Jefferson’s 
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secretary, to command an expedition, the object of which was “* * * to 
explore the Missouri river, & such principal stream of it, as, by it’s course 
& communication with the waters of the Pacific Ocean, may offer the most 
direct & practicable water communication across this continent, for the 
purpose of commerce.” Jefferson’s letter to Lewis set forth in minute detail 
further objects of the mission and directed the making and preserving of 
a record of observations and notes covering numerous subjects set forth 
therein. He instructed, among other things: 


“Your observations are to be taken with great pains & accuracy, 
to be entered distinctly, & intelligibly for others as well as yourself, 
to comprehend all the elements necessary, with the aid of the usual 
tables, to fix the latitude and longitude of the places at which they 
were taken, & are to be rendered to the war office, for the purpose 
of having the calculations made concurrently by proper persons within 
the U.S. several copies of these, as well as your other notes, should be 
made at leisure times & put into the care of the most trustworthy of 
your attendants, to guard by multiplying them, against the accidental 
losses to which they will be exposed, a further guard would be that 
one of these copies be written on the paper of the birch, as less liable 
to injury from damp than common paper.” (7 Thwaites 248.) 


The instructions contain no reference to others in the party keeping an 
official record, diary or notes. Jefferson directed Lewis to designate some- 
one to succeed him to the command in ease of Lewis’ death. Lewis’ suc- 
cessor was to be “invested with all the powers & authorities given to your- 
self.” Thereafter Lewis invited his friend William Clark to join him in 
the venture, wherefrom came the name now famous in American history 
as the Lewis and Clark Expedition. In addition to Lewis and Clark and 
Clark’s negro slave, the Expedition was made up of three sergeants, one 
corporal and 28 enlisted men, all members of the army and subject to mili- 
tary discipline. That this was an official expedition of the Government of 
the United States there can be no doubt. 

The Expedition’s winter encampment at Camp Dubois extended from 
December 13, 1803, to May 14, 1804. During that period Clark kept rough 
notes pertaining to the activities of the members of the Expedition at Camp 
Dubois. Subsequent to the winter encampment, the Expedition moved up 
the Missouri River to the Mandan villages, near present Mandan and 
Bismarck, North Dakota, where it spent the winter of 1804-5. The Clark 
notes with which we are here concerned include those made at Camp Dubois 
and through the winter encampment at the Mandans until about April 3, 
1805. His subsequent notes, now in private collections, are not involved 
herein. All of these notes were in the handwriting of Captain Clark, 
excepting a few lines in the handwriting of Captain Lewis and some three 
entries by unidentified persons. It is probable that during the winter en- 
campment of 1804 and 1805 at the Mandans Clark transcribed the rough 
notes, ownership of which is in question here, into what Lewis referred to 
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as “Capt. Clark’s private journal.” Lewis wrote to President Jefferson on 
April 7, 1805, and among other things stated: 


“You will also receive herewith inclosed a part of Capt. Clark’s 
private journal, the other part you will find inclosed in a separate tin 
box, this journal (is in it’s original state, and of course incorrect, 
but it) will serve to give you the daily details of our progress, and 
transactions. (Capt Clark does not wish this journal exposed in it’s 
present state, but has no objection, that one or more copies of it be 
made by some confidential person under your direction, correcting it’s 
gramatical errors &c. indeed it is the wish of both of us, that two of 
those copies should be made, if convenient, and retained until our 
return; in this state there is no objection to your submitting them 
to the perusal of the heads of the departments, or such others as you 
may think proper, a copy of this journal will assist me in compiling 
my own for publication after my return.) I shall dispatch a canoe 
with three, perhaps four persons, from the extreme navigable point 
of the Missouri, or the portage between this river; and the Columbia 
river, as either may first happen; by the return of this canoe, I shall 
send you my journal, and some one or two of the best of those kept 
by my men. I have sent a journal kept by one of the Sergeants, to 
Capt. Stoddard, my agent at St. Louis, in order as much as possible 
to multiply the chances of saving something. we have encouraged our 
men to keep journals, and seven of them do so, to whom in this respect 
we give every assistance in our power.” (7 Thwaites 318-19.) 


The record indicates that Captain Lewis, as the leader of the Expedi- 
tion was keeping a record, apparently in accordance with Jefferson’s 
instruction. Clark’s notation in his diary of April 2, 1805, refers to the 
fact that they were writing and preparing dispatches all day. 

An examination of the 67 documents in question here indicates that 
while they do contain much data such as Jefferson requested Lewis to 
gather in his official record, they also carry a great many personal and 
private notations, including information about the receipt of newspapers 
or letters, details of personal illnesses, social engagements, and other such 
items as might not be expected to be found in notes of an official character 
or in an official record. Judge Nordbye found page 660 of 146 F.Supp., 
116 USPQ at 197: 


“Clark’s rough notes, with the exception of some daily entries 
made by Lewis and the incidental writings of others therein, are the 
efforts of a frontier educated man to keep notes of the daily occurrences 
of the Expedition. And when Clark sent his journal or journals to 
the President at Lewis’ request, it seems quite obvious that they were 
furnished to him for his own perusal and not as official documents of 
the Expedition. It was expected that in due time Lewis’ journal for 
that period would be completed.” 


The trial court pointed out that a number of other members of the Expedi- 
tion kept personal diaries or notes and observations and that the Govern- 
ment made no claim to them whatsoever. Clark bought Sergeant Ordway’s 
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journal when publication of the Lewis and Clark Expedition papers and 
documents was being furthered by him. The District Court found, 146 
F.Supp. 652, 667, 116 USPQ 191, 203: 


“That he (Clark) intended to retain exclusively for himself not 
only the rough notes in controversy, but no doubt much other material 
accumulated by him on the Expedition seems evident. For instance, 
his journals and diaries of this Expedition from April 7 to July 3, 
1805, September 11 to December 31, 1805, January 30 to April 3, 1806, 
and April 4 to June 6, 1806, as well as sundry notes of various kinds 
such as a first draft of entries from April 16 to 21, 1806, were found 
in 1903 by Thwaites in what now is known as the Clark-Voorhis collec- 
tion, all of which were then in the possession of Clark’s descendants.” 


The District Court concluded that the documents in question were 
the private and personal writings of Captain Clark, unofficial in character 
and therefore not the work product of a government representative engaged 
in the performance of his duties. 

As stated, the appeal here raises only one question: Was the trial 
court clearly erroneous in finding that the papers were written for Captain 
Clark’s private use only and that accordingly the Government had not 
sustained the burden of proof establishing its claim to them? Whatever 
view this court might take of the ownership of the Clark papers is not 
material to our decision in this case. We may not substitute our judgment 
for that of the finder of the facts. Rule 52(a) F.R.C.P., 28 U.S.C.A. The 
view of this court on the applicability of Rule 52(a) in nonjury or jury: 
waived cases is summarized in Commercial Standard Ins. Co. v. Maryland 
Cas. Co., 8 Cir., 1957, 248 F.2d 412, 416: 


“In a nonjury case, this Court may not set aside a finding of 
fact of a trial court unless there is no substantial evidence to sustain 
it, unless it is against the clear weight of the evidence, or unless it was 
induced by an erroneous view of the law.’ Pendergrass v. New York 
Life Ins. Co., 8 Cir., 1950, 181 F.2d 137, Cleo Syrup Corp. v. Coca-Cola, 
8 Cir., 1943, 139 F.2d 416, 417, 418, 150 A.L.R. 1056, 60 USPQ 98, 100 
(34 TMR 34), certiorari denied, 1944, 321 U.S. 781, 64 S.Ct. 638, 88 
L.Ed. 1074, 60 USPQ 578. See United States v. Springfield Fire & 
Marine Ins. Co., 8 Cir., 1953, 207 F.2d 935. See also Wright, The 
ime.” Omniscience of Appellate Courts, 41 Minn.L.Rev. 751, 771 
(1957).” 


We think that without additional reference it has already been demon- 
strated that Judge Nordbye’s conclusion as to the privacy of the Clark 
papers is based upon substantial evidence. It is patent from the record 
that Lewis thought the Clark “journals,” which may have been made from 
the rough notes in question here or may have been the notes themselves, 
were “private” and in sending them to President Jefferson gave him 
instructions as to limitations on their use which the President observed. 
Apparently then not only Clark himself but Lewis and Jefferson believed 
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the papers to be the personal property of Captain Clark. In addition 
thereto, the character of the documents themselves, viewed in light of the 
fact that Captain Lewis, head of the Expedition, was making an official 
record, lend credence to the trial court’s view that they were private as 
opposed to official records. 

There is some indication here that General Hammond, in whose desk 
the papers apparently remained for at least 60 years, and probably much 
longer, might have obtained them from the office of an Indian Agency with 
which Clark had at one time been connected, and the Government argues 
that it, then, “* * * had a right to possession superior to that of the Ham- 
monds who, it bears repeating, are unrelated and complete strangers to 
Clark.” The trial court very properly held, 116 USPQ at 204: 


“The position of the Government in claiming title to these papers 
in controversy upon the assumption that General Hammond wrong- 
fully abstracted them from the Lawrence, Kansas, office in 1878, is too 
tenuous and speculative to provide a basis for factual finding to title 
in the Government.” 


We find that the conclusions of the trial court are based on substantial 
evidence, are not against the clear weight of the evidence, and were not 
induced by an erroneous view of the law. 

Affirmed. 


G. D. SEARLE & CO. v. CHAS. PFIZER & CO., INC. 
No. 53 C 2407 —D. C., N. D. Ill., E. Div. — February 3, 1958 


CoMMON LAW TRADEMARKS—CONFUSINGLY SIMILAR MARKS 
Action by prior user of DRAMAMINE to enjoin defendant’s use of BONOMINE, 
both used for motion sickness remedies. Both products stem from organic amines. 
Many drugs contain “amine” suffix. Confusion deemed unlikely since physicians, 
druggists and customers generally use high degree of care when purchasing medi- 
cines. Charge of trademark disparagement is dismissed where particular advertise- 
ment was due to error of trade publication. Dismissed. 


Action by G. D. Searle & Co. v. Chas. Pfizer & Co., Inc., for trademark 
infringement and unfair competition. Complaint dismissed. 
See also 45 TMR 540, 46 TMR 586. 


Stuart 8. Ball, Richard J. Flynn, William T. Woodson, Lewis 8. Garner, 
Sidley, Austin, Burgess & Smith, and Woodson, Pattishall & Garner, 
of Chicago, Illinois, for plaintiff. 

Arthur G. Connolly, Werner H. Hutz, and Connolly, Cooch & Bove, of 
Wilmington,. Delaware, Thomas J. Connors, of Brooklyn, N. Y., and 
William J. Marshall, Jr., and Haight, Lockwood & Simmons, of Chi- 
cago, Illinois, for defendant. 


Knocu, District Judge. 
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FINDINGS OF Fact 


1. Plaintiff is a corporation of Illinois, with its principal place of 
business at Skokie, Illinois. Defendant is a corporation of Delaware, with 
the principal place of business at Brooklyn, New York. 


2. The amount in controversy between the parties exceeds the sum 
of $3,000, exclusive of interest and costs. 


3. This is an action for trademark infringement and unfair competi- 
tion based upon the alleged violation of plaintiff’s rights in the DRAMAMINE 
trademark because of defendant’s use of its BONAMINE trademark. Both of 
these trademarks are applied to pharmaceutical products which may be 
described as antihistamines which are used as motion sickness remedies. 


4. In 1947, plaintiff developed a pharmaceutical product, the descrip- 
tive name of which is dimenhydrinate. 


5. On March 3, 1949, dimenhydrinate was released for sale on pre- 
scription. 
6. Since 1949, plaintiff has manufactured, distributed, and sold, and 


is now selling, dimenhydrinate as a remedy for the prevention and treat- 
ment of motion sickness. 


7. Plaintiff has sold dimenhydrinate under the trademark DRAMAMINE 
since the product was first released for sale. 


8. On or about December 1, 1953, defendant’s motion sickness remedy, 
parachloramine, was released for sale upon prescription under the name 
BONAMINE. 


9. The products in issue are both members of the large and well- 
known chemical class of organic amines. The record shows that numerous 
products which have been sold in drugstores for years contain the amine 
suffix. Some of those products are antihistamines and some of them are 
motion sickness remedies. Some antihistamines are useful as motion sick- 
ness remedies. 


10. The words BONAMINE and DRAMAMINE are unlike. As plaintiff 
argued that the two words represented sounds which were acoustically 
similar and often confused, the Court devoted close attention to the two 
words as variously pronounced by counsel and witnesses throughout the 
proceedings. It is the finding of the Court that plaintiff’s view is not sup- 
ported by the evidence. 


11. Plaintiff had knowledge of defendant’s intention to adopt BONA- 
MINE as a trademark for an antihistamine months before defendant com- 
mitted itself to this mark. 
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12. On or about November 10, 1954, plaintiff was authorized by the 
Food and Drug Administration to sell the product sold under the trade- 
mark DRAMAMINE over the counter with prescription. 


13. On or about November 29, 1955, defendant was authorized by 
the Food and Drug Administration to sell the product sold under the 
trademark BONAMINE over the counter without prescription. 


14. Although neither of the tablets is particularly distinctive in 
appearance, they do differ from each other in color and size. The packag- 
ing also differs. It is plaintiff’s contention that a confusing similarity 
exists, not in physical appearance or dress, but between the spoken sound 
and the appearance in print of the coined words constituting the two 
trademarks. 


15. Physicians, pharmacists and users of medicine generally exercise 
a high degree of caution. Medicines for internal consumption to alleviate 
ills (as contrasted with confections or cleaners, for example) are purchased 
with great care. 


16. The charge of trade disparagement is based upon an error in one 
of defendant’s advertisements, which is attributable to an employee of an 
independent trade publication in which the advertisement appeared. The 
same advertisement, free from the error in question, appeared in numerous 
other trade publications at about the same time. There was no reference 
to plaintiff or its product in the erroneous advertisement, and the state- 
ment of which complaint is made, while not completely accurate, was within 
the bounds of permissible “puffing.” Plaintiff was not damaged by this 
advertisement. 


CONCLUSIONS OF LAW 


1. The Court has jurisdiction of the parties and of the subject-matter 
of this action. 


2. Defendant has not infringed plaintiff’s DRAMAMINE trademark or 
unfairly competed with plaintiff. 


3. Plaintiff’s charge of trade disparagement is without merit. 


4. The complaint should be dismissed. 


FISHLER et al. v. TWENTIETH CENTURY-FOX 
FILM CORPORATION 


No. 19102-T —D. C., S. D. Calif. Central Div. — February 7, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—SECONDARY MEANING 
Action for unfair competition based on defendant’s use of the title THE VIRGIN 
QUEEN for a motion picture, claiming infringement of plaintiff’s rights in the title 
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of plaintiff’s play VIRGIN QUEEN which was never produced but was advertised. 
Plaintiff claims its title had acquired a secondary meaning, but one may not 
monopolize words in common usage, and the title stems from a well-known historical 
personage. Evidence shows that plaintiff failed to establish any secondary meaning 
in title, and defendant is allowed its costs. 
CourTS—J URISDICTION 
Jurisdiction is based on diversity; court must follow state law. 


Action by Maz Fishler and Joaquin del Rio v. Twentieth Century-Fox 
Film Corporation for misappropriation of title to play. Judgment for 
defendant. 


Jerome Weber, Reuben Rosensweig, and Jack Altman, of Los Angeles, 
California, for plaintiffs. 

Musick, Peeler & Garrett, Harold F. Collins, and John P. Pollock, of Los 
Angeles, California, for defendant. 


TOLIN, District Judge. 

The Complaint pleads two causes of action. Each is an alternate way 
of stating the same claim. Plaintiffs contend that they are the authors of 
a play based on the life of Queen Elizabeth and entitled VIRGIN QUEEN. 
They contend that because of the widespread distribution of their play 
among the trade, that the title viRGIN QUEEN has acquired secondary mean- 
ing, to wit, that among writers, producers, actors, and others associated 
with the motion picture and theatrical producing, exhibiting and viewing 
fields, there was a secondary meaning to the words “virgin queen,” that 
secondary meaning being that it was the title of the play or story written 
by plaintiffs. The gist of each cause of action is that the use of said title 
in the motion picture industry by defendant was in derogation of plain- 
tiff’s property rights therein. Plaintiffs claimed that their authorship was 
completed on the 5th of April, 1953, and that on the 23rd of April, 1953, 
a letter was sent to all the major motion picture studios including that of 
defendant informing the studios that the Plaintiffs have written a play 
entitled VIRGIN QUEEN. Plaintiffs’ play was never performed and has not 
been the subject of more than very slight publicity. The alleged violation 
of plaintiffs’ property rights in said title was the release by defendant 
for public distribution of a motion picture produced by defendant and 
bearing the title THE VIRGIN QUEEN. Said motion picture was released for 
public distribution on or about the 5th of August, 1955. There is no claim 
that the play of plaintiffs has been appropriated. The two causes of action 
are based upon plaintiffs’ supposed ownership of the title of their play 
or story. 

The legal principles involved are so well established that it will suffice 
to quote from one of the leading California’ Supreme Court decisions :? 


1. Jurisdiction of this Court is based upon diversity of citizenship and this Court 
must follow the law of California Guaranty Trust Co. v. York, 326 U.S. 99. Erie Rail- 
road Co. v. Tompkins, 304 U.S. 64. 

2. Jackson vy. Universal International Pictures, Inc., 36 Cal.2d 116, 87 USPQ 
131, 134. 
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“An author of a play has no inherent right in the title to his 
production Paramore v. Mack Sennett, Inc., 9 F.2d 66, 67; Martenet 
v. United Artists Corp., 56 F.Supp. 639, 640, 62 USPQ 148. Only 
when the title has acquired a secondary meaning identifying it in the 
public mind with the play is he entitled to its exclusive use. Warner 
Bros. Pictures v. Majestic Pictures Corp., 70 F.2d 310, 311, 21 USPQ 
405, 406 (24 TMR 263) ; Amusement S. Corp. v. Academy Pictures D. 
Corp., 162 Misc. 608; see Nims, Unfair Competition and Trademarks 
[4th ed. 1947], § 274-a. Therefore, regardless of any deliberate use 
by Universal of SLIGHTLY SCANDALOUS with knowledge of Jackson’s 
prior use, he is not entitled to damages unless his literary product had 
acquired a secondary meaning. 

“There is no initial property right in household semantics or 
words which are merely descriptive, fanciful or geographic in nature. 
G. & C. Merriam Co. v. Saalfield, 198 F. 369, 373 (2 TMR 443). How- 
ever, if words have been used by an author or manufacturer in such a 
manner that the public has learned to associate them with the product, 
book or play, they acquire a ‘secondary meaning.’ This principle, which 
was first applied in trademark cases, renders the words or symbols 
protectible and transferable because of that association. A play may 
become known to the public by its title, which thereby acquires a sec- 
ondary meaning and attains a protectible status. Manners v. Triangle 
Film Corp., 247 F. 301 (8 TMR 180) ; Hemingway v. Film Alliance of 
United States, Inc., 174 Mise. 725, 46 USPQ 568 (30 TMR 593). 

“In Johnston v. Twentieth Century-Fox Film Corp., 82 Cal.App. 
2d 796, 813, 76 USPQ 131, 139, the court stated, ‘The question whether 
a title has acquired a secondary meaning is one of fact.’ Other deci- 
sions to the same effect are International Film Service Co., Inc. v. 
Associated Producers, Inc., 273 F. 585 (11 TMR 238); Bayer Co. v. 
United Drug Co., 272 F. 505, 509 (11 TMR 178) ; Saland v. Monogram 
Pictures Corp., 67 N.Y.S.2d 4386; Hemingway v. Film Alliance of 
United States, Inc., 174 Mise. 725, 46 USPQ 568 (30 TMR 593). The 
Restatement of the Law of Torts, in stating this rule, adds: ‘No par- 
ticular period of use is required.’ (§ 716b.)” 


The title of both plaintiffs’ play and defendant’s motion picture is so 
well-known independently of either production that it is commonly asso- 
ciated by even moderately educated people with the history of the partic- 
ular Queen who is the subject of both plays. Aside from this historical 
meaning the evidence discloses that the words “Virgin” and “Queen” have 
meanings to the uneducated public, none of the meanings bringing to mind 
plaintiffs’ play. While it is true that a very well-known word or group of 
words might acquire a secondary meaning, it is equally true that if the 
primary meaning is strong the acquisition of secondary meaning requires 
greater association of the words to the secondary meaning than if the 
primary meaning be but little known. 

The evidence in this case shows some effort by plaintiffs to acquaint 
persons in the motion picture industry with their production. The effort 
was not notably successful and although plaintiffs worked diligently in 
their efforts, said efforts were fruitless. The Court is convinced that none 
except the plaintiffs and their immediate agents ever associated the title 
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VIRGIN QUEEN with plaintiffs’ play. To create a secondary meaning there 
must be the establishment of more knowledge of the title and association 
of it with the author’s product than plaintiffs have shown in this case. 
It is ordered that the plaintiffs take nothing by their action and that 
defendant have judgment for its costs. 
Counsel for defendant may submit findings of fact, conclusions of 
law and judgment accordingly. 


MEYER CHEMICAL COMPANY v. ANAHIST CO., INC. 
(WARNER-LAMBERT PHARMACEUTICAL COMPANY, 
assignee, substituted) 


No. 6415—C. C. P. A.—February 18, 1958 


TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 21 
On appeal from Commissioner’s decision appellee moves, pursuant to Rule 13, 
to correct diminution of record, based on the omission from the printed record of 
testimony of witnesses on the ground of irrelevancy. Rules provide that appellant 
must file certified copy of record which shall consist of “so much only of the evi- 
dence as may be necessary to a decision,” but this is not authority for ex parte 
omission by appellant of parts it deems unnecessary if appellee deems otherwise 
and proceeds by motion to include the omitted parts. 
CoURTS—APPELLATE PROCEDURE 
CourTsS—CosTs 
Costs of printing omitted, material will await final decision. 


Opposition proceeding No. 33,052 by Anahist Co., Inc. (Warner- 
Lambert Pharmaceutical Company, assignee, substituted) v. Meyer Chem- 
ical Company, application Serial No. 630,196 filed May 24, 1952. Applicant 
appeals from decision of Commissioner of Patents sustaining opposition. 


Appellee moves to correct diminution of record. Motion granted. 
Case below reported at 47 TMR 1546. 


Margaret Laurence, of Washington, D. C., and Dean Laurence, of Jackson, 
Mississippi, for appellant. 

Albert H. Graddis, of Yonkers, N. Y., for appellee. 

Before JOHNSON, Chief Judge, and O’CONNELL, WoRLEY, and Ricu, Asso- 
ciate Judges. 


RicuH, Judge. 

In this appeal by the applicant from the Commissioner’s decision (114 
USPQ 354 (47 TMR 1546) ) in a trademark opposition appellee has moved, 
pursuant to Rule 13 of this court, to correct diminution of the record. 

It appears from the affidavit of appellee’s attorney in support of the 
motion that appellant has omitted from the transcript of the Patent Office 
record filed in this court substantial parts of the testimony of three wit- 
nesses and two exhibits, which appellee desires to have certified to us by 
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the Patent Office for inclusion in the record on appeal. It is made to 
appear that of 16 pages of the testimony of one witness only 3 have been 
included by appellant; only 1 out of 11 pages of the testimony of a second 
witness; and only 1 out of 6 pages of the testimony of a third. Appellee 
asserts that the omitted matter is material and necessary to the fair trial 
of this appeal on the merits and that the matter included is out of context 
and thereby misleading in its import. 

Appellant, who omitted the foregoing evidence in having the record 
prepared, opposes the motion except as to 3 pages of testimony, asserting 
as to the various other items (a total of about 25 pages and two exhibits) 
that the testimony is either not necessary or irrelevant. We can see that 
if we are to give proper consideration to the issues on appeal it may be 
necessary for us to pass on these assertions of irrelevancy or lack of 
necessity and this we cannot do unless the evidence is before us. Further- 
more, we have serious doubts that much of the omitted testimony is truly 
irrelevant. 

Section 21 of the Trademark Act of 1946 makes the conditions, rules 
and procedure prescribed for patent appeals applicable. 35 U.S.C. 144 
says that we shall determine appeals “on the evidence produced before 
the Patent Office.” 35 U.S.C. 143 provides that: 


The Commissioner shall transmit to the court certified copies of 
all the necessary original papers and evidence in the case specified 


by the appellant and any additional papers and evidence specified by 
the appellee * * *. (Emphasis ours.) 


The duty is on the appellant in the first instance to file in this court 
with its petition of appeal what our Rule 25 refers to as “a certified copy 
of the record in the proceeding.” Part (3) of said rule provides for the 
omission of certain formal headings and the like by the Patent Office, in 
making up the transcript, and in paragraph (e) says, in part: 


Further to reduce the costs of appeals, it shall be permissible 
for counsel for the respective parties * * * to agree upon a statement 
of the facts of the case, setting forth the questions raised on appeal 
and so much only of the evidence as may be necessary to a decision of 
such question. (Emphasis added.) 


This is not authority, however, for the ex parte omission by appellant 
of parts of the record, for the purpose of reducing costs or otherwise, on 
the mere belief that they are unnecessary or irrelevant. If appellant omits 
anything, the appellee has the right to move that it be included. In doing 
so, an appeal having been taken, appellee is subject to the rules of this 
court and must comply with Rule 13, entitled “Diminution of Record.” 
This rule requires the making of a motion in writing and a showing by 
affidavit (1) of the facts on which the motion is founded, (2) that “the 
omitted matter is material and necessary to the fair trial of the case on 
its merits and (3) that the suggestion [i.e. request for addition] is not 
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made for delay * * *.” Appellee has complied with the rule and is there- 
fore entitled to the addition. The shortening of records and the reduction 
of what must be printed is highly desirable and is perhaps best effected by 
agreement of counsel. Issues often drop out of a case by the time it reaches 
this court on which testimony has been taken which need not be considered 
and can beneficially be omitted. On the other hand it is not for one party 
to say that testimony shall be left out because he thinks it is irrelevant 
or because he does not contest what it proves. It is reason enough to 
include it that the other party asserts that it is relevant. Otherwise the 
appellant could expurgate the record to suit his strategy. For example, 
this is an opposition to the registration of ALMEHIST by the admitted owner 
of the mark ANAHIST. Appellant’s stated objections to the additions re- 
quested indicate that it is omitting appellees testimony relating to “super- 
Anahist” on the theory it is irrelevant. Without prejudging that eviden- 
tiary point, it is clear that if this testimony were deleted we would be 
considering the issue before the Patent Office on a record quite different 
from the record before it, yet we are to determine the appeal on the evi- 
dence produced before the Patent Office. 
Rule 13, however, contains this further provision: 


The costs for printing such additional matter when inserted upon 
motion of appellee, may, in the discretion of the court, be assessed on 
final decision. 


In answer to appellant’s arguments that we need not consider the 
omitted testimony to decide the issues, we note that Rule 13 leaves open 
to it the right to try to establish the truth of that contention to our satis- 
faction with a consequent possible assessment of the cost of printing the 
added matter against the appellee. 

Appellee’s motion to correct diminution of the record is granted, the 
cost of printing appellee’s additions to be assessed on final decision. 


EX PARTE PARAMOUNT TRADING 
& SALES CORPORATION 


Commissioner of Patents — December 10, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register ZEIKA as a trademark for optical equipment for use 
with cameras and projectors. The evidence shows applicant uses its mark in a 
script similar to that of LEICA and registration is refused on the basis of the LEICA 
registration since confusion would be inevitable. 


Application for trademark registration by Paramount Trading and 
Sales Corporation, Serial No. 12,964 filed July 27, 1956. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 


Thomas W. Secrest, of Seattle, Washington, for applicant. 
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LEEDS, Assistant Commissioner. 

An application has been filed by Paramount Trading and Sales Cor- 
poration to register ZEIKA as a trademark for “optical equipment for use 
with cameras and projectors such as projector lenses, movie lenses, movie 
wide screens, lenses, viewer lenses, tripods, camera bags, and accessories 
for cameras and projectors.” Use since April 14, 1956 is asserted. 

Registration has been refused on the ground that applicant’s mark, 
when applied to its goods, so resembles LEICA, previously registered for 
cameras and camera lenses,’ as to be likely to cause purchaser confusion, 
mistake or deception. 

Applicant has appealed. 

The specimens submitted by applicant show the following display of 
its mark: 


cika 


The registered mark is: 


Ries. 


The goods of the applicant are the same as, or closely related to and asso- 
ciated with, the goods of the registrant. 

Applicant’s mark sounds remarkably like the registered mark, and 
it is apparent from the above reproductions that it has remarkable similari- 
ties in appearance to the registered mark. 

The registered mark is a celebrated or famous mark, and it is unlikely 
that any person in any industrial country of the world who enters the 
field of manufacture of optical or photographie goods would be unfamiliar 
with the mark. In light of this consideration, applicant’s explanation of 
the origin of the mark presented for registration fails completely to carry 
conviction. According to the record, the “origin” of applicant’s mark is 
as follows: 


“The mark ZEIKA is a contraction of two names. A number of 
years ago a Japanese citizen by the name of Kajiro was studying 
optics in Germany. A Jewish citizen of Germany by the name of 
Zeiran befriended this Japanese citizen. A few years later Mr. Zeiran 
moved to Japan and established business relations with Mr. Kajiro. 
In time they brought out optical equipment and applied the name 
ZEIKA to this equipment. As is appreciated, the zZEI are the first three 
letters of Mr. Zeiran’s name, and Ka are the first two letters of Mr. 
Kajiro’s name. The contraction of these letters gave the mark ZEIKA.” 


1. Reg. No. 557,751, issued Apr. 15, 1952. 
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It does not appear what, if any, connection Mr. Kajiro or Mr. Zeiran has 
with applicant or with the products which applicant sells under the mark 
ZEIKA. 

There are such obvious resemblances in the mark sought to be regis- 
tered and the mark already registered that when they are applied to the 
same or related goods, purchaser confusion, mistake or deception, or all 
three, would be inevitable. 

The Examiner of Trademarks properly refused registration, and his 
refusal is affirmed. 





EX PARTE THE UNITED STATES BEDDING COMPANY 


Commissioner of Patents —December 10, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant seeks to register DAVENBED for convertible sofas and registration is 
refused on the basis of the registration for DAV-N.BED. Since the goods are the 
same, confusion is deemed inevitable. 


Application for trademark registration by The United States Bedding 
Co., Serial No. 668,059 filed June 10, 1954. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 


Ooms, McDougall, Williams & Hersh, of Chicago, Illinois, for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed by The United States Bedding Co. to 
register DAVENBED for convertible sofas, use since September 1, 1930 being 
asserted. 

Registration has been refused on the ground that applicant’s mark, 
when applied to its goods, so resembles DAV-N-BED, previously registered 
for a sofa so constructed as to serve as a bed at night,’ as to be likely to 
cause confusion, mistake or deception of purchasers. 

Applicant has appealed. 

The record shows that a short time after registration was first refused 
by the Examiner of Trademarks, applicant filed a petition to cancel the 
cited registration, and further action on the application was suspended 
pending termination of the cancellation proceedings. The cancellation peti- 
tion was ultimately dismissed, the parties having agreed that “there is 
sufficient difference in the marks to avoid confusion.” Applicant called 
to the attention of the Examiner of Trademarks the terms of the agree- 
ment and the Examiner of Interferences’ dismissal of the cancellation pro- 
ceeding and requested allowance of registration on this application. The 
examiner then held: 


1. Reg. No. 524,718, issued May 2, 1950. 
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“In regard to the agreement between the parties * * *, the public 
interest is paramount to the interest of the parties. In the opinion of 
the examiner, there is a strong likelihood of confusion between the 
marks DAVENBED and DAvV-N-BED. The marks are practically identical 
in sound and significance and both marks are used on sofas. 

“Registration accordingly, stands refused on Reg. No. 524,718.” 


For all practical purposes, the marks are the same and the goods are 
the same. Under such circumstances, it is not seen how purchaser con- 
fusion, mistake or deception could be avoided if, in fact, applicant and 
registrant use DAVENBED and DAV-N-BED, respectively, as trademarks and 
not, as the specimens indicate, as the common descriptive name of the goods. 

Applicant argues that “ * * * in trademarks such as this the marks are 
important more for their appearance than their sound. From the stand- 
point of appearance, recognized differences exist sufficient to avoid the 
possibilities of confusion.” It does not appear why appearance is more 
important but it is true that there are some insignificant differences in 
appearance. If the labels bearing the words are placed side by side, the 
marks might be distinguished, but people do not buy sofas by comparing 
labels side by side. The argument is unconvincing. 

The Examiner of Trademarks properly refused registration, and his 
refusal is affirmed. 





EX PARTE A. RUSSO & SONS 


Commissioner of Patents — December 11, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant seeks to register RUSSO and a design for use in connection with 
Mozzarella cheese and registration has been refused by the Examiner on the basis 
of a prior registration for RUSSO’s for alimentary pastes and spaghetti. Refusal 
of registration is affirmed since confusion is inevitable as both products are sold 
through the same outlets. 


Application for trademark registration by A. Russo & Sons, Serial No. 
1,983 filed February 2, 1956. Applicant appeals from decision of Examiner 
of Trademarks refusing registration. Affirmed. 


C. P. Goepel, of New York, N. Y., for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register RUSSO, displayed on a scroll, 
for “Mozzarella cheese, pressed into square shape wrapped in hermetically 
sealed glassine paper wrappers,” use since January of 1954 being asserted. 

Registration has been refused on the ground that applicant’s mark so 
resembles RUSSO’S, previously registered for alimentary pastes' and for 


1. Reg. No. 382,621, issued Nov. 5, 1940. 
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spaghetti, macaroni, egg noodles, tomato paste and canned tomatoes,” as to 
be likely, when applied to cheese, to cause purchaser confusion. 

Applicant has appealed. 

It appears that applicant’s commercial name is A. RUSSO & SONS and the 
registrant’s commercial name is A. RUSSO & CO. 

The specimens filed with the application are wrappers for applicant’s 
cheese, and they show, in addition to the mark presented for registration, 
the following: “The same ‘Old Italian Style’ Mozzarella in a New con- 
venient shape.” There are also recipes for Cheese Frankfurters and for 
Mozzarella in Carozza, or minute pizza, printed on the wrapper. 

Considering the fact that spaghetti, macaroni, egg noodles, tomato 
paste, canned tomatoes and Italian style cheese are sold in the same retail 
outlets and are associated in purchase as well as in use, it seems self-evident 
that average purchasers will inevitably assume that Russo cheese [sold by 
A. Russo & Sons] and russo’s alimentary pastes, tomato paste and canned 
tomatoes [sold by A. Russo & Co.] have a common origin. 

Applicant has argued at length about the “novel and unique shape” 
of applicant’s cheese as compared with “the indefiniteness in shape” of an 
alimentary paste, tomato paste or canned tomatoes, and contends that 
the goods “could well be classed as in different trade classes.” Since appli- 
cant seeks to register RUSSO and not the “novel and unique shape” of pieces 
of cheese, the relevancy of the argument does not appear. 

The Examiner of Trademarks properly refused registration, and his 
refusal is affirmed. 





EX PARTE THE MICHIGAN STATE BOARD 
OF ALCOHOLISM 


Commissioner of Patents — December 12, 1957 


REGISTRABILITY—MISREPRESENTATION 
REGISTRABILITY—PROHIBITED MARKS 
Applicant seeks to register the mark and design MICHIGAN ALCOHOLISM REVIEW 

in which part of the design incorporates a seal similar to the insignia of the State 
of Michigan. The Examiner held the seal portion unregistrable and required removal 
of the center portion but since the portion of the insignia in question is not the 
coat of arms and the seal does not falsely represent connection with the State of 
Michigan, the registration as sought does perform the function of identifying 
applicant’s publication and distinguishing it from publications issued by others 
and is, therefore, registrable. 


Application for trademark registration by The Michigan State Board 
of Alcoholism, Serial No. 5,441 filed March 29, 1956. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Reversed. 





2. Reg. No. 536,519, issued Jan. 16, 1951. 
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Warren C. Horton and Horton, Davis, Brewer & Brugman, of Chicago, 
Illinois, for applicant. 


LEEDS, Assistant Commissioner. 
An application has been filed by The Michigan State Board of 
Alcoholism to register as a trademark for a publication the following: 





Use since October 1, 1955 is asserted. 
In the drawing as originally filed, the seal appeared : 





The examiner held the seal to be “the insignia of the State of Michigan and 
hence unregistrable under Section 2(b)” and required removal of the 
center portion of the seal. The drawing was amended to meet the require- 
ment. 

The Examiner of Trademarks then refused registration on the ground 
that the matter presented for registration is merely descriptive of the 
periodical, and applicant has appealed. 

Applicant is a duly organized commission of the State of Michigan 
appointed by the Governor with the approval of the Senate. 

In response to the examiner’s requirement that the inner portion of 
the seal be removed from the drawing, the applicant stated: 


“* * * The seal appearing on the drawing is not the Seal of the 
State of Michigan and it clearly appears around the inner circle of 
the seal that it is the insignia of the applicant. 

“The figures enclosed within the inner circle are, it is true, very 
closely associated with the State of Michigan, but it is not of itself the 
State Seal nor exclusively usable by the State of Michigan except, of 
course, when it might form a part of the great Seal. Actually, the 
standing stags, the eagle, the shield, and the Latin phrase itself are 
in common use, referring to Michigan directly or indirectly, but not 
necessarily in an official manner. 

“Applicant is willing to disclaim the portion within the inner 
circle of the seal symbol separate and apart from the trademark in 
its entirety, but it is not believed that it would be proper or neces- 
sary for such portion to be removed from the drawing. The examiner 
is respectfully requested to reconsider this requirement.” 


The action of the examiner on this request was as follows: 


“The requirement for removal of the seal from the drawing is 
repeated. The statute expressly prohibits registration of a mark which 
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consists of or comprises the coat of arms of any State, and the exam- 
iner is without authority to waive such requirement. The fact that 
applicant has the right to use such coat of arms does not necessarily 
entitle it to registration.” 


This action overlooks the fact that applicant’s mark as used does not 
consist of or comprise the coat of arms or the great Seal of the State of 
Michigan. It contains matter which suggests that the user of the mark is 
in some way connected officially with the State of Michigan, but this is 
not a false suggestion. Applicant, in fact, is an official State commission. 

Since the impression created by the mark shown on the drawing as 
amended differs materially from the mark as used, the drawing will be 
restored to its original form by the Patent Office, and applicant is given 
leave to enter a disclaimer of the center portion of the seal in the event 
the examiner is of the opinion that because the matter is admittedly in 
common use, it is unregistrable and disclaimer is therefore required by 
Section 6 of the statute. 

The word portion of the mark presented for registration has some 
descriptive qualities in so far as its use as the title of a publication dealing, 
at least in part, with alcoholism is concerned, but it also unquestionably 
performs the function of identifying applicant’s publication and dis- 
tinguishing it from publications issued by others. It is, therefore, not 
merely descriptive within the purview of Section 2(e) of the statute. 
Applicant has submitted a proposed amendment disclaiming REVIEW, but 
since this word forms a part of the unitary title, MICHIGAN ALCOHOLISM 
REVIEW, the disclaimer is unnecessary, and the amendment is not entered. 

The decision of the Examiner of Trademarks is reversed; and after 
the drawing has been corrected, and any amendment consistent herewith 
has been entered, the mark should be published in accordance with Sec- 
tion 12(a). 


EX PARTE STEAK N SHAKE, INC. 


Commissioner of Patents —December 12, 1957 


REGISTRABILITY—LAUDATORY MARKS 
REGISTRATION PROCEDURE—APPLICATION—EVIDENCE 
Application to register the phrase IT’S A MEAL as a mark for restaurant services 
and registration is refused on the grounds that it is merely an advertising slogan 
used as an informative statement. Affidavits offered by applicant as to what cus- 
tomers think when seeing the phrase IT’s A MEAL are not entitled to any weight. 


Application for service mark registration by Steak n Shake, Inc., 
Serial No. 694,521 filed September 12, 1955. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 


James R. McKnight, of Chicago, Illinois, for applicant. 
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LEEDs, Assistant Commissioner. 
An application has been filed by Steak n Shake, Inc., to register the 
phrase IT’s A MEAL as a mark for restaurant services. Use since February 1, 


1936 is asserted. 

Registration has been refused on the ground that the phrase is adver- 
tising puffery suggesting that the food served by applicant is an ample 
portion, and the record fails to show that it identifies applicant’s services 
and distinguishes them from those of others. 

Applicant has appealed. 

The specimens submitted in the record are paper napkins, a match- 
book cover, and a drinking straw cover. The napkins and one side of the 


matechbook cover show: 


“IT’S A MEAL” 


The other side of the matchbook cover shows STEAK n SHAKE, a picture of a 
hamburger on a bun on a plate marked STEAK n SHAKE and a picture of a 
milk shake in a glass, below which appears the phrase IT’s A MEAL. The 
drinking straw cover shows: 


STEAK n SHAKE 
IT’s A MEAL 


Applicant’s vice-chairman of its board and its vice-president executed 
affidavits which recite in effect what some of applicant’s customers think, 
or what they remember, or what they rely upon, and what they have told 
affiants. It does not appear how the affiants know what applicant’s cus- 
tomers think or what they rely upon or under what circumstances customers 
have told affiants what IT’s A MEAL means to them. The contents of the 
affidavits are not entitled to any weight in so far as they are offered to 
show that the phrase IT’s A MEAL performs a service mark function of iden- 
tifying and distinguishing applicant’s restaurant services. 

Applicant operates a chain of eating establishments featuring sand- 
wiches, particularly “steakburgers” (or steak hamburger), milk shakes, 
chili, baked beans, French fried potatoes, ice cream desserts, and food 
beverages. It uses STEAK n SHAKE to identify its establishments and its food 
services. It uses the phrase IT’s A MEAL in conjunction with STEAK n SHAKE 
to inform patrons and potential patrons that at applicant’s places of busi- 
ness a hamburger and a milk shake constitute a meal. The phrase It’s A 
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MEAL is merely a form of trade puffery used not as a mark to distinguish 
applicant’s restaurant services but as an informative statement. 

Applicant’s contentions that the phrase IT’s A MEAL was “created” by 
applicant’s founder and it has not been used by anyone else are without 
merit under circumstances where, as here, applicant’s own use is to inform 
the public concerning the food it serves rather than to identify and dis- 
tinguish its services. 

The decision of the Examiner of Trademarks refusing registration is 
affirmed. 


EX PARTE STEAK N SHAKE, INC. 


Commissioner of Patents —December 12, 1957 


REGISTRABILITY—LAUDATORY MARKS 
Application to register as a service mark the phrase WE PROTECT YOUR HEALTH 
is refused as a mere advertising statement which does not qualify as a trademark 
use. Affidavits offered by applicant as to what customers think when seeing the 
phrase WE PROTECT YOUR HEALTH are not entitled to any weight. 


Application for service mark registration by Steak n Shake, Inc., 
Serial No. 694,522 filed September 12, 1955. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 


James R. McKnight, of Chicago, Illinois, for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register as a service mark for restau- 
rant services the phrase WE PROTECT YOUR HEALTH. Use since February 1, 
1936 is asserted. 

Registration has been refused on the ground that the record fails to 
show that the advertising phrase (in the nature of a slogan having no 
degree of ingenuity) identifies and distinguishes applicant’s restaurant 
services. 

Applicant has appealed. 

The specimens submitted with the application are copies of a menu 
folder. On the front of the folder there appears, (1) the symbol repro- 
duced in the decision (115 USPQ 392) written concurrently herewith; 
(2) the phrase 1T’s A MEAL; (3) a statement that applicant is “Specializing 
in selected foods with a desire to please the most discriminating”; (4) some 
information about the amount of buns, ground beef, potatoes, ice cream 
and milk used in one year by applicant; (5) an expression of thanks for 
“vour liberal patronage;” and (6) the name of applicant’s founder. At 
the bottom of the first page of the folder in the same size of type as is used 
for the information about buns, ground beef, etc., there appears WE PROTECT 
YOUR HEALTH. 

On the back of the menu folder there appears, 
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“In Sight, 
IT MUST BE RIGHT 
WE PROTECT YOUR HEALTH 
STEAK N SHAKE 
U. S. Trademark Registered” 
Below this is a list of locations of applicant’s food service establishments, 
the address of applicant’s office and commissaries, and a statement about 
the number of head of cattle prepared each week in applicant’s commis- 
saries. 

From the foregoing, it seems clear that the phrase WE PROTECT YOUR 
HEALTH is not a mark used to identify applicant’s restaurant services and 
distinguish them from those of others. 

Applicant filed affidavits executed by the vice-chairman of its board 
and its vice-president, but for the reasons set forth in the case decided con- 
currently herewith, the affidavits are not entitled to any weight in so far 
as they are offered to show that the phrase WE PROTECT YOUR HEALTH per- 
forms a service mark function of identifying and distinguishing applicant’s 
restaurant services. 

The statement WE PROTECT YOUR HEALTH, as used by applicant, is 
merely a form of trade puffery used to inform patrons and potential 
patrons that applicant’s food service business is so operated as to protect 
the health of patrons, or, as was stated in one of the affidavits, as not to 
“negatively affect the health of the eater.” The statement is not used 
as a mark and is not likely to be recognized by patrons as anything more 
than trade puffery or a self-serving statement. 

The decision of the Examiner of Trademarks refusing registration 
is affirmed. 


NATIONAL COMICS PUBLICATIONS, INC. v. SIVE, 
doing business as LEONARD M. SIVE ENTERPRISES 


No. 36,592 — Commissioner of Patents —December 13, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant seeks to register SUPERMAN for bread and registration is opposed 
by National Comics, owner of registration for SUPERMAN as a comic strip character. 
Examiner dismissed the opposition for failure to state a claim. Evidence shows 
that opposer licenses use of the word SUPERMAN to Kellogg Company for use on 
its cereal boxes and also shows large advertising expenditures by licensee but fails 
to show any supervision or control of the quality of licensee’s products by opposer. 
However, since the prime question is likelihood of confusion of purchasers, the 
dismissal of the opposition was error since damage is apt to occur to the opposer 
in its relations with its licensees if the registration is granted. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Under a motion to dismiss, the pleading should be viewed in the most favorable 
light to plaintiff. 
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MEAL is merely a form of trade puffery used not as a mark to distinguish 
applicant’s restaurant services but as an informative statement. 

Applicant’s contentions that the phrase It’s A MEAL was “created” by 
applicant’s founder and it has not been used by anyone else are without 
merit under circumstances where, as here, applicant’s own use is to inform 
the public concerning the food it serves rather than to identify and dis- 
tinguish its services. 

The decision of the Examiner of Trademarks refusing registration is 
affirmed. 


EX PARTE STEAK N SHAKE, INC. 


Commissioner of Patents —December 12, 1957 


REGISTRABILITY—LAUDATORY MARKS 
Application to register as a service mark the phrase WE PROTECT YOUR HEALTH 
is refused as a mere advertising statement which does not qualify as a trademark 
use. Affidavits offered by applicant as to what customers think when seeing the 
phrase WE PROTECT YOUR HEALTH are not entitled to any weight. 


Application for service mark registration by Steak n Shake, Inc., 
Serial No. 694,522 filed September 12, 1955. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 


James R. McKnight, of Chicago, Illinois, for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register as a service mark for restau- 
rant services the phrase WE PROTECT YOUR HEALTH. Use since February 1, 
1936 is asserted. 

Registration has been refused on the ground that the record fails to 
show that the advertising phrase (in the nature of a slogan having no 
degree of ingenuity) identifies and distinguishes applicant’s restaurant 
services. 

Applicant has appealed. 

The specimens submitted with the application are copies of a menu 
folder. On the front of the folder there appears, (1) the symbol repro- 
duced in the decision (115 USPQ 392) written concurrently herewith; 
(2) the phrase It’s A MEAL; (3) a statement that applicant is “Specializing 
in selected foods with a desire to please the most discriminating”; (4) some 
information about the amount of buns, ground beef, potatoes, ice cream 
and milk used in one year by applicant; (5) an expression of thanks for 
“your liberal patronage;” and (6) the name of applicant’s founder. At 
the bottom of the first page of the folder in the same size of type as is used 
for the information about buns, ground beef, ete., there appears WE PROTECT 
YOUR HEALTH. 

On the back of the menu folder there appears, 
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“In Sight, 
IT MUST BE RIGHT 
WE PROTECT YOUR HEALTH 
STEAK N SHAKE 
U. S. Trademark Registered” 
Below this is a list of locations of applicant’s food service establishments, 
the address of applicant’s office and commissaries, and a statement about 
the number of head of cattle prepared each week in applicant’s commis- 
saries. 

From the foregoing, it seems clear that the phrase WE PROTECT YOUR 
HEALTH is not a mark used to identify applicant’s restaurant services and 
distinguish them from those of others. 

Applicant filed affidavits executed by the vice-chairman of its board 
and its vice-president, but for the reasons set forth in the case decided con- 
currently herewith, the affidavits are not entitled to any weight in so far 
as they are offered to show that the phrase WE PROTECT YOUR HEALTH per- 
forms a service mark function of identifying and distinguishing applicant’s 
restaurant services. 

The statement WE PROTECT YOUR HEALTH, as used by applicant, is 
merely a form of trade puffery used to inform patrons and potential 
patrons that applicant’s food service business is so operated as to protect 
the health of patrons, or, as was stated in one of the affidavits, as not to 
“negatively affect the health of the eater.” The statement is not used 
as a mark and is not likely to be recognized by patrons as anything more 
than trade puffery or a self-serving statement. 

The decision of the Examiner of Trademarks refusing registration 
is affirmed. 


NATIONAL COMICS PUBLICATIONS, INC. v. SIVE, 
doing business as LEONARD M. SIVE ENTERPRISES 


No. 36,592 — Commissioner of Patents —December 13, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant seeks to register SUPERMAN for bread and registration is opposed 
by National Comics, owner of registration for SUPERMAN as a comic strip character. 
Examiner dismissed the opposition for failure to state a claim. Evidence shows 
that opposer licenses use of the word SUPERMAN to Kellogg Company for use on 
its cereal boxes and also shows large advertising expenditures by licensee but fails 
to show any supervision or control of the quality of licensee’s products by opposer. 
However, since the prime question is likelihood of confusion of purchasers, the 
dismissal of the opposition was error since damage is apt to occur to the opposer 
in its relations with its licensees if the registration is granted. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Under a motion to dismiss, the pleading should be viewed in the most favorable 
light to plaintiff. 
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MEAL is merely a form of trade puffery used not as a mark to distinguish 
applicant’s restaurant services but as an informative statement. 

Applicant’s contentions that the phrase It’s A MEAL was “created” by 
applicant’s founder and it has not been used by anyone else are without 
merit under circumstances where, as here, applicant’s own use is to inform 
the public concerning the food it serves rather than to identify and dis- 
tinguish its services. 

The decision of the Examiner of Trademarks refusing registration is 
affirmed. 


EX PARTE STEAK N SHAKE, INC. 


Commissioner of Patents —December 12, 1957 


REGISTRABILITY—LAUDATORY MARKS 
Application to register as a service mark the phrase WE PROTECT YOUR HEALTH 
is refused as a mere advertising statement which does not qualify as a trademark 
use. Affidavits offered by applicant as to what customers think when seeing the 
phrase WE PROTECT YOUR HEALTH are not entitled to any weight. 


Application for service mark registration by Steak n Shake, Inc., 
Serial No. 694,522 filed September 12, 1955. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 


James R. McKnight, of Chicago, Illinois, for applicant. 


LEEDs, Assistant Commissioner. 

An application has been filed‘to register as a service mark for restau- 
rant services the phrase WE PROTECT YOUR HEALTH. Use since February 1, 
1936 is asserted. 

Registration has been refused on the ground that the record fails to 
show that the advertising phrase (in the nature of a slogan having no 
degree of ingenuity) identifies and distinguishes applicant’s restaurant 
services, 

Applicant has appealed. 

The specimens submitted with the application are copies of a menu 
folder. On the front of the folder there appears, (1) the symbol repro- 
duced in the decision (115 USPQ 392) written concurrently herewith; 
(2) the phrase 1T’s A MEAL; (3) a statement that applicant is “Specializing 
in selected foods with a desire to please the most discriminating” ; (4) some 
information about the amount of buns, ground beef, potatoes, ice cream 
and milk used in one year by applicant; (5) an expression of thanks for 
“vour liberal patronage;”’ and (6) the name of applicant’s founder. At 
the bottom of the first page of the folder in the same size of type as is used 
for the information about buns, ground beef, ete., there appears WE PROTECT 
YOUR HEALTH. 

On the back of the menu folder there appears, 
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“In Sight, 
IT MUST BE RIGHT 
WE PROTECT YOUR HEALTH 
STEAK N SHAKE 
U. S. Trademark Registered” 
Below this is a list of locations of applicant’s food service establishments, 
the address of applicant’s office and commissaries, and a statement about 
the number of head of cattle prepared each week in applicant’s commis- 
saries. 

From the foregoing, it seems clear that the phrase WE PROTECT YOUR 
HEALTH is not a mark used to identify applicant’s restaurant services and 
distinguish them from those of others. 

Applicant filed affidavits executed by the vice-chairman of its board 
and its vice-president, but for the reasons set forth in the case decided con- 
currently herewith, the affidavits are not entitled to any weight in so far 
as they are offered to show that the phrase WE PROTECT YOUR HEALTH per- 
forms a service mark function of identifying and distinguishing applicant’s 
restaurant services. 

The statement WE PROTECT YOUR HEALTH, as used by applicant, is 
merely a form of trade puffery used to inform patrons and potential 
patrons that applicant’s food service business is so operated as to protect 
the health of patrons, or, as was stated in one of the affidavits, as not to 
“negatively affect the health of the eater.” The statement is not used 
as a mark and is not likely to be recognized by patrons as anything more 
than trade puffery or a self-serving statement. 

The decision of the Examiner of Trademarks refusing registration 
is affirmed. 


NATIONAL COMICS PUBLICATIONS, INC. v. SIVE, 
doing business as LEONARD M. SIVE ENTERPRISES 


No. 36,592 — Commissioner of Patents —December 13, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant seeks to register SUPERMAN for bread and registration is opposed 
by National Comics, owner of registration for SUPERMAN as a comic strip character. 
Examiner dismissed the opposition for failure to state a claim. Evidence shows 
that opposer licenses use of the word SUPERMAN to Kellogg Company for use on 
its cereal boxes and also shows large advertising expenditures by licensee but fails 
to show any supervision or control of the quality of licensee’s products by opposer. 
However, since the prime question is likelihood of confusion of purchasers, the 
dismissal of the opposition was error since damage is apt to occur to the opposer 
in its relations with its licensees if the registration is granted. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Under a motion to dismiss, the pleading should be viewed in the most favorable 
light to plaintiff. 
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REGISTRABILITY—RIGHT TO REGISTER 
Since evidence shows that applicant is neither a baker nor seller of bread but 
merely furnishes outer wrappings bearing the representation of SUPERMAN, the 
proof does not indicate use of the mark requisite under the statute and therefore 
proceedings are suspended pending final action by the Examiner on applicant’s 
ex parte right to register. 


Opposition proceeding by National Comics Publications, Inc. Vv. 
Leonard M. Sive, doing business as Leonard M. Sive Enterprises, applica- 
tion Serial No. 694,516 filed September 12, 1955. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Reversed. 


William K. Friedman and Watson, Leavenworth, Kelton & Taggart, of 
New York, N. Y., for opposer-appellant. 


Zugelter & Zugelter, of Cincinnati, Ohio, for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed by Leonard M. Sive to register SUPERMAN 
for bread, use since August 9, 1955 being asserted. 

An opposition filed by National Comics Publications, Inc., has been 
dismissed for failure to state a claim upon which relief can be granted. 

Opposer has appealed. 

The pleading sets forth that opposer is engaged in the business of 
publishing comic books in which it features a comic strip entitled SUPERMAN, 
registered as No. 371,803. Opposer has licensed use of the word SUPERMAN 
to various concerns for publicizing their products, one of the licensees 
being The Kellogg Company which has, since 1943, displayed on its cereal 
boxes the word SUPERMAN in addition to its trademark KELLOGG. Opposer’s 
licensee has spent close to a million dollars in advertising and publicizing 
the word SUPERMAN in connection with its cereal products, and since bread 
and cereals are usually sold in the same store over the same counter, regis- 
tration of SUPERMAN to applicant would create a false impression of trade 
connection between applicant and opposer’s licensee, thereby resulting in 
damage to opposer. 

The only question is whether or not opposer has pleaded facts which, 
if proved, would lead to the conclusion that opposer is likely to be dam- 
aged by the registration sought. 

The Examiner of Interferences, after holding that “the owner of a 
title of a cartoon strip may not preclude the use of a like term by another 
as a trademark for goods so far removed from the cartoon strip as to 
obviate any likelihood of confusion or mistake or deception of purchasers,” 
stated : 


“Apparently in recognition of that principle the notice of opposi- 
tion in the present case is not predicated upon any theory that the 
use of SUPERMAN by the applicant upon bread contravenes the opposer’s 
right of ownership of the term as applied to the cartoon strip covered 
by its registration, but as above indicated is in effect based upon the 
ground that the opposer would be damaged as a secondary conse- 
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quence of the likelihood of confusion or mistake resulting from the 
contemporaneous use of the term in connection with the applicant’s 
bread and the cereal product of the opposer’s licensee. It does not 
appear, however, nor is it to be supposed that the opposer exercises 
any control in respect to the nature and quality of the cereal with 
which Kellogg Company uses the term SUPERMAN whereby the opposer 
might qualify as a ‘related company’ within the definition contained 
in Section 45 of the Act of 1946, so that such use might be considered 
to inure to its benefit. See The Hewitt Soap Co., Inc., et al. v. Lan-Lay 
Co., 108 USPQ 344 (46 TMR 615). Regardless therefore of the op- 
poser’s rights as against the Kellogg Company under said license 
agreement, it may not here claim any rights in its mark as against 
the applicant on the basis of the use thereof in connection with the 
business of its licensee.” 


Granted, the pleading leaves much to be desired, but the issue in these 
cases is probable damage to the party in position of plaintiff, including 
but not limited to the question of likelihood of confusion, mistake or decep- 
tion of purchasers. This being true, it seems to me that the examiner’s 
rationale for dismissing the opposition is erroneous. 

In weighing the validity of a motion to dismiss for insufficiency, the 
duty of the hearing officer is not to test the final merit of the claim in order 
to determine which party is to prevail. Rather, it is to consider whether, 
in the light most favorable to the party in position of plaintiff and with 
every intendment regarded in his favor, the pleading is sufficient to consti- 
tute a valid claim. See: Tahir Erk v. Glenn L. Martin Co., 116 F.2d 865, 
869 (C.A. 4, 1941). The motion, for the sole purpose of its consideration, 
admits the properly pleaded factual allegations, together with those infer- 
ences and legal conclusions reasonably issuing therefrom which are favor- 
able to the plaintiff. See: United States v. Association of American Rail- 
roads, 4 F.R.D. 510, 513 (D.C., Nebr., 1945). In the light of these principles, 
it seems clear that opposer has pleaded sufficient facts to present the basic 
issue of probable damage from the registration sought, since the registra- 
tion may injure opposer in its relationship with its licensees. 

Quite apart from the opposition, however, the application record raises 
some ex parte questions concerning applicant’s right to register. The 
record indicates that applicant is neither a baker nor seller of bread, and 
the specimens suggest that applicant furnishes cellophane outer wrappers 
showing SUPERMAN BREAD, together with caricatures of playing children, 
to bakers who use them over their own bread wrappers. The present state 
of the record of the application requires that registration be refused unless 
and until applicant makes a showing satisfactory to the Examiner of Trade- 
marks that he has acquired rights in the mark recognizable by Federal 
registration. The application is remanded to the Examiner of Trademarks 
for further action consistent with this opinion. 

The decision of the Examiner of Interferences granting applicant’s 
motion to dismiss is reversed, and the motion to dismiss is denied. The 
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opposition is remanded to the Examiner of Interferences with instructions 
to suspend proceedings pending final action by the Examiner of Trade- 
marks on applicant’s ex parte right to register. In the event the Examiner 
of Trademarks finds applicant entitled to registration, the Examiner of 
Interferences will resume proceedings in the opposition. 





EVERSHED AND VIGNOLES, LTD. et al. v. THE 
WINSLOW COMPANY, INCORPORATED 


No. 34,814 —Commissioner of Patents — December 17, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Mark consisting of MEG, Greek letter Omega, and METER is likely to be confused 
with MEG, marks being used for meters. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Applicant points out that during period of contemporaneous use no evidence 
of actual confusion has come to attention of either party, but considering fact that 
statutory test is likelihood of confusion, and fact that evidence of actual confusion 
is usually difficult to come by, point is not well made. 





Opposition proceeding by Evershed and Vignoles, Ltd. and James G. 
Biddle Company v. The Winslow Company, Incorporated, application 
Serial No. 634,876 filed September 4, 1952. Applicant appeals from deci- 
sion of Examiner of Interferences sustaining opposition. Affirmed. 


Ralph B. Stewart, of Washington, D. C., for opposers-appellees. 
Rudolph J. Jurick, of Newark, New Jersey, and Towson Price, of Montclair, 
New Jersey, for applicant-appellant. 


LEEDs, Assistant Commissioner. 

An application has been filed by The Winslow Company, Incorporated, 
to register as a trademark for electrical apparatus for measuring electrical 
resistance the following: 


Meg ( Meter 


Use since December 31, 1947 is asserted. 

Registration has been opposed jointly by Evershed and Vignoles, Ltd. 
(hereafter called E & V), the registrant of mea for electrical apparatus for 
testing earth resistance,t and by James G. Biddle Company (hereafter 
called Biddle), the importer and distributor in the United States of the 
goods of Evershed and Vignoles, Ltd. 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 


1. Reg. No. 402,817, issued Aug. 17, 1943. 
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A stipulation of facts submitted by the parties in lieu of testimony 
shows that E & V, a British company, uses the trademark MEg on electrical 
instruments for measuring insulation resistance and for testing earth 
resistance. Since 1922, Biddle and its predecessor have exclusively imported 
and sold in the United States the Mge electrical apparatus manufactured 
by E & V. Opposers have spent a considerable sum of money in advertising 
the goods sold under the trademark M&e and have built a substantial busi- 
ness in the sale of such goods. Opposers have sold under the MEqa mark 
meters of substantially the same character as applicant’s meters. 

On behalf of applicant the record shows that it has used the mark 
sought to be registered since 1947 and has continuously sold quantities of 
the instruments for measuring electrical resistance under the mark through- 
out the United States. The term MEG, according to the stipulation, is a word 
of the English language commonly used as a prefix to a unit of measure- 
ment to denote the unit taken a million times, as, for example, “megohm.” 
The marks of the parties are used on instruments for measurement of high 
resistance values, namely, megohms; and such instruments which are eali- 
brated for the measurement of megohms are commonly known as “megohm 
meters.” 

Applicant contends that the prominent display of the Greek letter 
“Omega” in its mark is sufficient to distinguish it from opposer’s registered 
MEG. QOpposer does not concede that the symbol is actually Omega, and 
the Examiner of Interferences stated that the symbol “approximates” the 
Greek letter. The resemblance to the Greek letter is so great that it is 
believed that most persons who really notice the symbol will conclude that 
it is the Greek letter Omega. Some purchasers may refer to applicant’s 
mark as MEG OMEGA METER; others may refer to it as MEG O METER; and 
still others may refer to it as MEG METER. 

When both parties make and sell items which are commonly known 
commercially as meters, it seems to me that irrespective of the pronuncia- 
tion of applicant’s mark—whether MEG OMEGA METER, MEG 0 METER Or MEG 
METER—the resemblance to opposer’s mark MEG is so great as to be likely 
to cause confusion or mistake of purchasers. 

Applicant points out that during the period of contemporaneous use 
no evidence of actual confusion has come to the attention of either party, 
but considering the fact that the statutory test is likelihood of confusion, 
and the fact that evidence of actual confusion is normally difficult to come 
by, and considering the state of the record, the point is not well made. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed. 
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opposition is remanded to the Examiner of Interferences with instructions 
to suspend proceedings pending final action by the Examiner of Trade- 
marks on applicant’s ex parte right to register. In the event the Examiner 
of Trademarks finds applicant entitled to registration, the Examiner of 
Interferences will resume proceedings in the opposition. 





EVERSHED AND VIGNOLES, LTD. et al. v. THE 
WINSLOW COMPANY, INCORPORATED 


No. 34,814 —Commissioner of Patents — December 17, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Mark consisting of MEG, Greek letter Omega, and METER is likely to be confused 
with MEG, marks being used for meters. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Applicant points out that during period of contemporaneous use no evidence 
of actual confusion has come to attention of either party, but considering fact that 
statutory test is likelihood of confusion, and fact that evidence of actual confusion 
is usually difficult to come by, point is not well made. 


Opposition proceeding by Evershed and Vignoles, Ltd. and James G. 
Biddle Company v. The Winslow Company, Incorporated, application 
Serial No. 634,876 filed September 4, 1952. Applicant appeals from deci- 
sion of Examiner of Interferences sustaining opposition. Affirmed. 


Ralph B. Stewart, of Washington, D. C., for opposers-appellees. 
Rudolph J. Jurick, of Newark, New Jersey, and Towson Price, of Montclair, 
New Jersey, for applicant-appellant. 


LeEEps, Assistant Commissioner. 

An application has been filed by The Winslow Company, Incorporated, 
to register as a trademark for electrical apparatus for measuring electrical 
resistance the following: 


Meg), Meter 


Use since December 31, 1947 is asserted. 

Registration has been opposed jointly by Evershed and Vignoles, Ltd. 
(hereafter called E & V), the registrant of mea for electrical apparatus for 
testing earth resistance,t and by James G. Biddle Company (hereafter 
called Biddle), the importer and distributor in the United States of the 
goods of Evershed and Vignoles, Ltd. 

The Examiner of Interferences sustained the opposition, and appli- 
eant has appealed. 





1. Reg. No. 402,817, issued Aug. 17, 1943. 
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A stipulation of facts submitted by the parties in lieu of testimony 
shows that E & V, a British company, uses the trademark MEg on electrical 
instruments for measuring insulation resistance and for testing earth 
resistance. Since 1922, Biddle and its predecessor have exclusively imported 
and sold in the United States the mge electrical apparatus manufactured 
by E & V. Opposers have spent a considerable sum of money in advertising 
the goods sold under the trademark MEe and have built a substantial busi- 
ness in the sale of such goods. Opposers have sold under the MEG mark 
meters of substantially the same character as applicant’s meters. 

On behalf of applicant the record shows that it has used the mark 
sought to be registered since 1947 and has continuously sold quantities of 
the instruments for measuring electrical resistance under the mark through- 
out the United States. The term MEG, according to the stipulation, is a word 
of the English language commonly used as a prefix to a unit of measure- 
ment to denote the unit taken a million times, as, for example, “megohm.” 
The marks of the parties are used on instruments for measurement of high 
resistance values, namely, megohms; and such instruments which are eali- 
brated for the measurement of megohms are commonly known as “megohm 
meters.” 

Applicant contends that the prominent display of the Greek letter 
“Omega” in its mark is sufficient to distinguish it from opposer’s registered 
MEG. Opposer does not concede that the symbol is actually Omega, and 
the Examiner of Interferences stated that the symbol “approximates” the 
Greek letter. The resemblance to the Greek letter is so great that it is 
believed that most persons who really notice the symbol will conclude that 
it is the Greek letter Omega. Some purchasers may refer to applicant’s 
mark aS MEG OMEGA METER; others may refer to it as MEG 0 METER; and 
still others may refer to it as MEG METER. 

When both parties make and sell items which are commonly known 
commercially as meters, it seems to me that irrespective of the pronuncia- 
tion of applicant’s mark—whether MEG OMEGA METER, MEG 0 METER Or MEG 
METER—the resemblance to opposer’s mark MEG is so great as to be likely 
to cause confusion or mistake of purchasers. 

Applicant points out that during the period of contemporaneous use 
no evidence of actual confusion has come to the attention of either party, 
but considering the fact that the statutory test is likelihood of confusion, 
and the fact that evidence of actual confusion is normally difficult to come 
by, and considering the state of the record, the point is not well made. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed. 
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GROVE LABORATORIES, INC. v. WOLF et al. 


No. 6,588 — Commissioner of Patents — December 17, 1957 






CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
Ordinarily, petitioner for cancellation must show that he is using mark at time 

his petition is filed if petition alleges abandonment; this, however, is not inflexible 
rule of law; for example, decision to suspend use pending final delineation of rights 

of respective parties is practical business decision which does not affect petitioner’s 











standing to contest retention of mark on register. 
REGISTRABILITY—TITLE 
REGISTRABILITY—ABANDON MENT 

Abandonment shown where mark was not used from 1936 to 1945 and corpo- 
ration having capital of $1,219.11 was dissolved in 1938. Where it appears quite 
conclusively that mark has been abandoned long before execution of instrument 
purporting to transfer it, there was nothing in fact or law which could be trans- 
ferred by instrument. 














Cancellation proceeding by Grove Laboratories, Inc. v. Edwin A. Wolf, 
H.C. Hersch, and C. J. De Goveia, as members of last Board of Directors of 
Essential Products Corp. (Registration No. 326,687, issued July 30, 1935, 
renewed), Trustees. Essential Products Corporation was added as party 
respondent. Petitioner appeals from decision of Examiner of Interfer- 
ences dismissing petition. Reversed. 








Bruninga & Sutherland, of St. Louis, Missouri, for petitioner-appellant. 
Koenig & Pope, of St. Louis, Missouri, for respondent-appellee. 
No appearance for Wolf, et al., Trustees. 








LEEps, Assistant Commissioner. 

Grove Laboratories, Inc., has filed a petition to cancel a registration of 
SUPER SELTZER,' registered to Essential Products Corp., for mineral crystals 
used as a laxative, an alkalizer and diuretic. 

The parties in position of defendants are three individuals named as 
members of the last Board of Directors of Essential Products Corp., a 
defunct corporation.? The grounds of opposition are that the mark shown 
in the registration was abandoned on or before May 26, 1938; in 1953 peti- 
tioner commenced using SUPER SELTZER on tablets for the relief of simple 
headache and hyperacidity; to the best of petitioner’s information and 
belief, the registered mark had been abandoned; registration of SUPER 
SELTZER has been refused to petitioner because of conflict with the regis- 
tration sought here to be canceled; a new corporation, which was formed 
under the name of Essential Products Corporation in 1955, and which has 
no privity with the registrant corporation, renewed the registration sought 
here to be canceled by making false statements; and the continuance of 
the mark on the register in the Patent Office is damaging petitioner. 




















1. Reg. No. 326,687, issued July 30, 1935, renewed. 
2. This case has been erroneously entitled throughout by both the Patent Office 
and the parties as Grove Laboratories, Inc. v. Essential Products Corp. The individuals 
named did not file any papers or otherwise appear in defense. 
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The Examiner of Interferences dismissed the petition, and petitioner 
has appealed. 

The record shows that registrant corporation was organized under the 
laws of the State of Illinois in February of 1934 under the name of De 
Govier Laboratories, Incorporated, and the name was changed to Essential 
Products Corporation® in March of 1934. On March 15, 1935 the corpora- 
tion filed the application which matured into Registration No. 326,687 on 
July 30, 1935. The corporation, according to the records of the Secretary 
of State of Illinois, neglected and refused to pay its franchise tax for the 
year 1936 and thereafter. The 1936 annual report filed by the corporation 
with the Secretary of State of Illinois showed the stated capital as $1,219.11 
as of December 31, 1935. On May 26, 1938, Essential Products Corporation 
was dissolved and the charter was declared to be null and void and of no 
force and effect whatsoever by the Superior Court of Cook County upon 
a showing by the Attorney General that the corporation had ceased to do 
business and had discontinued the exercise of all corporate functions and 
had abandoned its corporate franchise and charter. 

In June of 1953, petitioner adopted SUPER SELTZER as a mark for its 
headache tablets and made at least two sales under the mark. In December 
of 1953 petitioner asked its counsel to seek registration of the mark. The 
attorney had a Patent Office search made and the registration of SUPER 
SELTZER to Essential Products Corp. was found. The attorney then initiated 
a search for the registrant, and after having been unsuccessful in locating 
any former officer of the defunct corporation and after having determined 
that the Patent Office records disclosed no assignment or change in title 
of the registered mark, he filed petitioner’s application to register on 
February 4, 1954. 

In June of 1955, a former officer and director of the defunct corpora- 
tion was located in Springfield, Illinois, operating an advertising agency. 
This person, De Goveia by name, represented that he was the sole stock- 
holder in the defunct corporation, and petitioner’s counsel entered into 
negotiations with him for a transfer to petitioner of such rights as might 
exist in the mark SUPER SELTZER. On June 27, 1955, an instrument effecting 
a transfer was forwarded by petitioner’s counsel to De Goveia for execution. 

On July 1, 1955 De Goveia with two other persons filed articles of 
incorporation for a new corporation named Essential Products Corpora- 
tion.* Although there has been no action to add this corporation as a party 


3. Although the correct name of the corporation was Essential Products Corpora- 
tion, the registration issued in the name of Essential Products Corp. 

4. It is noteworthy that between dissolution of registrant Essential Products Cor- 
poration in 1938 and the organization of the 1955 corporation by De Goveia, a corpo- 
ration named “The Essential Products Corporation” was organized in March of 1941 
and dissolved in December of 1944; and a corporation named “Essential Products, 
Incorporated,” was organized in October of 1947 and dissolved in October of 1950. It 
does not appear that either of these corporations or any of their incorporators or officers 
had any connection of any kind with registrant or its officers or with Essential Products 
Corporation formed by De Goveia in 1955. 
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respondent, the corporation has, through counsel, defended against the 
petition to cancel, and in view of the facts herein set out, the corporation 
is hereby added as a party respondent. 

On July 5, 1955, De Goveia, and on July 20, 1955, another officer of 
the defunct corporation executed as the surviving members of said corpo- 
ration an instrument purporting to transfer the mark SUPER SELTZER and 
its registration, No. 326,687, “together with the good will of the business 
appurtenant thereto,” to Essential Products Corporation. It is interesting 
to note that the form of the instrument follows exactly that which had been 
submitted by petitioner’s attorney to De Goveia. 

On July 8, 1955, Lincoln Advertising Agency, operated by De Goveia, 
ordered some 600 or 650 labels showing SUPER SELTZER. Fifty labels were 
delivered on July 8, and the balance of them were printed on July 13 and 
July 14. They were invoiced at a price of $21.50 to Lincoln Advertising 
Agency on July 22, 1950. 

On July 13, 1955, Lincoln Advertising Agency ordered from Savoy 
Drug & Chemical Co. two dozen vials, each containing twenty-five effer- 
vescent tablets. This order was filled as “free samples” a day or two later. 

On July 14, 1955, De Goveia, as president of Essential Products Cor- 
poration [1955], executed a verified application for renewal of Registration 
No. 326,687 reciting that the registration issued to the applicant for renewal 
and requesting that it be renewed. The application for renewal was exam- 
ined and allowed on October 5, 1955, and the registration was renewed for 
a twenty-year period from July 30, 1955, the anniversary date of its 
issuance. 

On September 15, 1955, this petition to cancel was filed. 

On these facts the Examiner of Interferences held that petitioner had 
failed to prove use of the mark at or about the time of filing the petition 
to cancel and therefore no facts appeared from which damage could be 
presumed, citing The Arrow Importing Company, Inc. v. Driesen, Meyer & 
Oronsky, 74 USPQ 66 (37 TMR 592) (Com’r., 1947) ; John H. Woodbury, 
Inc. v. Penaten, Pharmazeutische Fabrik Dr. Max Riese & Co., 101 USPQ 
496 (44 TMR 1215) (Com’r., 1954) ; and Old Monk Olive Oil Company v. 
Southwestern Coca-Cola Bottling Company, 49 USPQ 192 (31 TMR 203) 
(C.C.P.A., 1941). Having arrived at this conclusion, he then held that he 
was precluded from considering the questions of abandonment and fraud 
on the part of respondents, and the petition was dismissed. 

Ordinarily, a petitioner for cancellation must show that he is using 
the mark at the time his petition is filed if the petition, as here, alleges 
abandonment. This, however, is not and cannot be an inflexible rule of 
law, although some of the language of the Commissioner in the Arrow case 
cited above might mislead the reader into the belief that it is. 

In the Old Monk case cited above the petitioner pleaded use of the 
mark involved, and respondent denied the averment. No evidence was 
offered to prove use, except that depositions taken in a proceeding between 
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the parties five years earlier and a copy of petitioner’s pending application 
to register the mark were introduced. The Court held that petitioner’s 
application was incompetent as evidence in the cancellation proceeding, 
and petitioner’s proved use of the mark five years earlier created no pre- 
sumption that the mark was still in use where the question of later use 
was in issue in the case. 

In the Arrow case, the petitioner had continued the use of its mark 
on its goods until exhaustion of its supply of materials which had become 
unavailable because of World War II conditions, and even thereafter peti- 
tioner continued advertising its product under the mark in an effort to 
preserve the demand for its trademarked product. The Commissioner held 
that in the Old Monk case “the rule was definitely announced that ‘in a 
eancellation proceeding involving a technical trademark, use by the peti- 
tioner of the mark on or about the time of filing his petition must be 
established,’”’ and that “use in advertising does not constitute trademark 
use.” The case proceeded under the 1905 Act which contained no specific 
provision concerning excusable nonuse, and the language of the decision 
is not controlling in a proceeding under the 1946 Act. See: Manufacturers 
Supplies Co. v. Fortuna-Werke Spezialmaschinenfabrik Aktiengesellschaft, 
115 USPQ 94 (48 TMR 252) (Com’r., 1957). 

The Woodbury case stands merely for the proposition that a petitioner 
who failed to establish its alleged grounds for cancellation was not entitled 
to have the grounds for cancellation reconstructed so as to make a wholly 
different case which the petitioner, guided by exceptionally experienced 
and competent counsel throughout, did not see fit to set up. 

In the present case petitioner commenced using the mark, and the 
record indicates that a few months later, after it was found that the mark 
was already registered to another, it suspended its use pending negotiations 
with the registrant or its successors, if any. A decision to suspend use 
under such circumstances pending final delineation of the rights of the 
respective parties is a practical business decision which does not affect 
petitioner’s standing to contest the retention of the mark on the register. 
The facts here remove the case from the category of ordinary cases where 
the petitioner must show use of the mark relied upon at or about the time 
of filing the petition. 

It seems clear that petitioner’s use has been interrupted as a result of 
discovery of the existence of the registration, and if the registration is 
improperly on the register, damage or “legal injury” to petitioner will 
be inferred. 

Petitioner has pleaded abandonment of the mark by the registrant. 
The record shows that registrant went out of business prior to 1938, the 
corporation was dissolved on May 26, 1938, and the last year in which 
registrant filed its annual report under the corporation laws of Illinois, 
its capital was $1,219.11. In 1955, seventeen years after dissolution of 
the corporation and, in view of nonpayment of franchise taxes from 1936, 
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probably about nineteen years after the corporation ceased to be active, 
an instrument was executed purporting to assign to a newly-formed corpo- 
ration the mark SUPER SELTZER and its registration, “together with the good 
will of the business appurtenant thereto.” It seems obvious that whatever 
good will might have been “appurtenant” to a twelve hundred dollar busi- 
ness in 1936 had long since been extinguished and was non-existent in 1955; 
and that a trademark which had been used to some extent in such business, 
in 1935 and possibly in 1936, would hardly have sufficient strength to sur- 
vive the intervening years as a symbol of any business good will. It appears 
quite conclusively from the record that the trademark had been abandoned 
long before the execution of the instrument purporting to transfer it and 
there was nothing in fact or in law which could be transferred by the 
instrument. The petition to cancel is granted. 

Another matter disclosed by the record requires consideration. The 
corporation formed in 1955 under the name “Essential Products Corpora- 
tion” had no privity with the registrant corporation, Essential Products 
Corporation, and both De Goveia and his counsel should have known this. 
Nevertheless, De Goveia executed under oath an application for renewal 
reciting that the registration issued to the applicant for renewal. The 
statement was false. The renewal, having issued as a result of a false 
statement in the application for renewal, and the mark having been aban- 
doned long before the period within which renewal could be effected, is 
hereby vacated, and it is held that the registration expired as of July 30, 
1955. 

The decision of the Examiner of Interferences is reversed. 





MAAS & WALDSTEIN CO. v. SUNDURE 
PAINT CORPORATION 


No. 34,528 — Commissioner of Patents — December 17, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
PLEXTRUM and PLEXTONE paint products are likely to be confused. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Opposer is entitled to benefit of any doubt which exists as to likelihood of con- 
fusion, where it is prior user. 


Opposition proceeding by Maas & Waldstein Co. v. Sundure Paint 
Corporation, application Serial No. 663,754 filed April 1, 1954. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Reversed. 

Harry C. Bierman, of New York, N.Y., for opposer-appellant. 
William A. LePore and Herbert J. Jacobi, of Washington, D.C., for ap- 
plicant-appellee. 
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LEEDS, Assistant Commissioner. 

An application has been filed by Sundure Paint Corporation to register 
PLEXTRUM for an acrylic masonry coating, use since December of 1953 
being asserted. 

Registration has been opposed by Maas & Waldstein Co., registrant of 
PLEXTONE for industrial coating finishes for producing multiple-colored 
film coatings.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows that opposer manufactures paints and other protec- 
tive and decorative coatings, among them a nitro-cellulose emulsion organic 
finish which it sells under the trademark PLEXTONE. The value to opposer 
of the product sold under the trademark PLEXTONE from 1950 through 1955 
exceeded three and one-half million dollars, and during the same period 
more than one hundred fifty thousand dollars were spent in advertising 
the product under the mark. Opposer’s PLEXTONE finish moves through two 
channels of distribution as follows: (a) to distributors who sell to archi- 
tects, building contractors and painting contractors; and (b) to manufac- 
turers of industrial or other products for finishing such products. It is 
only with the former group that we are here concerned. 

Applicant’s product is, according to the application, an acrylic 
masonry coating. 

The products of the parties though specifically different, are of the 
same general character and fall in the broad category of “paint products.” 
It is therefore assumed that they are sold, at least in some measure, to the 
same ultimate purchasers—for example, painting contractors. 

Applicant argues that opposer “is attempting to contend that the 
dominating feature of the mark is the prefix PLEX,” but that the contention 
is offset by the fact that applicant owns a registration of PLEXITE, regis- 
tered for ready-mixed and paste paints, varnishes, and paint enamels* 
prior to the issuance of the registration of PLEXTONE to opposer. Aside from 
the fact that nothing in the record or brief of opposer is found to support 
applicant’s argument, the question here does not involve the matter of 
rights in PLEX alone. The question is whether or not PLEXTRUM, when 
applied to a paint product, specifically an acrylic masonry coating, so 
resembles PLEXTONE, previously registered for a paint product, specifically 
a multiple-colored film coating, as to be likely to cause confusion or mistake 
of purchasers. 

PLEXTRUM bears considerable resemblance to PLEXTONE in both sound 
and appearance, and neither mark has such suggestive significance, when 
applied to the goods, as to stimulate different mental associations or psycho- 








1. Reg. No. 547,125, issued Aug. 28, 1951. 
2. Reg. No. 441,686, issued Dec. 28, 1948. 
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logical reactions. The resemblance between the marks is such that it is 
believed that a substantial segment of the purchasers of the products are 
likely to attribute common origin to them. Opposer is entitled to the benefit 
of any doubt which exists. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is sustained. 





CHAUSSURES BALLY SOCIETE ANONYME DE 
FABRICATION v. STEINBOCK 


No. 35,565 — Commissioner of Patents — December 18, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
RALLY SQUAD on megaphone design is not likely to be confused with. BALLY, 
both marks being used for shoes. 


Opposition proceeding by Chaussures Bally Societe Anonyme de 
Fabrication v. Nathan Steinbock, application Serial No. 686,110 filed April 
22, 1955. Opposer appeals from decision of Examiner of Interferences 
dismissing opposition. Affirmed. 


Michael 8. Striker, of New York, N. Y., for opposer-appellant. 
W. E. Ramsey, of Portland, Oregon, and Dwight H. Smiley, of Washington, 
D. C., for applicant-appellee. 


LEEDs, Assistant Commissioner. 
An application has been filed by Nathan Steinbock to register as a 
trademark for women’s and children’s shoes the following: 


Y 


cea 
SQUAD 


Use since October 25, 1954 is asserted. 

Registration has been opposed by Chaussures Bally Societe Anonyme 
de Fabrication, registrant of BALLY for boots, shoes, sandals, moccasins 
and bath slippers.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, applicant’s application, and a 
short stipulation of facts which adds nothing. 

There is nothing in the record which leads to the conclusion that 
applicant’s mark, when applied to shoes, so resembles opposer’s mark, 








1. Reg. No. 232,197, issued Sept. 6, 1927, renewed. 
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previously registered for shoes, as to be likely to cause purchaser confusion, 
mistake or deception. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 





FORT HOWARD PAPER COMPANY v. INTERNATIONAL 
CELLUCOTTON PRODUCTS COMPANY (KIMBERLY- 
CLARK CORPORATION, assignee, substituted) 


No. 34,925 — Commissioner of Patents — December 18, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
KLEENAP for paper napkins is likely to be associated with applicant’s well- 
known KLEENEX, and not with opposer’s registered marks for paper napkins 
HAVANAP, TIDYNAPS, TEANAPS, BOSSNAP, SEMINAP, PARTYNAPS, ADNAPS, TABNAPS, 
and ANAP. 


Opposition proceeding by Fort Howard Paper Company v. Inter- 
national Cellucotton Products Company (Kimberly-Clark Corporation, 
assignee, substituted), application Serial No. 677,320 filed November 26, 
1954. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 


Morsell & Morsell, of Milwaukee, Wisconsin, for opposer-appellant. 
Soans, Anderson, Luedeka & Fitch, of Chicago, Illinois, for applicant- 
appellee. 


LEEpDs, Assistant Commissioner. 

An application has been filed by International Cellucotton Products 
Company to register KLEENAP for paper napkins, use since November 11, 
1954 being asserted. 

Registration has been opposed by Fort Howard Paper Company, 
registrant of HAVANAP,’ TIDYNAPS,? TEANAPS,® BOSSNAP,* SEMINAP,° PARTY- 
NAPS,® ADNAPS,’ TABNAPS,® and ANAP,® all, so far as we are concerned here, 
for paper napkins. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 


1. Reg. No. 211,600, issued Apr. 13, 1926. 

2. Reg. No. 508,786, issued Apr. 19, 1949. 

3. Reg. No. 293,741, issued May 3, 1932, renewed and published in accordance with 
Sec. 12(c) on Aug. 31, 1948. 

4. Reg. No. 359,278, issued Aug. 9, 1938, published in accordance with Sec. 12(c) 
on Aug. 31, 1948. 

5. Reg. No. 301,314, issued Feb. 28, 1933, published in accordance with Sec. 12(c) 
on Aug. 31, 1948, renewed. 

6. Reg. No. 291,913, issued Feb. 23, 1932, renewed; and Reg. No. 535,307, issued 
Dec. 26, 1950. 

7. Reg. No. 510,959, issued June 14, 1949. 

8. Reg. No. 586,089, issued Feb. 23, 1954. 

9. Reg. No. 594,497, issued Aug. 31, 1954. 
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The record consists of the pleadings, copies of opposer’s registrations, 
and applicant’s application. 

Applicant owns Reg. No. 408,618,1° showing KLEENEX for numerous 
paper products, including napkins. 

When Nap is used as a portion of a mark for napkins, it is obvi- 
ously an abbreviation or contraction of “napkins” and purchasers are most 
likely to view it as such. 

KLEENAP, when used on paper napkins, is much more likely to be 
associated with applicant’s well-known mark KLEENEX than with any of 
opposer’s registered marks ending in Nap or NAPs. This is because when 
the suffix of a mark is so highly suggestive when applied to the goods, as 
is NAP when applied to napkins, purchasers are more likely to be impressed 
by the prefix of the mark. 

Opposer asserts that it owns and uses a “family of marks,” but so far 
as the record shows, it has done nothing in the way of advertisement and 
promotion of napkins under its various marks to acquaint purchasers with 
a common origin of all goods bearing such marks. The assertion of a “family 
of marks” is unproved. 

Although opposer seems to assert rather broad rights in connection 
with the embodiment of NAP or NAPs in trademarks, due to its numerous 
registrations herein referred to, there is nothing in the record to support 
such assertion. 

Applicant’s mark, when applied to paper napkins, does not so resemble 
opposer’s marks, or any of them, as to be likely to cause confusion, mistake 
or deception of purchasers; and there are no other facts which create an 
inference of damage to opposer. 

The Examiner of Interferences ecrrectly dismissed the opposition, 
and his decision is affirmed. 


HOLLYMATIC CORPORATION v. HOLLYWOOD 
WATER HEATER CO. 


No. 35,094 — Commissioner of Patents — December 18, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
HOLLYMATIC for automatic electrically operated hamburger patty molding 
machines is likely to be confused with same mark for water heaters, home heating 
appliances and cooking ranges. 


Opposition proceeding by Hollymatic Corporation v. Hollywood Water 
Heater Co., application Serial No. 673,100 filed September 13, 1954. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Reversed. 


10. Issued Aug. 22, 1944, published in accordance with Sec. 12(c) on Apr. 6, 1948. 
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Schroeder, Hofgren, Brady & Wegner, of Chicago, Illinois, for opposer- 
appellant. 
Harold J. Le Vesconte, of Glendale, California, for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed by Hollywood Water Heater Co. to 
register HOLLYMATIC for automatic water heaters, home heating appliances 
and cooking ranges, use since August 12, 1954 being asserted. 

Registration has been opposed by Hollymatie Corporation, registrant 
of HOLLYMATIc for automatic electrically operated hamburger patty mold- 
ing machines. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The Examiner of Interferences made the following findings of fact: 


“According to its record, the opposer has since July 19, 1945 used 
the mark HOLLYMATIC in connection with the sale of automatic elec- 
trically operated hamburger patty molding machines which it markets 
on a nationwide scale through approximately 200 authorized dealers 
to meat markets and food establishments having meat departments, 
restaurants, drugstores, institutions, meat wholesalers, meat packing 
plants, meat processors, and the like. The list price of the opposer’s 
HOLLYMATIC machine is $895. The opposer’s sales under its mark from 
1947 through 1955 have amounted in value to more than $4,500,000, 
and it has expended more than $200,000 in promoting the sale of its 
goods through advertisements directed to prospective purchasers. 

“It appears from the stipulated evidence adduced in its behalf 
that the applicant for approximately thirty years has been engaged 
in the manufacture and sale of gas fired automatic water heaters which 
it markets through some 200 jobbers and dealers to builders of homes 
and apartments, and to the owners of such establishments for replace- 
ment purposes. Until about 1945 or 1946 the applicant’s goods were 
sold under the mark HOLLYWoop. At that time, it discontinued use 
of the mark HOLLYWoop in favor of the mark HOLLY GLEN, and it used 
the latter mark until about 1954 when it adopted and commenced 
using the mark HOLLYMATICc for which it here seeks registration. The 
list price of applicant’s HOLLYMATIC water heaters range from $49.50 
to $95.00, depending on their size and grade, and the applicant’s sales 
thereof amount to about 500 units a month.” 

On these facts, the Examiner of Interferences concluded: 

“In the present case, it is manifest that the applicant’s water 
heaters, home heating appliances and ranges, and the opposer’s ham- 
burger [sic] patty molding machines are sold to different classes of 
purchasers, and that they have nothing materially in common with 
respect to their essential characteristics, uses, or sales appeal; and the 
examiner is not persuaded upon the record presented by the opposer 
that they are otherwise related in any material particular.” 

The opposition was dismissed. 


1. Reg. No. 515,256, issued Sept. 20, 1949. 
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The following material facts were omitted from the findings of the 
Examiner of Interferences: 










1. There is no evidence that applicant has used HOLLYMATIC on 
anything other than water heaters, and the record indicates that it has 
been used only on water heaters. 







2. Applicant manufactures and sells large volume water heaters 
for use by hotels, restaurants, apartments and industrial plants. 






3. Applicant seeks registration for “automatic water heaters, 
home heating appliances and cooking ranges.” (Emphasis added.) 





4. The products of both parties are electrically operated. 


5. The products of both parties are sold through jobbers and 
dealers who resell generally to different ultimate purchasers, but the 
record is silent on the matter of what types and classes of goods these 
jobbers and dealers handle. 










The record leads the reader to ask: Why did applicant, after some 
thirty years of developing a market for its water heaters under the trade- 
mark HOLLYWOOD, and some ten years in developing a market for its HOLLY 
GLEN water heaters, adopt and commence using HOLLYMATIC? The question 
is unanswered by the record. 

It is true, as stated by the examiner, that the record indicates that at 
the present time the products of the parties are sold to different classes of 
purchasers, applicant’s being sold through jobbers and dealers who resell 
to contractors and builders of dwellings and apartments and to home owners 
who buy the water heaters for replacement purposes. As stated above, 
however, the record shows that applicant also manufactures water heaters 
for sale to institutional and industrial users. Although it does not appear 
that applicant now uses the HOLLYMATIC mark on such heaters, there is 
nothing which leads to a conclusion that its use will not be extended to 
them. It is observed that the application identifies the goods broadly as 
“automatic water heaters.” 

The record as a whole creates considerable doubt that purchaser con- 
fusion will be avoided in the future, and opposer is entitled to the benefit 
of that doubt. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is reversed. 

In the event applicant should finally prevail in these proceedings, reg- 
istration will be withheld pending (a) a showing, within thirty days after 
final termination, that applicant used the mark on home heating appliances 
and cooking ranges prior to the time the application was filed, or (b) 
submission of an amendment to the application deleting reference to such 


goods. 
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THE TECHNICON COMPANY v. 
ERICKSON TOOL COMPANY 


No. 34,922 — Commissioner of Patents — January 6, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TECHNI-FREEZE and TECHNICON are likely to be confused; both marks are used 
in connection with preparation of tissue for microscopic examination. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Letters are by no means conclusive on question of confusion, but under cir- 
cumstances are entitled to consideration as indication of probable confusion. 


Opposition proceeding by The Technicon Company v. Erickson Tool 
Company, application Serial No. 676,620 filed November 15, 1954. Appli- 
cant appeals from decision of Examiner of Interferences sustaining oppo- 
sition. Affirmed. 


Harry Cohen and Edwin Levisohn, of New York, N. Y., for opposer-appel- 
lant. 
Oberlin & Iimbach, of Cleveland, Ohio, for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed by Erickson Tool Company to register 
TECHNI-FREEZE for refrigerating apparatus employed for freezing tissue 
for histologic diagnosis, use since June 15, 1954 being asserted. 

Registration has been opposed by The Technicon Company, a partner- 
ship composed of Edwin C. Weiskopf and Edwin C. Whitehead, registrant 
of TECHNICON’ and AUTOTECHNICON? for various laboratory apparatus and 
supplies for use largely in connection with work in histology. We need 
concern ourselves here only with TECHNICON. 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 

The products of the parties are sold for use in the preparation of 
tissue for microscopic examination, and are such as might reasonably be 
produced and sold by a single producer. The products are sold to the 
same average purchasers under substantially the same circumstances and 


1. Reg. No. 435,532, issued Dec. 30, 1947, for automatic pipette washers; Reg. No. 
52,570, issued Dec. 25, 1951, for apparatus and implements used in the preparation 
of or in connection with microscope slides of histological tissue specimens; Reg. No. 
552,838, issued Jan. 1, 1952, for apparatus for collecting fractions or samples of 
materials for chromatographic analysis or other purposes, and accessories therefor; 
Reg. No. 553,968, issued Jan. 22, 1952, for histological reagents for use in preparing 
histological specimens for microscopic examination; Reg. No. 558,031, issued Apr. 22, 
1952, for histological reagents for use in preparing histological specimens for micro- 
scopic examination; Reg. No. 566,738, issued Nov. 11, 1952, for Nessler salt, medium 
for mounting tissue sections on slides, and reagents for use in preparing histological 
tissue for microscope examination; and Reg. No. 606,711, issued May 31, 1955 for 
refrigerators for preserving parts and growths removed from human bodies for use in 
connection with microscopic tissue examinations. 

2. Reg. No. 407,208, issued May 23, 1944, for automatic immersion apparatus used 
in the preparation of histological specimens; and Reg. No. 501,455, issued Aug. 10, 1948, 
for automatic immersion apparatus used in the preparation of histological specimens. 
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conditions. There is no question but that opposer’s use of TECHNICON, both 
as a trademark and as the distinguishing feature of its commercial name, 
antedates by several years applicant’s adoption and use of TECHNI-FREEZE 
for its refrigerating apparatus. 

The question presented is: Are purchasers of apparatus and supplies 
intended for use in preparing tissue for microscopic examination likely to 
believe that TECHNI-FREEZE refrigerator apparatus employed for freezing 
tissue for histologic diagnosis comes from The Technicon Company, long- 
time maker of apparatus, implements, and reagents used in connection 
with histologic analysis? 

Applicant argues that opposer, by adopting TECHNICON as a trademark 
has not “thereby pre-empted the field so as to preclude anyone else from 
adopting a mark containing the prefix TECHNI.” In these cases we are not 
concerned with what a party may or may not “pre-empt,” but we are 
concerned with the probable impressions or associations created in pur- 
chasers’ minds by a given mark or marks. 

The record shows that opposer and its predecessor have sold their 
TECHNICON products extensively throughout the United States and in for- 
eign countries, and more than a half million dollars have been spent dur- 
ing the past six years in advertising the goods under the mark, primarily 
by direct mail and in publications directed to the medical and scientific 
fields. It seems to me that applicant’s mark, when applied to its product, 
so resembles opposer’s registered mark as to be likely to cause applicant’s 
product to be associated in the minds of purchasers with opposer and its 
products, particularly where, as here the common portion is a prefix having 
no specific meaning or suggestiveness when applied to the goods. 

This conclusion is supported to some extent by certain exhibits in 
evidence which do not in and of themselves prove actual confusion, but 
which have a bearing on likelihood of confusion when due consideration 
is given to the nature of the marks and the goods, and the classes of pur- 
chasers of the products of the parties. The exhibits are hereinafter dis- 
cussed. 

There are stipulated into the record for consideration “as evidence 
on behalf of the opposer in this proceeding in respect to the question of 
likelihood of confusion” a copy of a letter from the Cleveland State Hos- 
pital, Cleveland, Ohio, addressed to opposer, The Technicon Company, 
reading: “Please send detailed specifications on the TECHNI-FREEZE refrig- 
eration unit, microtome use. Thank you.”; and a copy of a telegram from 
the New York Office of Hassan Arabian American Oil Co. reading: “Wire 
eollect price and delivery one TECHNI FREEZE refrigerating unit for English 
mse [sic] freezing microtone [sic], counter model. American Hospital Cat 
#67026A inquiry P W 807-42-531.” The Examiner of Interferences held 
that the opposer had offered no evidence relative to the circumstances 
under which the communications were addressed to it, and in the absence 
of such evidence, it could not properly be assumed that such mistakes were 
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oceasioned by the similarity between the marks rather than by some other 
circumstances, citing Procter & Gamble Company v. J. L. Prescott Com- 
pany, 25 USPQ 252 (25 TMR 342) (C.C.P.A., 1935) ; Vick Chemical Com- 
pany v. Thomas Kerfoot & Co., Limited, 27 USPQ 393 (26 TMR 29) 
(C.C.P.A., 1935) ; Silent Hoist Winch & Crane Co. v. Williamette Hyster 
Company, 69 USPQ 469 (Com’r., 1946) ; and Levi Strauss & Co. v. Kotzin, 
107 USPQ 357 (46 TMR 229) (Com’r., 1955). 

The case first cited states that testimony directed to the question of 
actual confusion is admissible and may have bearing on likelihood of con- 
fusion; that it is not always easy to determine to what extent confusion 
is due in whole or in part to the similarity of the marks or to other consid- 
erations; and that actual confusion need not be proven. 

The second case quotes from the decision of the Examiner of Inter- 
ferences certain statements to the effect that some communications mis- 
takenly addressed to petitioner were not of a sufficient probative force to 
change his conclusion of no likelihood of confusion, and from the decision 
of the Commissioner to the effect that the communications were inadmis- 
sible because they were merely read into the record and not authenticated. 
The Court stated it did not find it necessary to pass upon admissibility of 
the communications, but assuming the communications were admissible, 
it held that the conclusion of no likelihood of confusion was correct. 

In the third case cited the Commissioner found it unnecessary to rule 
upon the competency of certain letters mentioning the respondent’s mark 
which the petitioner had introduced (the decision does not indicate how 
they were introduced), but stated that even assuming their competency, 
he did not think they established confusion, particularly when the “purely 
descriptive” nature of the marks of the parties was considered. 

In the last cited case there was involved likelihood of confusion as a 
result of applicant’s use of the word mark GOLD RIVET on jeans and the use 
by opposer of copper rivets to secure the pockets of its jeans. There was 
an attempt to show by testimony of a clerk that actual confusion had 
occurred. The testimony showed that about a quarter million dollars worth 
of merchandise was returned annually to opposer for one reason or another; 
in three instances within a six months period, the garments received had 
been made by applicant; merchandise made by manufacturers other than 
applicant had likewise been sent to opposer by mistake; and the witness 
was unable to say whether there had been more of applicant’s merchandise 
sent by mistake than that of other firms in the field. The decision stated: 
“These not uncommon clerical mistakes are more likely to have resulted 
from familiarity with opposer and its merchandise”; and it was held 
that under the circumstances present in the case, it could not be found 
that applicant’s use of its mark had created any confusion. 

None of the cited cases is a precedent for the broad general statement 
of the Examiner of Interferences. The letters are by no means conclusive 
on the question of confusion, but they are entitled to consideration as an 
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indication of probable confusion. See: The Perry Knitting Company, et al. 
v. Mighty Mite, 99 USPQ 257 (44 TMR 326) (Com’r., 1953) ; and Camloc 
Fastener Corporation v. Murdock, 115 USPQ 82 (48 TMR 228) (Com’r., 
1957). 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed. 





BUNNY BEAR, INC. v. DENNIS MITCHELL INDUSTRIES 
No. 4,726 — Commissioner of Patents — January 7, 1958 


REGISTRATION PROCEDURE—APPLICATION 
Where registration was refused to applicant on ground that term had not been 
used as trademark, consent to registration could not cure defect. Where Patent 
Office found likelihood of confusion, and court in later 35 U.S.C. 146 proceeding 
granted consent judgment holding applicant entitled to registration but not ruling 
on question of likelihood of confusion, Patent Office was still precluded by terms 
of 1946 Act from issuing any registration. 


Interference proceeding between Bunny Bear, Inc., application Serial 
No. 601,093 filed July 22, 1950, and Dennis Mitchell Industries, Registra- 
tion No. 516,022, issued October 4, 1949. Applicant requests that regis- 
tration issues. Request denied. 
See also 45 TMR 357, 46 TMR 599. 
Ezekiel Wolf, of Boston, Massachusetts, for Bunny Bear, Inc. 
Harry Langsam, of Philadelphia, Pennsylvania, for Dennis Mitchell Indus- 
tries. 


LEEDs, Assistant Commissioner. : 

It appears from the records of the Patent Office that, after a full 
hearing on the evidence presented by the parties to this proceeding, it was 
concluded on January 10, 1955, 104 USPQ 116 (45 TMR 357), that Bunny 
Bear, Inc., was not entitled to the registration sought because the term pre- 
sented for registration had not been used as a trademark. 

On March 4, 1955, Bunny Bear, Inc., filed a civil action in the District 
Court for the Eastern District of Pennsylvania in accordance with the 
provisions of Title 35 U.S.C., Section 146. 

On October 4, 1957, Dennis Mitchell Industries filed in the Patent 
Office a statement that it had no objection to registration by Bunny Bear, 
Inc., of the subject matter of its application. 

On October 17, 1957, the Assistant Commissioner of Patents advised 
the parties that registration to Bunny Bear, Inc., had been refused on the 
ground that the term presented for registration had not been used as a 
trademark and that consent to registration by Dennis Mitchell Industries 
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could not cure the defect. 
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On December 2, 1957, the parties agreed to the entry of a consent 
judgment in the civil action above referred to reading in pertinent part as 
follows: 


1. This Court has jurisdiction over the subject matter herein 
and all the parties hereto. The complaint states a claim upon which 
relief may be granted under Title 35 U.S.C. Section 146, Title 50, 
U.S.C. 1071 and Title 50 U.S.C. 1121. 


2. The Plaintiff, Bunny Bear, Inc., adopted and commenced 
using the mark TODDLER TRAVELER in 1941 as a trademark for a child’s 
auto seat. This mark has been used substantially continuously from 
the date of first use until the entering of this decree and further, 
usage of Plaintiff Bunny Bear, Inc., of the mark TODDLER TRAVELER 
constitutes a trademark use within the meaning of 15 U.S.C. 22. 


3. The Plaintiff, Bunny Bear, Inc., is entitled to have its mark 
TODDLER TRAVELER, United States Patent Office trademark application, 
Serial No. 601,093, registered in the United States Patent Office. 


4. The Dennis Mitchell Industries shall have their trademark 
TOT TRAVELER, No. 516,022, registered October 4, 1949, continue on the 
register of the United States Patent Office. 


5. No costs are to be awarded to either party. 


6. The Commissioner of Patents is authorized to terminate Inter- 
ference No. 4726 involved in the United States Patent Office between 
the parties above designated. 


On December 13, 1957, Bunny Bear, Inc., filed in the Patent Office a 
certified copy of the consent judgment and requested “that the Patent 
Office pursuant to the mandate of the District Court for the Eastern Dis- 
trict of Pennsylvania allow and issue the registration for the mark TODDLER 
TRAVELER to the party Bunny Bear, Inc.” 

The Patent Office has found that TODDLER TRAVELER, when used on auto- 
mobile seats for children so resembles TOT TRAVELER, previously registered 
for seats and hammocks used to carry infants in automobiles as to be likely 
to cause confusion, mistake or deception of purchasers; and that although 
Bunny Bear, Inc., had made some use of TODDLER TRAVELER earlier than 
Dennis Mitchell Industries had used TOT TRAVELER, such use by Bunny 
Bear, Inc., had not been a trademark use entitling it to registration. 

The parties have now agreed, and the Court has entered judgment, 
that Bunny Bear, Inc., has used TODDLER TRAVELER as a trademark since 
1941, although the record before the Patent Office, consisting of testimony 
of the president and the general manager of Bunny Bear, Inc., and of a 
partner and the sales manager of Dennis Mitchell Industries, showed such 
to be not the fact. The judgment of the Court indicates that it was entered 
merely upon an affidavit, some exhibits, a stipulation and the consent of 
the parties. It does not appear that the testimony given in the Patent 
Office on behalf of the parties was before the Court. 
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The finding of likelihood of confusion was not disturbed by the Court. 

Section 2(d) of the Trademark Act of 1946 prohibits registration of 
a mark which so resembles a previously registered mark as to be likely 
to cause confusion, mistake or deception of purchasers. There is outstand- 
ing a finding which prohibits registration under that section to Bunny 
Bear, Ine.; and there has, therefore, not been such compliance with the 
requirements of law as will authorize the issuance of a registration to 
Bunny Bear, Inc., under the judgment entered in the civil action filed 
under 35 U.S.C. 146. The Patent Office is precluded by the terms of the 
Trademark Act of 1946 from issuing the registration, and registration 
stands refused. 


CHICAGO PHARMACAL COMPANY v. MONTGOMERY 
CHEMICAL COMPANY 


No. 35,301 —-Commissioner of Patents — February 13, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant seeks to register DERMATONE for liquid hand cleaner and registration 
is opposed by registrant of identical mark for chemical composition used in derma- 
tology and in treating acne and dermatitis. Testimony shows that opposer has used 
mark on ointment and antiseptic soap since 1917, and while the goods are non- 
competitive and differ in characteristics, functions and uses, confusion is deemed 
likely since the goods are sold through the same retail channels. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—BENEFIT OF DOUBT 
Registrant and prior user is entitled to benefit of doubt as to likelihood of 
confusion. 


Opposition proceeding by Chicago Pharmacal Company v. Montgomery 
Chemical Company, application Serial No. 665,127, filed April 23, 1954. 
Opposer appeals from decision of Examiner of Interferences dismissing 


opposition. Reversed. 


Brezina & Buckingham, of Chicago, Illinois, for opposer-appellant. 
Edward J. Dwyer, of Jenkintown, Pennsylvania, and Woodcock & Phelan, 
of Philadelphia, Pennsylvania, for applicant-appellee. 


LEEps, Assistant Commissioner. 
Montgomery Chemical Company has filed an application to register 
DERMATONE for a liquid hand cleaner, asserting use since July 20, 1953. 
Registration has been opposed by Chicago Pharmacal Company, reg- 
istrant of DERMATONE for a chemical composition used in dermatology and 
in treatment of skin lesions and adolescent acne, infections and dermatitis.’ 
The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 


1. Reg. No. 235,988, issued Nov. 29, 1927, renewed, and published in accordance 
with Sec. 12(c) on Aug. 9, 1949. 
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Opposer’s president, who has been in the service of opposer since 1917, 
testified that prior to 1920 he was a salesman for opposer, and in 1932 
or 1933 he became sales manager and vice-president. He later served as 
secretary-treasurer prior to becoming president. The testimony is to the 
effect that in 1917 when the witness first went to work for opposer, it was 
selling, among other things, DERMATONE ointment for the treatment of acne 
and DERMATONE antiseptic toilet soap; that such products had been sold 
under the mark continuously from 1917 to the time testimony was taken 
in 1956; and such products are over-the-counter or nonprescription items 
sold through the medical profession and through drug stores. 

Opposer’s secretary-treasurer, who has been in the service of opposer 
for ten years, testified that he is familiar with the production and sales 
records of opposer, and the records show that opposer’s sales of DERMATONE 
ointment during the past ten years have remained relatively constant at 
about fifteen to twenty thousand dollars in value annually, and sales of 
DERMATONE soap additionally have approximated thirty percent of that 
amount. 

The exhibits identified by the witnesses include opposer’s catalogs for 
1926, 1933, 1940 and 1947, and pages from its catalog for 1952, each of 
which lists DERMATONE Ointment and DERMATONE soap. The 1947 catalog, 
although listing DERMATONE soap, shows “Temporarily deleted” instead of 
the price of the soap; and no price is listed in the 1942 catalog. These 
catalogs show that opposer offers for sale under other marks soaps, both in 
liquid and cake forms. 

The record leaves much to be desired, but it is sufficient to show that 
opposer as a manufacturer of ointments and other pharmaceuticals, also 
sells soaps, both in liquid and cake forms. 

Applicant presented no evidence but its application shows that the 
product on which it uses DERMATONE as a mark is a liquid hand cleaner. 

Although it is true, as was held by the Examiner of Interferences, 
that the products of the parties are noncompetitive and differ substantially 
in characteristics, functions and uses, it nevertheless seems to me that since 
the products of the parties are likely to be sold through the same retail 
outlets (drug stores) to the same average purchasers, confusion is likely 
to result. In any event, opposer, the registrant and earlier user, is entitled 
to the benefit of such doubt as may exist. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is sustained. 
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GENERAL SHOE CORPORATION v. 
HOLLYWOOD-MAXWELL CO. 


No. 34,795 — Commissioner of Patents— February 13, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
Applicant seeks to register INGENUE for brassieres and registration is opposed 
by registrant of INGENUE for shoes. Applicant registered v-ETTE INGENUE for 
brassieres in 1937. While goods are often sold in same stores, they are customarily 
sold in separate departments and confusion is deemed unlikely. 


Opposition proceeding by General Shoe Corporation v. Hollywood- 
Maxwell Co., application Serial No. 657,929 filed December 14, 1953. Op- 
poser appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Ernest P. Rogers, of Atlanta, Georgia, for opposer-appellant. 
Flam & Flam, of Los Angeles, California, for applicant-appellee. 


LEEpDs, Assistant Commissioner. 

An application has been filed by Hollywood-Maxwell Co. to register 
INGENUE for brassieres, use since August of 1935 being asserted. The appli- 
cant has set forth its ownership of v-ETTE INGENUE, registered for brassieres 
on January 19, 1937.2 

Registration has been opposed by General Shoe Corporation, registrant 
of INGENUE for shoes and hosiery.” 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, a stipulation of facts on behalf 
of the parties, and applicant’s application. 

From the record it appears that opposer uses the mark INGENUE only 
on women’s shoes. It has so used it since 1930, and during the twenty-six 
year period of use more than five million dollars’ worth of shoes bearing 
the mark have been sold and in excess of a half million dollars have been 
spent in advertising shoes under the mark. 

In August of 1935 applicant commenced using INGENUE as a trademark 
for brassieres and has continuously used it since that time, having sold 
more than thirty-seven thousand brassieres under the mark during the 
two-year period preceding the execution of the stipulation. Applicant first 
registered INGENUE as a part of the composite mark V-ETTE INGENUE in 1937. 

Neither party knows of any instance in which, by reason of applicant’s 
use of INGENUE on brassieres, purchaser confusion has resulted. 

The Examiner of Interferences stated, and I agree, that, 


1. Reg. No. 342,512, renewed, and published in accordance with Sec. 12(c) on 
July 6, 1948. 

2. Reg. No. 277,007, issued to a predecessor Nov. 4, 1930, renewed by such prede- 
cessor, and assigned to opposer in 1954. 
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“Tt is manifest that shoes and brassieres have nothing whatever in 
common with respect to their essential characteristics and sales appeal, 
and while they are frequently found in the same stores, they are cus- 
tomarily sold in different departments thereof. Furthermore, it is 
more or less a matter of common knowledge that manufacturers of 
shoes do not ordinarily manufacture other articles of apparel * * * .” 


The record in this case leads to a conclusion that there is no likelihood 
of purchaser confusion. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 


RICHFIELD OIL CORPORATION v. DIETERICH FIELD, INC. 
No. 35,194 — Commissioner of Patents —February 14, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
Use of identical mark RICHFIELD on hosiery and gasoline, lubricants and storage 
batteries is not likely to cause confusion. Claim that nylons might be given away 
at service stations is mere speculation. 


Albert J. Fihe, of Burbank, California, for opposer-appellant. 
William A. LePore and Herbert J. Jacobi, of Washington, D. C., for ap- 
plicant-appellee. 


LEEDS, Assistant Commissioner. 

An application has been filed by Dieterich Field, Inc., to register 
RICHFIELD for hosiery, use since February 17, 1954, being asserted. 

Registration has been opposed by Richfield Oil Corporation, registrant 
of RICHFIELD, alone and in combination with other words or designs, or both, 
for gasoline,! for gasoline, other engine fuels and lubricants,? and for 
storage batteries.® 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

It is obvious that the marks of the parties are the same in so far as 
the word RICHFIELD is concerned ; opposer is the earlier user; and the prod- 
ucts of the parties are distinctly different in all of their characteristics. 

Opposer’s pleading recites that many automotive service stations 
display and sell other merchandise, including hosiery; that customers of 
opposer, and the public generally, upon seeing RICHFIELD on hosiery will 
erroneously assume that it is a product of opposer or is in some way con- 
nected with opposer; and that many members of the purchasing public 
will purchase or otherwise acquire RICHFIELD hosiery “under the mistaken 


1. Reg. No. 201,308, issued July 21, 1925, renewed; and Reg. No. 272,812, issued 
July 15, 1930, renewed. 

2. Reg. No. 337,055, issued July 28, 1936, renewed; and Reg. No. 260,089, issued 
Aug. 13, 1929, renewed and published in accordance with Sec. 12(c) on Mar. 7, 1950. 

3. Reg. No. 327,724, issued Sept. 3, 1935, renewed. 
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assumption that it is one of opposer’s excellent products, particularly if 
the same happened to be on display in or distributed by a service station 
or similar establishment,” with resultant damage to opposer. 

It appears from the record that a “recent” * line of endeavor embarked 
upon by opposer was an experimental give-away of nylon hosiery as a 
sales promotion premium in Seattle and Portland. It does not appear 
when the “endeavor” was embarked upon, and neither the length nor the 
extent of the “endeavor” appears. 

It further appears from the record that opposer has undertaken a 
study of a proposal for handling nylon hosiery by using a coupon system; 
opposer “announced it to the field and the field would pick it up and dis- 
tribute the necessary literature or information to the dealers, and upon 
their acceptance of the program they would proceed then to install it 
with any dealer who so desired it.” Neither the time, nor the method nor 
the result of such announcement to the field appears. 

The testimony of opposer’s witnesses may be summarized as follows: 
If opposer were to give away as premiums, or sell at reduced prices, nylon 
hosiery at its automotive service stations, and if applicant’s hosiery were 
given away or sold by opposer or others in automotive service stations, or 
if opposer should decide at some future time to manufacture hosiery and 
should decide to use RICHFIELD as a trademark for such hosiery, then pur- 
chaser confusion would be likely. The contents of the record are sheer 
speculation, and we are not free to speculate as to what the facts may be 
at some future time. 

There is nothing in the record which leads to a conclusion that pur- 
chasers of applicant’s RICHFIELD hosiery, purchasing under ordinary con- 
ditions and circumstances in the usual retail outlets where hosiery is sold, 
are likely to believe that it emanates from the producer of RICHFIELD oil 
products or to associate such hosiery in any way with opposer. The Exam- 
iner of Interferences properly concluded that there are no facts from which 
damage to opposer can be inferred. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 


S. SIMPSON LIMITED v. J. SCHOENEMAN, INC. 
No. 34,535 — Commissioner of Patents — February 14, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant seeks to register D’AQUA for coats, trousers and overcoats, and regis- 
tration is opposed by registrant of DAKS for trousers, coats and shorts, and PADAK 
for topcoats and overcoats. Marks do not look or sound alike or possess similar 
suggestive significance and therefore dismissal of opposition is affirmed. 


4. The precise meaning of “recent” does not appear. 
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Opposition proceeding by S. Simpson Limited v. J. Schoeneman, Inc. 
(J. Schoeneman, Incorporated, assignee, substituted), application Serial 
No. 647,881 filed May 28, 1953. Opposer appeals from decision of Examiner 
of Interferences dismissing opposition. Affirmed. 


Pennie, Edmonds, Morton, Barrows & Taylor, of New York, N.Y., for 
opposer-appellant. 
Thomas W. Y. Clark, of Baltimore, Maryland, for applicant-appellee. 


LEEDS, Assistant Commissioner. 

J. Schoeneman, Inc., has filed an application to register p’aqua for 
coats, vests, trousers, knickerbockers, topcoats and overcoats for men, 
youths and boys.? Use since May 6, 1953 is asserted. 

S. Simpson Limited has opposed registration on the ground that ap- 
plicant’s mark so resembles opposer’s marks DAKS, registered for trousers,? 
and for men’s and women’s trousers and walking shorts, men’s and women’s 
jackets, men’s suits and women’s skirts,* and PaDAK, registered for topcoats, 
overcoats and raincoats for men, women and children,* as to be likely, 
when applied to applicant’s goods, to cause confusion, mistake or deception 
of purchasers. 

The Examiner of Interferences dismissed the opposition and opposer 
has appealed. 

Opposer is the earlier user of its marks on men’s and women’s outer- 
wear ; and it is obvious that the products of the parties are in part identical 
and otherwise closely related. The only question is whether or not the 
resemblance between the marks is such as to be likely to cause purchaser 
confusion, mistake or deception. 

The marks are: 


DAKS D’AQUA 
PADAK 


They do not look alike, and they do not sound alike. Neither of opposer’s 
marks has any suggestive significance so far as average purchasers of the 
goods are concerned. Applicant’s mark may suggest to some something 
pertaining to water and to others something pertaining to a color, but 
there is nothing about the mark which indicates that it would be likely 
to suggest either of opposer’s marks or to cause average purchasers to 
associate goods bearing the respective marks of the parties and conclude 
that they are products emanating from the same source. The record fails 





1. During the pendency of the proceeding the applicant’s name was changed to 
Slade, Inc., and the application was assigned by Slade, Inc., to J. Schoeneman, 
Incorporated. 

2. Reg. No. 315,624, issued Aug. 7, 1934, renewed. 

3. Reg. No. 559,343, issued May 27, 1952. 

4. Reg. No. 572,939, issued Apr. 7, 1953. 
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to show any facts from which it can be concluded that purchaser confusion, 
mistake or deception is likely or that opposer is likely to be damaged in 
any way by the registration sought. 

The decision of the Examiner of Interferences dismissing the opposition 
is affirmed.® 


5. The recommendation of the Examiner of Interferences that the Examiner of 
Trademarks re-examine the application in light of applicant’s stipulated facts in the 
event applicant finally prevails herein was a proper one and is not disturbed. 





